THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

! Application for patent filed March 2, 1992. According to
appel l ants, the application is a continuation of Application
07/598, 030, filed October 16, 1990, now abandoned.
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This is an appeal fromthe decision of the examner finally
rejecting clains 1 through 4, 6 through 8, 10, 12 through 16, 18,
19 and 22 through 25, which are the only clains remaining of
record in the application.

The appellants' invention is directed to a heavy-duty
pneumatic radial tire. The subject matter before us on appeal is
illustrated by reference to claim1.

1. A heavy-duty pneumatic radial tire conprising a tread
wherein a pair of upper and | ower rubber |ayers having nutually
different noduli of 300%elasticity at roomtenperature are
| am nat ed, sai d upper rubber |ayer being |located on a tread
surface side of said tire and having a snall er nodul us of 300%
el asticity at roomtenperature than said | ower rubber |ayer, said
tread conpri sing:

pl ural main grooves extending in said one rubber |ayer
| ocated on said tread surface side of said tire, along the
circunferential direction of said tire, and defining |Iand
portions adjacent a groove wall of each of said main grooves,

a narrow-w dth fine groove extending in said one of said
pair of upper and | ower rubber |ayers which is |located on a tread
surface side of said tire, along a circunferential direction of
said tire, a radius of curvature of a bottom of said fine groove
being 1.5 mMmmor less and a width of said fine groove being set in
a range of not |ess than 15% and not nore than 30% of a w dth of
one of said main grooves,

wherein a shortest distance between said bottomof said fine
groove and a boundary surface bordering between said pair of
upper and | ower rubber layers is set to be within a range of 1 mm
and 3 mMm

THE REFERENCES
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The references relied upon by the exam ner to support the

final rejection are:

Br own 3, 157, 218 Nov. 17, 1964
G ei ner 3, 759, 306 Sep. 18, 1973
Russel | 3, 830, 275 Aug. 20, 1974
Mamada et al. (British '048) 2,190, 048 Nov. 11, 1987

(UK Pat ent Application)
Kazuyuki (Japanese '403) 63- 240403 Cct. 6, 1988
4,724,878 (English Language
Equi val ent)
Japan (Japanese ' 305) 2-169305 June 29, 1990
313,361 (English Language
Equi val ent)

Ckuno (Japanese '904) 58- 128904 Aug. 1, 1983
(Japan)

The prior art admtted by the appellants on pages 1 and 2 of the
speci fication.?

THE REJECTI ONS
The follow ng rejections stand under 35 U. S.C. § 103:
(1) dainms 1 through 3, 8, 10, 13 through 15 and 22 through
25 on the basis of Japanese '904, Japanese '403, Russell, Brown

and British '048.

2\We note that the exam ner has failed to list the admtted
prior art as a reference on pages 2 and 3 of the Answer, although
it has been applied in two of the rejections of the appellants
clains (pages 11 through 16).
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(2) Aainms 4, 6, 7, 12, 16, 18 and 19 on the basis of the
references cited against claiml et al. above taken further in
vi ew of Japanese ' 305.

(3) dainms 1 through 3, 8, 10, 13 through 15 and 22 t hrough
25 on the basis of Geiner, the admtted prior art, Japanese '403

and British '048.

(4) Cainms 4, 6, 7, 12, 16, 18 and 19 on the basis of the
references cited against claiml et al. imedi ately above, taken
further in view of Japanese ' 305.

The rejections are explained in the Exam ner's Answer and
Suppl enent al Answer.

The opposing viewpoints of the appellants are set forth in
the Brief.

OPI NI ON

Wth reference to pages 2 and 3 of the appellants Brief, the
problemto which their invention is directed is described in the
fol | owm ng manner:

Heavy duty pneumatic radial tires are subject to

great wear and heat. To resist excessive wear, wear-

resistant rubber is generally enployed in an upper

tread surface. To resist heat deformation, heat-

resi stant rubber having a different nodul us of

elasticity than the wear-resistant |layer is generally
enployed in a |ower |ayer of the tread. Further, these

4



Appeal No. 94-3608
Appl i cation 07/844, 980

tires tend to wear irregularly and wander. Narrow

w dt h grooves can be enployed to i nprove wear and

decr ease wanderi ng.

In such a tire, wwth a tread having a pair of

upper and | ower rubber layers with different noduli of

el asticity, deform ng stress concentrates in the

boundary surface bordering the two rubber |ayers when

the tire rolls normally or rides on a curb stone.
The appellants go on to describe their discovery that the
deform ng stress which concentrated in the boundary surface
adversely affected the bottom of the fine groove, causing cracks
to occur, and that their invention solves this problemby a tire
construction having a plurality of features.

The foll ow ng requirenents mani fest the appellants
invention in both of the independent clains:

(1) Upper and lower tread |ayers having different noduli of

300% el asticity at roomtenperature with the |ayer |ocated

on the tread surface side having a smaller nodulus than the

ot her |ayer.

(2) Plural circunferential main grooves on the tread surface
side of the tire.

(3) Anarrowwdth fine circunferential groove in the |ayer
on the tread surface side of the tire and having

(a) a radius of curvature of its bottomof 1.5nm or
| ess, and

(b) awdth in a range of not |ess than 15% and not
nore than 30% of the width of one of the main grooves.

(4) The shortest distance between the bottomof the fine
groove and a boundary surface bordering between the pair of
upper and | ower |ayers being within a range of 1nmm and 3mm
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I ncluding the admtted prior art, the exam ner has relied
upon the conbi ned teachings of five references to neet the seven
limtations recited above in the two i ndependent clainms in the
first of the two rejections, and four references in the second.
However, essentially for the reasons expressed by the appellants
on pages 10 through 17 of the Brief, it is our view that the
conbi ned teachings of the references cited in each of the two
rejections of independent clainms 1 and 13 fail to establish a

prima facie case of obviousness with regard to the subject matter

of these clainms. |In particular, it is our opinion that even
assum ng, arguendo, that the features recited in these tw clains
exist individually in the references relied upon, the only
suggestion for conbining themin the manner proposed by the
exam ner is found in the hindsight accorded one who first viewed
the appel l ants' disclosure. As our reviewing court stated in In
re Fritch, 972 F.2d 1260, 1266, 23 USP@d 1780, 1784 (Fed. Cr
1992) :

It is inpermssible to use the clained invention as an

instruction manual or "tenplate" to piece together the

teachings of the prior art so that the clained

invention is rendered obvious. This court has

previously stated that "[o] ne cannot use hi ndsi ght
reconstruction to pick and choose anong i sol ated
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di sclosures in the prior art to deprecate the clai nmed
invention" (citations omtted).

W w il not sustain any of the rejections.
The decision of the exam ner is reversed.

REVERSED

BRUCE H. STONER, JR. Chi ef
Adm ni strative Patent Judge

BOARD OF PATENT
NEAL E. ABRAMS

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

CHARLES E. FRANKFORT
Adm ni strative Patent Judge
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