THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

This opinion in support of the decision being entered today (1) was not
witten for publication in a law journal and (2) is not binding precedent of
t he Board.
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McFARLANE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe exam ner's refusal to allow
clains 1 through 6. In an anendnent? subsequent to the final

rejection, claim1 has been anended, claim 7 has been cancel ed

! Application for patent filed July 16, 1992.

2 The exam ner indicated entry of the amendnent (filed
March 18, 1994 (Paper No. 12) after the final rejection.
However, it was not clerically entered. For the purpose of this
appeal, we will consider the anendnent as havi ng been entered.
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and claim8 added. The exam ner indicated allowability of claim
8 in the advisory action (rmailed March 25, 1994, paper no. 13).

The invention relates to a cosnetic or dermatol ogi cal
conposition having depignenting activity and for topical
application to the skin. The conposition conprises, in a
cosnetically or dermatol ogically acceptable vehicle, an effective
anount of the depignenting substance consisting essentially of a
benzof uran derivati ve.

Claiml is illustrative of the clainmed invention and reads
as follows:
1. A depignenting cosnetic or dermatol ogical conposition for
topical application to skin conprising in a cosnetically or
dermat ol ogi cally acceptable vehicle an effective anount of a

depi gnenti ng substance consisting essentially of a benzofuran
derivative having the fornul a:

169

wherein
the OH function is in the 5 or 6 position,

R, and R,, each independently, represent hydrogen or al kyl
having 1-4 carbon atons,

nis O or 1,

when n is 0, the C-C;, bond is a double bond, and
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Wen nis 1, the C-C;, bond is a single bond.
The reference relied on by the examner is

Paul 2,320, 746 June 1, 1943

Clains 1 through 6 stand rejected® under 35 U.S.C. § 102(b)

as being anticipated by Paul. W reverse.

THE OPI NI ON

A requirenent of anticipation of a claimis that a single
prior art reference discloses, expressly or by inherency, each

and every limtation of that claim Verdegaal Bros.., Inc. v.

Union G I Co., 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Gr.

1987), cert denied 484 U. S. 827 (1987).

In rejecting the appeal ed clains, the exam ner argues that
Paul teaches a conposition conprising 0.1 - 5% of a benzof uran
derivative. The exam ner states that since applicants disclose
0.01-10% as an effective anmount of the benzofuran derivative,
Paul anticipates claim1.

We disagree with the examner’s ultimate finding of

anticipation. It is well settled that every claimlimtation

3 W note that the exam ner’s statenent regarding the
wi t hdrawal of the rejection under 35 U S.C. § 103. See the
answer at page 3.
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nmust be considered in determning patentability. 1n re Ceerdes,

491 F.2d 1260, 1262-63, 180 USPQ 789, 791 (CCPA 1974). Here, the
preanble of claiml recites the limtation, “[a] depignmenting
cosnetic or dermatol ogi cal conmposition.” Accordingly, we nust
consider such a limtation in our determnation of patentability
of claiml1 in view of the herein applied reference. See e.qg.

Rowe v. Dror, 112 F.3d 473, 479, 42 USPQ2d 1550, 1553 (Fed. Gr.

1997).

Paul describes an anti oxi dant conprising a reaction product
of pol yhydric phenol and an aliphatic diene (page 1, colum 1,
lines 12-15). Paul states that the reaction product may contain,
inter alia, 2-ethyl-5-hydroxy counmarane and 2, 3-di net hyl - 5-
hydr oxy coumarane, both benzofuran derivatives. Paul further
states that the reaction product nmay be incorporated into a
rubber conposition. W note, as do appellants, that Paul fails
to describe a “depignenting cosnetic or dermatol ogi cal
conposition.” Significantly, Paul also fails to describe “an
effective anmount” of the benzofuran derivative. Paul states that
0.1%to 5% of the antioxidant may be incorporated into the rubber
conposition. Since Paul fails to describe the anmount of the

benzof uran derivatives contained in the reaction product, it
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foll ows that Paul does not describe the anount of said benzofuran
derivative which is contained in the rubber conposition.

In responding to appellants’ argunent that Paul fails to
descri be the cl ai ned anount of benzofuran derivative, the
exam ner, at page 4 of the answer, contends that “Paul does not

call for 0.01-5%([sic] of the reaction m xture but calls for this

concentration of antioxidant” (enphasis in the original). W

di sagree with the exam ner’s contention. As we noted earlier,
the anti-oxi dant of Paul conprises the reaction product of
pol yhydri c phenol and an aliphatic diene. This reaction product
conprises a nunber of constituents including benzofuran
derivatives. See page 1, colum 2, |line 21 to page 2, colum 1,
line 5. W find that Paul does not describe the proportion of
each constituent in the reaction product and therefore does not
descri be the anount of benzofuran derivative as called for by
claim1.

Absence of a claimlimtation in a reference negates

anticipation of the claimby that reference. See e.g. Rowe v.

Dror, 112 F.3d 473, 479, 42 USPQ2d 1550, 1553 (Fed. Cir. 1997).
Accordi ngly, Paul does not anticipate the subject matter of claim
1. We therefore reverse the decision of the exanm ner in

rejecting clains 1 through 6.
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The decision of the exam ner i s reversed.

No tinme period for taking any subsequent action in

connection wth this appeal

§ 1.136(a).

REVERSED

EDWARD C. KI M.I N
Adm ni strative Patent Judge

)
)
)
)
TERRY J. ONENS )
Adm ni strative Patent Judge )
)
)
)
)
)

ANTHONY R. McFARLANE
Adm ni strative Patent Judge

may be extended under 37 CFR
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