TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opi nion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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1 Application for patent filed March 29, 1993. According to
appellants, the application is a continuation of Application
07/ 629, 305 filed Decenber 18, 1990, now U.S. Patent No. 5,276,675
i ssued January 4, 1994.



Appeal No. 95-2788
Application 08/038, 430
This is a decision on appeal fromthe final rejection
of claims 21 through 39, all of the clainms in the application.
The invention is directed to a disk storage cartridge
assenbly and, nore particularly, to such an assenbly having a
casing wwth a wear factor associated wth sliding contact with a
door on the casing of less than 100x10°%° in3%-mn/ft-1b-hr.
Representati ve i ndependent claim 21 is reproduced as

foll ows:

21. A data storage cartridge assenbly conpri sing:

a data storage nediumfor storing data thereon in
machi ne readabl e form

a casing for supporting said data storage nedi um
therewithin and for shielding said data storage nmedi um from
physi cal contact with other objects; and

a door slideably mounted on said casing for selectively
covering and uncovering an openi ng therein;

sai d casing having a wear factor associated with
sliding contact with said door of |ess than 100x101°
in>-mn/ft-1b-hr; and

sai d casing being constructed froma thernoplastic
material inpregnated with a lubricating filler wherein said
lubricating filler conprises at |east 15% by wei ght of said
casi ng.

No references are relied on by the exam ner.
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Clainms 21 through 39 stand rejected under 35 U. S. C
112, first paragraph, as being based on a nonenabling disclosure.
Ref erence is nade to the brief and answer for the

respective positions of appellants and the exam ner.

OPI NI ON

At the outset, we note, in passing, that the recitation
on line 20 of claim26, of "less than 350x10%...," was probably
neant to read --less than 350x10°%. ..--. W leave it to
appel l ants and the exam ner to nake the necessary corrections.

In the final rejection of May 12, 1994 (Paper No. 11),
t he exam ner holds the disclosure to be nonenabling for the
claimed lower |imt for the wear factor because

In the absence of a lower limt, the

wear factor includes val ues approachi ng

zero. Accordingly, the specification is

non-enabling as to a wear factor as

smal | as that enconpassed by the

[imtation "l ess than 10x10°1° i n3-

mn/ft-1b-hr" [FR-page 2].

The exam ner also states, at page 3 of the fina
rejection,

...the specification does not disclose

an upper limt for the anount of PTFE

(at least 15% or carbon fiber (at |east
30% conprising the data storage
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cartridge. In the absence of an upper

[imt, the composition includes val ues

approachi ng and i ncl udi ng 100%

Accordingly, the specification is non-

enabling as to a data storage cartridge

havi ng a conposition of PTFE or carbon

fiber as large as that enconpassed by

the limtations "at | east 15% and "at

| east 309% .

We presune that the rejection directed to "at |east
15% and "at |east 30% still stands, even though the exam ner
says not hi ng about appellants' argunents directed thereto, since
t he exam ner states, at page 3 of the answer, that the rejection
"is set forth in the prior Ofice action paper nunber 11,
paragraph nos. 2 and 3."

W w il not sustain the rejection of clains 21 through
39 under the first paragraph of 35 U S.C. 112 because it is our
view that the exam ner has not established a reasonabl e basis for
chal  enging the sufficiency of the instant disclosure.

We point to appellants' argunents at pages 9-13 of the
brief and adopt such as our own in reversing the rejection before
us. In addition, we make the follow ng anplifying comnments.

The exam ner does not question that there are disclosed
and enabl i ng enbodi nents for the clainmed ranges. The examner's

probl em appears to stemfromthe fact that the exam ner can

envi sion values within the clai med ranges whi ch probably could
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not be achieved and, it follows, for which there are no enabling
di scl osures.

We agree with appellants [brief, pages 9-10] that it

is not proper to reject a claimunder 35

U S. C 112 on the basis of |ack of

enabl ement because the claimreads on

subject matter that is inoperative only

on the basis of unreasonabl e assunptions

or without limtations that woul d be

inplied by one with ordinary skill in

the art.

Further, appellants point out [brief, page 11], and the
exam ner does not deny, that the invention uses well known
conpounds with well known wear factor characteristics and that
the invention does not lie in the production of the material used
for the casing, citing the "Lubriconp" article as evidence of the
general availability of such material. Since there is general
availability of a material having the clainmed characteristics and
this is well known, the exam ner's rejection based on
nonenabl enment of the cl ai ned subject natter does not appear to be
wel | - f ounded.

Wth regard to appellants' reference to U. S. Patent No.
5,276,675 and the simlarity of the clains therein to the clains
now before us, while the m stakes of an exam ner in a previous

case does not bind the hands of a later examner with sim/l ar

claims if a proper rejection lies, in the instant case, it is,
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i ndeed, curious as to why the exam ner here would take such a
drastically different position with strikingly simlar clainmed

subject matter, fromthat of the previous exam ner.
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The exam ner's decision rejecting clains 21 through 39

under 35 U.S.C 112, first paragraph, is reversed.

REVERSED

ERROL A. KRASS )

Adm ni strative Patent Judge )
)
)

JERRY SM TH ) BOARD OF PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)

M CHAEL R FLEM NG )

Adm ni strative Patent Judge )
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