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The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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Bef ore SOFOCLEQUS, CAROFF and DOWNEY, Adm nistrative Patent Judges.

SOFOCLEQUS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains

9 to 12 and 14, all the clainms remaining in the application.

1 Application for patent filed Cctober 24, 1994.
According to applicants, this application is a continuation of
Application 08/ 142,646, filed October 25, 1993, now abandoned;
which is a continuation of Application 07/848,993, filed Apri
20, 1992, now abandoned.
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The subject matter on appeal is directed to a process
of regenerating wastepaper containing printing ink.

Appel | ants acknow edge that clains 9 to 12 and 14 stand
or fall together. [Independent claim9 reads as foll ows:

9. The process of regenerating wastepaper containing
printing ink conprising the steps of;

(1) fiberizing said wastepaper in an aqueous al kal i ne
dei nking [sic, de-inking] solution containing no foaminhibitors
and a deinking [sic] effective quantity of a deinking [sic] agent
consisting of (a) a G-C,, carboxylic acid or resinic acid and (b)
a G- C,, oxoal cohol al koxylated with fromabout 2 to |less than 6
mol es of a GC,-C, al kyl ene oxide to detach ink particles fromsaid
wast epaper, and (2)renoving the detached ink particles fromthe
dei nking [sic] solution.

The references relied upon by the Exam ner are:

Wod et al. (Wod ©33) 4,561, 933 Dec. 31, 1985
Poppel et al. (Poppel) 4,586, 982 May 6, 1986
Wod et al. (Wod 558) 4,666, 558 May 19, 1987
Togashi et al. (Togashi) 59- 30978 Feb. 18, 1984

(Japan Application)
(Japan 30978)

Clains 9 to 12 and 14 stand rejected under 35 U S. C
8 103 as bei ng unpatentabl e over Japan 30978 or Poppel in view
of Wbod '933, further if necessary with Wod ' 558.

We cannot sustain this rejection.
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Bot h Japan 30978 and Poppel teach de-inking conpositions
conprising a fatty acid and an et hoxyl ated al cohol surfactant, but

fail in anticipation of the clained invention in that they do not

use a G-GC,, highly branched oxoal cohol al koxylated with from about
2 to less than 6 noles of a C-C, al kyl ene oxide. Wod '933 teaches
a de-inking conposition conprising an al kanol and an al koxyl at ed
al cohol. The exam ner urges that it would have been obvious for one
of ordinary skill in this art to substitute the al koxyl ated al cohol s
of Wbod '933 for the ethoxylated al cohols of the primary references
to arrive at appellants' clainmed invention.

We agree with appellants that there is no objective
teaching that would |l ead one skilled in the art to conbine the
rel evant teachings of Whod '933 with those of the primary references.
The de-inking conpositions of the references are entirely different--
Japan 30978 and Poppel use a fatty acid in conmbination with an
et hoxyl ated al cohol surfactant, whereas Wod ' 933 uses an al kanol in
conbi nation with an al koxyl ated al cohol. There is no suggestion to
substitute the particul ar al koxyl ated al cohol of Wod '933 for the
et hoxyl ated al cohols of the primary references. Even if the
references were conbi ned as suggested by the exam ner, appellants’

cl ai med process would not be obtained. Mssing therefromwould be
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a highly branched oxoal cohol. Wod '933, colum 3, lines 6 to 13,
expresses a preference for linear (straight chain) G-C, al cohols
and further notes that his invention may be practiced with a
secondary or tertiary al kanol. Such a secondary or tertiary Gy-Cg,
al cohol as taught by Wod '933 would not be highly branched. As

noted by appellants on page 7 of their brief,
oxoal cohol s are nade from petrol eum
f eedst ocks and consequently are branched
al cohol s whi ch produced by conventi onal
means result in the alcohol being 40%to
50% branched, as is evidenced by Exhi bit
B earlier submtted herein. As a result,
oxoal cohol s are substantially nore branched
than fatty alcohols and are different.

The decision of the exam ner i s reversed.

REVERSED

M chael Sof ocl eous
Adm ni strative Patent Judge
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| NTERFERENCES

Marc L. Caroff
Adm ni strative Patent Judge
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