TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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HEARD: January 12, 1998

Bef ore COHEN, ABRAMS and McQUADE, Admi nistrative Patent Judges.

ABRAMS, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe decision of the exam ner finally
rejecting clainms 6 and 10 through 12 in this reexam nation
proceeding. Cainms 1 through 5, 7 through 9 and 13 have been

i ndi cated by the exam ner as bei ng patentabl e.

! Reexam nation filed Novenber 22, 1995. This is a
reexam nation of Application 05/ 774,677 filed March 7, 1977, now
U.S. Patent No. 4,196,901 issued April 8, 1980.
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The appellant's invention is directed to a tennis racquet in
whi ch the percussion center of the racquet is advanced toward the
tip end. The subject matter before us on appeal is illustrated
by reference to claim®6, which appears in an appendix to the
Appeal Bri ef.

THE REFERENCES

The references relied upon by the exam ner to support the
final rejection are:
LaCost e 3,086, 777 Apr. 23, 1963
Fr ol ow 4,165, 071 Aug. 21, 1979

THE REJECTI ON

Clainms 6 and 10 through 12 stand rejected under 35 U. S. C
8 103 as being unpatentabl e over LaCoste in view of Frolow

The rejection is explained in Paper No. 7.

The opposing viewpoints of the appellant are set forth in

the Appeal Brief and the Reply Brief.

OPI NI ON
| ndependent claim 6 stands rejected as bei ng unpatentabl e
over the teachings of LaCoste in view of Frolow. It is the
exam ner’s view that LaCoste discloses the type of tennis racquet

set forth in the first portion of claim®6, |acking only the
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“spacer neans wei ghing | ess than one ounce,” a feature which one
of ordinary skill in the art woul d have found obvious to
incorporate into the LaCoste racquet by virtue of the teachings
of Frolow (Paper No. 7, pages 2 and 3). The appellant argues in
rebuttal that there is no suggestion to conbine the references in
t he manner proposed by the exam ner, and that even if the two
references were to be conbined, the result would not render the
cl ai mred subject matter obvious.

The test for obviousness is what the conbi ned teachi ngs of
the prior art would have suggested to one of ordinary skill in
the art. See Inre Keller, 642 F.2d 413, 425, 208 USPQ 871, 881
(CCPA 1981). In establishing a prima facie case of obvi ousness
under 35 U.S.C. 8 103, it is incunbent upon the examner to
provi de a reason why one of ordinary skill in the art would have
been led to nodify a prior art reference or to conbi ne reference
teachings to arrive at the clainmed invention. See Ex parte
C app, 227 USPQ 972, 973 (Bd. Pat. App. & Int. 1985). To this
end, the requisite notivation nust stem from sone teaching,
suggestion or inference in the prior art as a whole or fromthe
know edge generally available to one of ordinary skill in the art
and not fromthe appellant's disclosure. See, for exanple,

Uniroyal, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044, 1052, 5
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USPQ2d 1434, 1439 (Fed. Cir.), cert. denied, 488 U S. 825 (1988).
It is here where the examner’s rejection fails, and we therefore
wi Il not sustain the rejection.

We agree in principle with the argunents in opposition to
the exam ner’s position which the appellant has set forth on
pages 4 through 9 of the Brief that the conbi ned teachi ngs of
LaCoste and Frol ow woul d not have suggested the invention recited
inclaim6 to one of ordinary skill in the art. The exam ner
bases the rejection upon the statenents in Frolow that a
reduction in weight in the throat portion of a racquet wl|l
i nprove performance. However, claim6 requires nore than this in
that the spacer nmeans nust wei gh | ess than one ounce, and we
cannot agree wth the exam ner that there is any teaching in
either of the references which would have suggested this
[imtation. |In particular, it is our view that the nere fact
that Frolow s frane tubing is disclosed as being 0.16 oz/inch
does not suggest that this be the case in LaCoste, for the Frol ow
racquet is of a markedly different construction, in which the
frame, the spacer nmeans, and the handl e are separate el enents
j oi ned together by rivets and pl ates, as opposed to the LaCoste
one-piece frame and handle with its wel ded spacer neans. For

this reason, as well as those discussed in detail in the
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appellant’s Brief, it is our view that one of ordinary skill in
the art would not have found suggestion in the teachings of these
two references to nodify the LaCoste spacer neans to neet the
terms of claim6, and therefore the conbi ned teachings of the two
references fail to establish a prina facie case of obvi ousness
with regard to the subject matter of this claim W therefore
will not sustain the rejection. It follows that we also will not
sustain the rejection of clains 10 through 12, which depend from
cl aim6.

The rejection i s not sustai ned.

The decision of the exam ner i s reversed.

REVERSED
| RW N CHARLES COHEN )
Adm ni strative Patent Judge)
)
)
NEAL E. ABRAMS ) BOARD OF PATENT

Adm ni strative Patent Judge) APPEALS AND
) | NTERFERENCES

)

)
JOHN P. McQUADE
Adm ni strative Patent Judge)
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