The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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ON BRI EF

Before KIM.IN, METZ and KRATZ, Adm nistrative Patent Judges.

METZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal under 35 U.S.C. § 134 fromthe

! Application for patent filed Novenber 12, 1997.
According to the official records of the United States Patent
and Trademark O fice (PTO, said application is a division of
Serial Nunmber 08/295,117, filed on August 24, 1994, and now
U. S. Patent Nunber 5,777,110, issued on July 7, 1998, and
which is a continuation-in-part of Serial Nunber 08/111, 386,
filed on
August 24, 1993, and now abandoned.
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exam ner's refusal to allow clains 4 through 6, 8 and 9.
Caim?7, the only other claimremaining in this application,
has been indicated to be all owabl e by the exam ner in Paper
Nunber 7. In Paper Nunber 5, the exam ner gave reasons for
his conclusion that the subject matter of claim7 was

al | owabl e.

THE | NVENTI ON

The appeal ed subject natter is directed to a nethod for
preserving wood or a conposite wood material which conprises
treating the wood or the conposite wood material with a
fungicidally or bactericidally effective anmount of one of a
famly of conpounds generically defined as 3-aryl -5, 6-di hydro-
1, 4, 2- oxat hi azi ne or oxi des of said oxathi azi nes.

Claim4 is believed to be adequately representative of
t he appeal ed subject matter and is reproduced below for a nore
facil e understandi ng of the clained invention.

4. A nethod for preserving wood or a conposite wood
mat eri al which conprises treating the wood or the conposite

wood material with a fungicidally or bactericidally effective
anmount of a conpound of the fornula
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wherein nis 0, 1 or 2; R is hydrogen, C-C, linear or

branched al kyl, or benzyl; and
Ris:

(a) phenyl; naphthyl; phenyl substituted with 1-3 of

foll om ng substituents:
hydr oxyl, halo, C-C, alkyl, C-GC cycloal kyl,

tri hal onmet hyl, phenyl, C-GC, al koxy, C-GC, al kylthio,
t et rahydr opyr anyl oxy, phenoxy, (C-C, al kyl) carbonyl,

phenyl car bonyl, C-C, al kyl sufinyl, C-C,
al kyl sul fonyl, carboxy or its alkali netal salt,

(C-C, al koxy)carbonyl, (C-C, al kyl) am nocarbonyl,
phenyl am nocar bonyl ,

tol yl am nocar bonyl ,

nmor phol i nocar bonyl ,

o\N
am no, nitro, cyano, R‘—E: Jl\ di oxol anyl
or (C;-C, al koxy) R i m nomet hyl ;
pyridinyl: thienyl: 1

furanyl
substituted with 1 to (o1, 3 of the follow ng
gr oups:

al kyl , al koxy, (11) al kyl t hi o,
al koxycar bonyl , hal ogen,

tri hal omet hyl , cyano, acetyl,
benzol y,

nitro, phenyl or phenyl am nocarbonyl, wherein the
al kyl or al koxy noeity is C-C, linear or branched,

3

furanyl; or thienyl

t he

or

fornyl,



Appeal No. 2000-0023
Application 08/ 967, 856

or

(b)

wherein X is oxygen or sulfur; Y is nitrogen, -CH, or
-C(C-C, al koxy)-; and R is hydrogen or C-C, al kyl.

THE REFERENCES

The references of record which are being relied on by the

exam ner as evi dence of obvi ousness are:
A
Hagar Q <:> ¥. 4,376,513
March 15, " 1983 Brouwer et al.
( Br ouwer) 4, 675, 044 June
23, 1987

THE REJECTI ONS

Clains 4 through 6, 8 and 9 stand rejected under 35
us. C
8 103 as being unpatentable fromthe disclosure of Brouwer

consi dered with Hagar.
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CPI NI ON

Appel l ants have failed to argue with any reasonabl e
degree of specificity the patentability of any dependent
claim Further, on page 3 of their brief, appellants state
that "The rejected clains (i.e., clains 4-6 and 8-9) stand or
fall together.”™ Therefore, we shall decide this appeal based
on the patentability of independent claim4. The
patentability of all the clains stands or falls with

I ndependent claim4 on which they depend. 1n re N elson, 816

F.2d 1567, 1572, 2 USPQ@d 1525, 1528 (Fed. Cir. 1987); ln re
Kroekel , 803 F.2d 705, 709, 231 USPQ 640, 642 (Fed. Gir
1986); 37 CF.R 8§ 1.192 (c)(7), first sentence.

There is no dispute between the exam ner and appell ants
concerning the disclosure of Brouwer. Brouwer discloses the
conpounds used by appellants in their clainmed nethod for
"preserving wood." There is also no dispute that Brouwer
di scl oses that the conpounds therein disclosed are useful
anti-fungal s having a broad spectrumof activity against a

variety of fungi, including Phytophthora (colum 3, lines 35

t hrough 42).
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The active conpounds are applied in solution or suspension to
the target tissue (colum 3, lines 27 through 34).

Hagar is directed to inproved sprinkler heads for
irrigation systens. Hagar recognizes that prior art sprinkler
heads cause a problemw th fungi in walnut and al nond orchards
by providing an environnment so hum d as to encourage the
growt h of fungi. Hagar recognizes that a particul ar fungus,
Phyt opht hora (or Crown Rot), is of particular concern because
it noves into and through live tissue, |eaving a pathway for
i nvasion by Poria, a noisture |oving organi smwhich enters the
dead wood | eft behind by Phytophthora (colum 1, lines 34
t hrough 57).

The exam ner has reasoned that the active ingredients of
the clained nmethod are shown by Brouwer to be useful in
conbati ng Phytophthora. The exam ner reasons that in |ight of
that disclosure, it would have been obvious to treat
Phyt opht hora on wal nut and al nond trees ("wood") with the
agents of Brouwer, shown to be useful against Phytophthora, to
protect the trees ("wood") agai nst the fungus described in

Hagar as a real problemin alnond and wal nut trees ("wood")
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with the expectation that the active ingredient from Brouwer
woul d kill the fungus, prevent rot and, therefore, preserve

the trees ("wood").

Appel | ants argue that Brouwer does not teach or suggest
that the therein disclosed conmpounds woul d have been expected
to be useful for protecting "wood" against fungi. Appellants
further argue that neither does Hagar disclose conmpounds as
cl ai med as useful for protecting "wood" agai nst wood- damagi ng
organi sns. Al t hough appel |l ants argue that the conbination of
references is inproper because Hagar is fromso-called "non-
anal ogous art", appellants urge that even if conbined the
prior art would not have suggested the clai ned nethod.

It is by now fundanental that pending clains in an
application for patent are given their broadest, reasonable
interpretation, in light of the teachings of the prior art and
consi stent wwth an applicants’ disclosure as it would have
been interpreted by a person of ordinary skill in the art. In
re Mbore, 439 F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA 1971);

In re Prater, 415 F.2d 1393, 1404, 1405, 162 USPQ 541, 550,
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551 (CCPA 1969) ("clains yet unpatented are to be given the

br oadest reasonable interpretation consistent with the

speci fication during exam nation of a patent application since
the applicant may then anend his clains, the thought being to

reduce the possibility that, after the patent is granted, the
clains nay be interpreted as giving broader coverage than is
justified" [footnote omtted]). However, the scope of a claim
may not be narrowed by inporting into the claimlimtations
fromthe specification which have no express basis in the
claim Prater 415 F.2d at 1404, 162 USPQ at 550.

We do not find any of appellants' argunments to be
per suasi ve because they are founded on an unduly restrictive
interpretation of the claimlanguage. Appellants argunents
are founded on their interpretation of the term"wod" in the
claims as not enconpassing living trees, to which the
di scl osure of Hagar is clearly Iimted. Rather, appellants
argue that "Wod and conposite wood materials are dead
material - not live plants.” See page 6 of the brief.
Nevert hel ess, appellants have failed to direct our attention

to that portion of their specification wherein the argued
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definition of "wood" is set forth. Indeed, although it is not
our burden to do so, we have scoured appellants' disclosure
and have found no such definition for "wood."

Accordingly, we have resorted to a standard, English
| anguage dictionary for a definition of "wood."™ In "The
Random House Dictionary of the English Language"”, Second
edi tion, Unabridged, 1987, at page 2186, the first definition
for "wood" is:

the hard, fibrous substance conposing nost of the

stem and branches of a tree or shrub, and |ying

beneath the bark; the xylem
Thus, the broadest, reasonable interpretation of the term
"wood", in light of its ordinary, accepted neaning, includes
trees as argued by the exam ner.

Accordingly, we agree with the exam ner that because
Phyt opht hora i s shown by Hagar to attack al nond and wal nut
trees and because Brouwer discloses that the therein disclosed
conpounds, which are the active ingredients in the clai ned

net hod, effectively conbat Phytophthora, it would have been

prima facie obvious to "treat" al nond and wal nut trees with

the agents disclosed in Brouwer to conbat Phytophthora. At
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page 13, lines 2 through 4 of their specification, appellants
have defined "treating" as "brushing, spraying, dipping and
the like." W find Brouwer considered with Hagar suggests
"treating"” trees ("wood") by spraying with a conposition
contai ning the active agents disclosed in Brouwer and,
therefore, suggests the clained nethod. Further, because
killing the fungus woul d have been expected to prevent the
i ncursion of Poria per the disclosure in Hagar, the
destruction caused by treating agai nst these organi sns woul d
have prevented damage to trees and, therefore, would have
preserved the "wood" (trees).

To the extent appellants suggest that Hagar is so
unrelated to the clainmed invention as to be considered non-

anal ogous art,

we reject that argunent. The test for determ ning whether a
reference is froma "non-anal ogous art” is a twofold

determ nation. First, we determne if the reference is within
appel lants' field of endeavor. [If it is not, we decide

whet her the reference is reasonably pertinent to the
particul ar problemw th which appellants were involved. 1n re
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Wod, 599 F.2d 1032, 1036, 202 USPQ 171, 174 (CCPA 1979). W

are satisfied that Hagar is within appellants' field of
endeavor, that is, preservation of "wood" because it
recogni zes the need for inhibiting fungal growth in al nond and
wal nut trees to prevent danmage to the "wood" (trees).
Mor eover, as correctly observed by the exam ner, appellants do
not chall enge the facts disclosed in Hagar on which the
exam ner relies but only that Hagar's main thrust is to an
i nproved sprinkler head rather than treating fungi on "wood."
Appel | ants argunents concerning the examner's all egedly
i nproper "hindsight" application of the prior art is not
persuasive. Appellants, again, read their clains too
narrowy. As we have stated above, we reject appellants
interpretation of the claimterm nology "treating the wood" as
not enbraci ng applying the active agents of Brouwer on a
living tree ("wood").
Havi ng concl uded that the exam ner has nade out a prim
facie case of obviousness with respect to the appeal ed subj ect
matter, it is necessary for us to consider appellants

rebutt al
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evi dence and to reconsider the prim facie case anew in |ight

of all the evidence. In re Piasecki, 745 F.2d 1468, 1472, 223

USPQ 785, 788 (Fed. Cir. 1984). However, appellants have

nei ther presented any rebuttal evidence nor advanced any
argunments with respect to any probative showi ng of surprising
or unexpected results represented by objective evidence in

this record. Accordingly, the prim facie case of obvi ousness

st ands unr ebutt ed.

OTHER | SSUES

On page 1 of appellants' brief two applications,
unrelated to this application, are disclosed. It appears that
the reference to said applications was an inadvertent error.
We have not considered said applications in any fashion in
reachi ng the decisions reflected in this opinion.

SUMVARY
The rejection of the clains under 35 U S.C. 8§ 103 is

affirned.

The deci sion of the exam ner is AFFI RVED
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 C. F. R
8§ 1.136(a).

AFFI RVED

EDWARD C. KI M.I N )
Adm ni strative Patent Judge )
)
) BOARD OF PATENT
)
) APPEALS AND
ANDREW H. METZ )
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
)
)
PETER F. KRATZ )

Adm ni strative Patent Judge )
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AHM ki s

DANI EL REI TENBACH

UNI ROYAL CHEM CAL COVPANY | NC
WORLD HEADQUARTERS

M DDLEBURY, CT 06749
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