THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 20

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte GLENN PETKOVSEK

Appeal No. 2000-0107
Application 08/905, 072

ON BRI EF

Bef ore CALVERT, FRANKFORT and BAHR, Admi ni strative Patent
Judges.

CALVERT, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

Appel lant has filed a tinely response to our requirenent
under 37 CF.R 8 1.196(d), mailed February 4, 2000 (Paper No.
18). In the response, it is stated that the appellant, d enn
Pet kovsek, is the sanme person as the patentee of Patent No.
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5,573,277. However, appellant also states that all of the
subject matter of the '277 patent qualifies as prior art
agai nst appel l ant under the public use and on sal e provisions
of 35 U.S.C. §8 102(b), even if the clains involved in the
present appeal were accorded the benefit of the filing date of
parent application 08/ 725, 856.

Accordingly, in view of appellant's response, and since
it is well settled that public use or sale under 8§ 102(b) is
prior art under 8 103 and may support an obvi ousness

rejection, In re Corcoran, 640 F.2d 1331, 1333, 208 USPQ 867

869 (CCPA 1981), we will refer to the '277 patent as a
conveni ent description of the subject matter barred to
appel l ant under 8§ 102(b), and treat the rejection herein as if
it were for obviousness over the '277 patent in view of Wl z.

The clains on appeal, 1 to 18, are drawn to a continuous
assenbly of a backer and a plurality of labels (clains 1 to
8), and a nethod for preparing mail pieces (clains 9 to 18).
They are reproduced in the appendi x of appellant's brief.

The references applied in the final rejection are:

wal z 5,190, 210 Mar. 2,
1993
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Pet kovsek 5,573, 277 Nov. 12,
1996

(filed July 28, 1994)

The following reference is referred to in the remand
section of this decision, infra:

Tezuka et al. (Tezuka) 4,952, 433 Aug. 28, 1990

Clains 1 to 18 stand finally rejected under 35 U S. C
§ 103(a) as unpatentable over Petkovsek in view of Wl z.

After fully considering the record in light of the
argunents presented in appellant's brief and the exam ner's
answer, we conclude that the appealed clains are patentable
over the conbination of references applied.

Wth respect to clains 1 and 9, the two i ndependent
claims on appeal, the exam ner takes the position that it
woul d have been obvious, in view of Walz, to print the mailing
forms di scl osed by Petkovsek in a continuous assenbly, as
recited. W agree wth this finding by the exam ner,
especially in view of the fact that Petkovsek di scl oses at

col. 5 lines 9 to 11, that "a particular |abel/formmy be
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infinite in length satisfying the requirenents for any nunber
of mail pieces or shipping itens requiring special services."
This disclosure of a form"infinite in |length" would seemto
suggest a continuous assenbly of a plurality of the forns

shown in Figs. 1 and 2 on a continuous backer.
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Claims 1 and 9 further recite that the plurality of
| abel s is

removably secured to the backer wherein each of the
plurality of labels is formed in only a single row
and each of the plurality of |abels has a wdth
defining a maximumw dth in the single row

Appel | ant argues that Petkovsek and/or Wal z do not teach or
suggest this feature, while the exam ner asserts (answer, page
5):

One with ordinary skill in the art could easily form
a continuous assenbly as taught by Walz '210, where
the mailing and/or auxiliary portions could be
formed in a single or a plurality of rows as
necessary. The exact configuration of the mailing
and auxiliary portions on the continuous assenbly as
taught by Wal z ' 210 woul d depend on factors such as
the size of the mailing | abel needed for a specific
type of article to be mailed and the type of

i nformati on needed to be printed on the | abel
assenbly, all of which could be easily determ ned by
one with ordinary skill in the art.

We do not agree with the examner. In the first phase,
sections 14, 14 of the Petkovsek | abel (the return receipt
card sections) are not detachable fromthe backer, but rather
Pet kovsek specifically omts the silicone |ayer 56, 56 from
those areas (see Fig. 7) so that the cards 14, 14" w |

consi st of the backer and front and back | ayers 14 or 14
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permanent |y adhered together. See Fig. 3, col. 6, lines 45 to
47, and col. 7, lines 17 to 21. |In the Petkovsek | abel/form
1, the plurality of |abels which are renovably secured to the
backer, as called for by clains 1 and 9, are |abels 16, 16,
18', 18', 46 and 46'.' However, none of these detachable

| abels are in only a single row, as called for by clains 1 and
9, nor do we find any teaching or suggestion that they be so
arranged. Wether a plurality of Petkovsek's label/forms 1
were arranged in a continuous assenbly extending vertically or
horizontally (with reference to the | abel/formshow in Fig.
1), the renovable |abels 16, 16', 18, 18, 46, 46' would not
be in only a single row, and it is not apparent, even if they
could be so arranged, what in the applied prior art would have
noti vated one of ordinary skill to do so. Although the

exam ner states, in the above quotation fromthe exam ner's
answer, that "the mailing and/or auxiliary portions [of

Pet kovsek] could be fornmed in a single or a plurality of rows
as necessary," the nere fact that the prior art could be

nmodified to formthe clained structure woul d not have nade the

! This assunes that sections 46, 46 may be called
"l abel s. "
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nmodi fi cati on obvious unless the prior art suggested the

desirability of the nodification. In re Laskowski, 871 F.2d

115, 117, 10 USPQR2d 1397, 1398 (Fed. Gr. 1989). W find no
such suggestion in this case.

Accordingly, the rejection of clainms 1 and 9, as well as
of dependent clains 2 to 8 and 10 to 18, will not be
sust ai ned.

Remand to t he Exani ner

In considering the scope of clains 1 and 9, we note that
these clains do not require that the "information" printed on
the auxiliary portion be different fromthe "identifying
information" on the mailing portion. Therefore, these clains
may be readabl e on a continuous assenbly of |abels, simlar to
appellant's Fig. 1 enbodinent, in which "identifying
i nformation" such as "certified mail," etc., is printed on al
of the labels, so that every two successive | abels would
correspond to the recited "mailing portion” and "auxiliary
portion," respectively.

The enbodi nent of appellant's Fig. 1 is disclosed in
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parent application 08/ 725,856, wherein we affirnmed? a
rejection of the clainms based on the Tezuka patent, noting
particularly col. 1, lines 18 to 26, and col. 7, lines 17 to
26, thereof. In view of that decision, the present
application is remanded to the exam ner to consi der whet her
claims 1 to 18, or any of them should be rejected as
unpat ent abl e over Tezuka, alone or in conbination wth other

prior art.

2 Deci sion dated Nov. 29, 1999 (Paper No. 18).
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Concl usi on
The exam ner's decision to reject clains 1 to 18 is
reversed, and the application is remanded to the exam ner.

REVERSED and REMANDED

| AN A. CALVERT )
Adm ni strative Patent Judge)

)

)
) BOARD OF PATENT

CHARLES E. FRANKFORT )
Adm ni strative Patent Judge) APPEALS AND

)
) | NTERFERENCES

)
JENNI FER D. BAHR )

Adm ni strative Patent Judge)
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Brian M Mattson

Patents & TM5

A professional Corporation
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