The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of claim13. dCains 14 and 15, which were

substituted for finally rejected clains 11 and 12, have been
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i ndi cated by the exam ner to be allowable (See Paper No. 24,
mai |l ed May 3, 1999), hence the appeal as to these clains is
dismssed. Caim®6, the only other claimremaining in this
application, has been withdrawn from further consideration
under 37 CFR 8§ 1.142(b) as being directed to a non-el ected
invention. Clainms 1 through 5 have been cancel ed and newy
presented clains 7 through 10 were refused entry by the

exam ner (See Paper No. 13, mail ed Decenber 19, 1996).

Appel lant's invention as defined in claim13 on appeal
relates to a wick holding grate, for exanple, like that seen
in Figure 3 of the application drawings. Caim 13 reads as
fol |l ows:

13. A wick holding grate conpri sing:

A base nmenber wth apertures which permt each candle
Wi ck to be passed therethrough and notches on the apertures in
t he base nmenber which hold the candle wicks in place during
the entire wax cooling process of the manufacture of the

candl e whereby the wi ck holding grate can be shi pped al ong
with the candl es as part of the shipping container.

The sole prior art reference of record relied upon by the

exani ner is:
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Bol i nger 3,721, 419 Mar. 20, 1973

Claim 13 stands rejected under 35 U.S.C. § 102(b) as
antici pated by Bolinger. Mre particularly, the exam ner has
relied upon the enbodi nent of the wi ck holding el enment seen in
Figure 8 of Bolinger, urging that elenent (36) is a candle
w ck hol ding grate conprising a base nenber (plate 42 and
flange portions 58) with a plurality of apertures (60) forned
in the base nenber and through each of which apertures a
candl e wi ck can be passed, and a plurality of grooves or
notches (62) each of which can hold a candle wi ck after the
wi ck has been passed through an aperture in the base nenber.
The exam ner further indicates with regard to the "whereby"
cl ause of claim 13 that elenent (36) of Bolinger is inherently
capabl e of being shipped with candles as a part of a shipping

cont ai ner.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and appell ant regardi ng the above-noted
rejection, we refer to the exam ner's answer (Paper No. 26,
mai l ed July 19, 1999) and to appellant's brief (Paper No. 25,
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filed June 18, 1999) for a full exposition thereof.

0PI NI ON

Having carefully reviewed the anticipation issue raised
in this appeal in light of the record before us, we have cone
to the conclusion that the examner's rejection of appeal ed
claim 13 under 35 U. S.C. § 102(b) will be sustained. Qur

reasoning in support of this determ nation foll ows.

The only argunent raised by appellant in this appeal
(brief, pages 6-10) is that Bolinger does not anticipate
appellant's presently clainmed w ck hol ding grate because the
wording of claim13 "with the addition of a whereby cl ause
whi ch narrows claim 13 down to a candle wick holding grate
that-' can be shipped along with the candles as part of the
shi ppi ng contai ner' distinguishes the present invention over
all prior art” (brief, page 8). In this regard, appellant
recogni zes (brief, pages 7-8) that the Bolinger elenent or
grate (36) and the grate of claim 13 on appeal are simlar,
but urges that Bolinger does not recognize or teach that
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candl es can be manufactured in glass candl e containers or
suggest that glass candl e contai ners could be placed inside of

hi s candl e nol d.

W find appellant's argunent to be unpersuasive of any
error on the examner's part. Claim 13 on appeal is directed
to a wck holding grate per se and not to candl es manufactured
in glass candle containers or to any conbination of a w ck
hol ding grate and candles in glass candle containers arranged
in a particular relationship in a shipping container. Like
the examner, it is our view that the w ck hol di ng el enent
(36) of Bolinger Figure 8 is fully responsive to, and thus
anticipatory of, the wick holding grate set forth in claim13
on appeal. W also observe that the w ck hol ding el enents
seen in Figures 9 and 16 of Bolinger appear to be fully
responsive to the wick holding grate defined in appellant's
claim13. Like the exam ner, we additionally find that the
wi ck holding elenent (36) of Bolinger is clearly capable of
bei ng shi pped along with the candles of Bolinger as part of a
shi pping container. 1In this regard, we note that the | anguage
of appellant's claim 13 requires no nore than that the w ck
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hol ding grate be in the sanme shi pping contai ner as the candl es
and does not require that the wick holding grate be oriented

in any particular relationship to the candl es.

An anticipation under 35 U S.C. §8 102(b) is established
when a single prior art reference discloses, either expressly
or under principles of inherency, each and every el enent or

limtation of a clained invention. See In re Schreiber, 128

F.3d 1473, 1477, 44 USPQ2d 1429, 1431 (Fed. Gr. 1997) and RCA

Corp. v. Applied Digital Data Systens, Inc., 730 F.2d 1440,

1444, 221 USPQ 385, 388 (Fed. Cir. 1984). However, we observe
that the |aw of anticipation does not require that the
reference teach what the appellant has discl osed but only that
the clains on appeal "read on" sonething disclosed in the
reference, i.e., all limtations of the claimare found in the

reference. See Kalman v. Kinberly dark Corp., 713 F.2d 760,

772, 218 USPQ 781, 789 (Fed. GCr. 1983). Wile it is true
that there is nothing in the Bolinger reference which
expressly indicates that the wick holding elenent (36) nay be
used in the manner set forth in appellant's claim13, i.e.,
shi pped in a shipping container along with the candles, as we
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noted above, we agree with the exam ner that el enent (36)

di scl osed by Bolinger is fully responsive to that set forth in
claim 13 on appeal and is inherently capable of being used in
the manner required in the whereby clause of appellant's claim
13, as are the wick holding el enents seen Figures 9 and 16 of

Bol i nger al so.

As was nmade clear in In re Schreiber, 128 F.3d at 1477

44 USPQ2d at 1431, by choosing to define an el enent
functionally as in appellant's whereby clause in claim 13 on
appeal , appellant assunes a risk, that risk being that where
the Patent and Trademark O fice has reason to believe that a
functional limtation asserted to be critical for establishing
novelty in the clainmed subject matter may, in fact, be an

i nherent characteristic of the prior art, it possesses the
authority to require the applicant to prove that the subject
matter shown to be in the prior art does not possess the
characteristic relied upon. 1In the present case, appellant
has provi ded no evidence to prove that the w ck hol di ng nenber
of Bolinger |acks the functionally defined limtation set
forth in claim13 on appeal. W therefore agree with the
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exam ner that the differences in the intended use of the w ck
hol di ng el enent di sclosed in Bolinger and appellant's w ck
hol ding grate do not patentably distinguish the clainmed w ck

hol ding grate fromthe wi ck holding el ement of Bolinger.

For the above reasons, we will sustain the exam ner's
rejection of claim13 under 35 U. S.C. 8 102(b) as being
antici pated by Bolinger, and the decision of the exam ner is,

accordingly, affirnmed.

No time period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).

AFFI RVED

| AN A. CALVERT )
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