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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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CALVERT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1,
21

4 to 9, 16 and 17. The other clains in the application, 3,



Appeal No. 2000- 0449
Application No. 08/636, 614

10 to 15 and 18 to 21, stand w thdrawn from consi derati on by
t he exam ner under 37 CFR 8§ 1.142(b) as being directed to non-

el ected i nventi ons.
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The clains on appeal are drawn to a device for applying
thermal therapy to the perineal area of a patient. They are
purportedly reproduced in Appendix | of appellant’s brief, but
the copy of claim 16 does not include the additions nade
thereto by the anmendnent filed on May 27, 1997 (Paper No. 5).

The references applied in the final rejection are:

Caill ouette et al. 3,175,558 Mar. 30,
1965
(Caillouette)
Stanl ey, Jr. 3,763,622 Cct. 9, 1973
(St anl ey)
Cossett 3, 950, 158 Apr. 13, 1976
Angelillo et al. 5,178, 139 Jan. 12, 1993
(Angelillo)

The appeal ed clains stand finally rejected on the
foll ow ng grounds:?
(1) daim1l, unpatentable for failure to conply with the
"witten description” requirement of 35 U S.C. § 112,

first par agr aph. 2

1 An additional rejection, under 35 U. S.C. § 112, second
paragraph, is not repeated in the Exam ner’s Answer and
presumably has been withdrawn in |ight of the anendnent filed
on March 19, 1999 (Paper No. 22)

2 Since claims 2 and 4 to 9 are directly or indirectly
dependent on claim1l1, it is not apparent how this rejection
could be applicable only to claim1l and not to the clains

3
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(2) Cains 16 and 17, anticipated by Stanley, under 35 U S. C
§ 102(b).

(3) dainms 1, 2, 4 and 5, unpatentable over Stanley in view of

Gossett, under 35 U.S.C. § 103(a).

(4) Cainms 6 and 8, unpatentable over Stanley in view of

Cosset t and Caillouette, under 35 U S.C. § 103(a).

(5 dainms 7 and 9, unpatentable over Stanley in view of

Cosset t, Caill ouette and Angelillo, under 35 U S.C. 8§

103(a).

Rej ection (1)

Claim1l recites in part (B)(v)(enphasis added):

the first conpartnent being fixedly encased by
t he second conpartnent at a seal ed edge where
the first and second conpartnents overlap and
extendi ng across the length of the second
conpart ment.

The exam ner takes the position that "[t] he specification does
not adequately disclose the first and second conpartnents
over |l apping at a seal ed edge" (final rejection (Paper No. 17),

page 2). Appellant argues that the clained structure i s shown

dependent thereon, since they incorporate all the limtations
of the parent claim 35 U S.C. 8§ 112, fourth paragraph.

4
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by Figure 6% and the description on page 6, lines 21 to 26 of

the specification (brief,* pages 6 and 7).

3 The enbodi nent shown in Figure 6 is the species el ected
by appellant in the amendnent filed on May 27, 1997 (Paper No.
5).

“* All references herein to appellant’s brief are to the
anended brief filed on March 24, 1999 (Paper No. 23).

5
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Appel I ant has not identified, nor do we find, any
specific statenent in the specification that the first and
second conpartnents 72, 78 of Figure 6 overlap at a seal ed
edge, as recited in the portion of claim21 underlined above.

However, "clainmed subject matter need not be described in haec

verba in the specification in order for that specification to
satisfy the description requirenment [of § 112, first

paragraph].” In re Smth, 481 F.2d 910, 914, 178 USPQ 620,

624 (CCPA 1973). The test is whether the specification as
originally filed would convey with reasonable clarity to those
skilled in the art that the applicant was in possession of the

i nvention now claimed. Vas-Cath Inc. v. Mhurkar, 935 F.2d

1555, 1563-64, 19 USPQ2d 1111, 1117 (Fed. Gir. 1991). Al so,
"under proper circunstances, drawi ngs al one may provide a
"witten description” of an invention as required by 8§ 112."
Id., 935 F.2d at 1565, 19 USPQ2d at 1118.

Unl ess the applicant clainms enbodi nents of the invention
conpl etely outside the scope of the specification, the
examner, in nmaking a rejection for lack of witten
description, nust provide reasons why one of ordinary skill
woul d not consider the description sufficient in order to make

6
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out a prinma facie case. In re Alton, 76 F.3d 1168, 1172, 37

UsP2d 1578, 1583 (Fed. Cir. 1996). Here, all the exam ner
has done is, as noted above, to state in the final rejection
that the specification does not "adequately disclose” the
[imtation in question; this is not sufficient to shift the
burden to appellant. However, even assunming that a prinm
facie case had been established, we consider that it has been
overconme by appellant’s argunments.® Specifically, appellant
points out that in Figure 6 there are solid lines in the md-
regi ons of folded, seal ed edges 82, 84 of the second
conpartment 78 (in line wth the edges of first conpartnent
72), and asserts that these lines illustrate the contours of
where the sheet 80 form ng the second conpartnent overl aps the
ends of the "bubble" (first conpartnment) 74 (brief, page 6).
W agree with appellant that one of ordinary skill,
contenplating Figure 6, would view it as appellant suggests,

and therefore woul d have understood that, when the application

> W note that our consideration of this appeal has not
been facilitated by the fact that the Exam ner’s Answer does
not contain a response to the argunents in appellant’s brief,
as required by MPEP § 1208, item (11), page 1200-16 (Rev. 1,
Feb. 2000).
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was filed, appellant was in possession of the structural
[imtations recited in part (B)(v) of claiml; thus, the
"written description"” requirenent of 8§ 112, first paragraph,

is satisfied.S?®

6 Appel | ant shoul d, however, anend the specification to
provi de antecedent basis for the claimlanguage in question,
as required by 37 CFR § 1.75(d)(1).
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Rejection (1) accordingly wll not be sustained.

Rej ection (2)

"To anticipate a claim a prior art reference nust
di scl ose every limtation of the clainmed invention, either

explicitly or inherently.” In re Schreiber, 128 F.3d 1473,

1477 44, USPQRd 1429, 1431 (Fed. Cir. 1997). Appellant’s only
argunment with respect to rejection (2) is that the end seans
37 of Stanley’'s outer shell nmeans 31 do not constitute "at
| east one extension tab for attaching the device to a hol ding
mechanism" as required by claim 16, part (B) (as anended).

We do not consider appellant’s argunent to be well taken.
As illustrated in Figure 7, each seam 37 of the Stanl ey
thermal pack clearly is an "extension tab." The fact that
Stanley’s tabs are not disclosed as being used for attaching
the device to a holding mechanism as recited in claim16, is
of no nonent, because recitation of a new use for an old
product does not nmake a claimto that old product patentable.

In re Schreiber, supra. The [aw of anticipation does not

require that the reference "teach"” what appellant’s
application teaches, but only that the claim"reads on”

sonet hing disclosed in the reference. Kalman v. Kinberly-

9
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Cark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. Grr

1983), cert. denied, 465 U. S. 1026 (1984). That is the case

here.

10
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Appel I ant argues at page 8 of the brief that:
End seans do not anticipate extension tabs that
are explicitly defined as nmeans to attach the
pack to another surface. There is a structural
di fference between end seans and extension tabs
because end seans do not possess attachi ng neans
wher eas extension tabs inherently possess such
attachi ng neans.
This argunent is not persuasive because, first, claim 16 does
not recite the tabs as "neans to attach the pack to anot her
surface,” and even if it did claimthe tabs in terns of a
means- pl us-function under 35 U.S.C. 8§ 112, sixth paragraph,
t he correspondi ng structure described in appellant’s
specification is sinply the plain tabs 108 shown in Figure 8,
whi ch do not appear to differ structurally from Stanley’ s tabs
37. Appellant’s argunent that "extension tabs inherently
possess such attachi ng neans” seens to be contrary to the
structure of tabs 108 as disclosed in the application.
W will therefore sustain the rejection of claim16, and

of dependent claim 17 grouped therewth (brief, page 4).

Rej ection (3)

Wth regard to claim1l, the exam ner states the basis of

the rejection on page 4 of the final rejection as foll ows:

11
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Cossett teaches that it is old and well
known in the art to fixedly encase one
conpartnment within the other by overl apping the
conpartnments and sealing themat the edge where
the two conpartnents overlap, as illustrated in
Figure 1. The Gossett pack is designed to
prevent undue | eakage of its ingredients during
ei ther shipnment, storage, or usage. It would
have been obvious to one of ordinary skill in
the art at the tine the invention was nmade to
fixedly encase the first conpartnent of Stanley,
Jr. to the second conpartmnment by overl apping the
conpartments and sealing the edge as taught by
CGossett, to provide a pack specifically designed
to prevent undue | eakage of its ingredients
during either shipnment, storage, or usage.

Appel l ant argues, inter alia, that claim1l requires that the

first conpartnment extend across the length of the second
conpartnent,’” and Stanley’s first conpartnent 11 does not do
so (brief, pages 11 and 12). The exam ner has not responded
to this argunent.?

The first (inner) conpartments 11 of Stanley and 2 of
CGossett are both shown as having a smaller |length than the

| ength of their respective second (outer) conpartnents. W

"This limtationis in claiml, part (B)(v), quoted
above. Although this part is so witten that the antecedent
of "extending” could be either "first conpartnent” or "seal ed
edge,” we interpret the antecedent as "first conpartnent” when
we read the claimin Iight of appellant’s disclosure.

8 See footnote 5, supra.
12
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therefore agree with appellant to the extent that, even if the
references were conbi ned as proposed by the exam ner, the
first conpartnment 11 of Stanley would be sealed to the outer
conpartment 31 only at one end. W find no disclosure in
either reference which would teach or suggest to one of
ordinary skill that the first conpartnment should extend across
the length of the second conpartnent, as clained. In fact,
CGossett seans to teach to the contrary, in that it discloses
that the bottom margin of inner conpartnent 2 is at the

m dpoi nt of the outer conmpartnent 1 (col. 5, lines 1 to 3),
that it is desirable to have the inner conpartnent rupture as
shown in Figures 5 and 6, i.e., at the seal 6 at its free end
W thin second conpartment 1 (col. 5, lines 12 to 23), and that
seal 6 serves to focus the position of the rupture (col. 4,
lines 59 to 66).

The device defined in claim1 therefore would not have
been obvious fromthe conmbi nation of Stanley and Gossett, and
rejection (3) will not be sustained as to claiml, or as to
claims 2, 4, and 5 dependent thereon.

Rej ections (4) and (5)
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The additional references applied in these rejections do
not overcone the deficiencies of the Stanley-CGossett
conbi nati on noted above, and thus rejections (4) and (5) wll
not be sustai ned.
Concl usi on

The exam ner’s decision to reject clains 16 and 17 under
35 U.S.C. §8 102(b) is affirmed; to reject claim1l under 35
US C 8 112, first paragraph, is reversed; and to reject

clains 1, 2 and 4 to 9 under 35 U S.C. 8 103(a) is reversed.
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No period for taking any subsequent action in connection

with this appeal nay be extended under 37 CFR § 1.136(a).
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