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ON BRI EF

Bef ore CALVERT, FRANKFORT, and CRAWFORD, Adninistrative Patent

Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 14 and 15, which are all of the clains
remaining in this application. dains 1 through 13 and 16

t hrough 20 have been cancel ed.
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Appel lants' invention relates to a nmethod of using
hunti ng accessories and, nore particularly, to a nethod of
hangi ng hunting accessories carried in a vest-type accessory-
hol di ng apparatus froma tree, as generally depicted in Figure
2 of the application. Independent claim 14 and cl ai m 15,
whi ch depends therefrom are on appeal and a copy of those

claims may be found in the Appendi x to appellants' brief.

The sole prior art reference of record relied upon by the

exani ner is:

Wllians et al. (WIIians) 5, 738, 046 Apr. 14,
1998 (filed Jul. 22,
1996)

Clains 14 and 15 stand rejected under 35 U S.C. § 102(e)

as anticipated by WIIlians.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and appell ants regardi ng the above-noted
rejection, we refer to the exam ner's answer (Paper No. 11
mai l ed July 28, 1999) and to appellants' brief (Paper No. 10,

filed June 28, 1999) for a full exposition thereof.
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OPI NI ON

Having carefully reviewed the anticipation issue raised
in this appeal in light of the record before us, we have cone
to the conclusion that the exam ner's rejection of the
appeal ed clainms under 35 U S.C. § 102(e) will not be
sustai ned. Qur reasoning in support of this determ nation

foll ows.

| ndependent cl ai m 14 and dependent claim 15 are each
directed to a nethod of using a hunting accessory and include
mul tiple steps to define the nethod. As an exanple,

i ndependent claim 14 sets forth, inter alia, the steps of

positioning a flexible menber around a tree, renoving the vest
set forth earlier in the claimfromaround the human torso,
and then hanging the vest around the tree fromsaid flexible
menber so that the vest extends around at |east a portion of
the tree. Dependent claim 15 adds a pad on a back portion of
the vest and the further step of "positioning said vest around
said tree so that said pad can be used as a cushion by a
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person | eaning against said tree." The exam ner's treatnment
of the above-noted nethod steps in claim 14 on appeal is set
forth on page 4 of the answer, and is essentially that the
step of renoving the vest is "viewed as an inherent function
of the vest and the zipper therewith," and that the step of
hangi ng the vest froma tree is "capable via nmenber 60" in
Wllianms. A simlar treatnent of the steps inclaiml15 is
found in the paragraph bridging pages 4 and 5 of the answer,
wherein the exam ner essentially urges that the safety jacket
and harness systemof WIIlianms have the "capability" of being

used in the manner required in appellants' claim 15 on appeal.

Appel l ants assert (brief, pages 5-8) that the WIllians
reference does not teach or suggest the steps of "renoving
said vest" and then "hanging said vest . . . around . . . said
tree" as in claim14 on appeal, or the step of positioning the
vest and pad thereof in the manner set forth in claim15 on
appeal, and that the exam ner has accordingly inproperly
rejected the clainms on appeal under 35 U . S.C. § 102(e). W

agr ee.
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It appears that the exam ner has |ost sight of the need
for the applied reference to actually disclose or teach the
recited steps of appellants' clainmed nethod either expressly
or under principles of inherency in order for the reference to
anticipate the clained subject nmatter. The nere fact that the
j acket and harness of WIlianms may under sone circunstance be
capabl e of being used in the manner set forth in appellants’
clainms on appeal is irrelevant, since the reference does not
di scl ose, teach or suggest any such use of the apparel
therein, nor any steps to acconplish such a use. 1In this
regard, we note that it is well settled that inherency may not
be established by probabilities or possibilities, but nust
instead be "the natural result flowng fromthe operation as

taught.” See In re Celrich, 666 F.2d 578, 581-82, 212 USPQ

323, 326 (CCPA 1981). 1In the present case, the disclosure of
the WIlians patent does not provide any factual basis to
establish that the natural result flowng fromfollow ng the
teachi ngs of that reference would be a nethod |ike that

di scl osed and cl ai mred by appell ants.

Since all the imtations of appellants' independent
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claim14 are not found in WIllians, either expressly or under
principles of inherency, it follows that the exam ner's
rejection of claiml1l4 (and of claim15 which depends

t herefron) under

35 U.S.C. §8 102(e) relying on Wllianms wll not be sustained.

The decision of the examner to reject clains 14 and 15
under 35 U.S.C. § 102(e) based on Wlliams is, accordingly,

rever sed

REVERSED

| AN A, CALVERT )

Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT

CHARLES E. FRANKFORT )

Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)

MURRI EL E. CRAW-ORD )
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Adm ni strative Patent Judge )

CEF: | bg

SI MMONS, PERRI NE, ALBRI GHT

& ELLWOOD, P.L.C.

115 THI RD STREET SE, SU TE 1200
CEDAR RAPI DS, | A 52401-1266



