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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1, 3-8, 10, 12-22 and 24-28. dCdains 9 and
11, the only other clains pending in this application, stand
wi t hdrawn from consi derati on under 37 CFR 8 1.142(b) as being

drawn to a nonel ected species.!?

1 W note that appellant (Paper No. 5, page 6) el ected the enbodi ment of
Figures 2-2b in response to the exam ner's el ection requirenent (Paper No. 3,
pages 4-5). Wiile it appears to us that claims 5 and 6 are directed to the
enmbodi nent of Figures 3-3b and clains 7, 13 and 26 are directed to the
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BACKGROUND

The appellant's invention relates to a product delivery
apparatus, such as a fan wheel or the like of a printing
press, having repl aceabl e el enents (repl aceabl e fan bl ade
tips, in particular) (specification, page 1). Further
under standi ng of the invention can be derived froma reading
of exenplary clainms 1, 22 and 28, which appear in the appendi x
to the appellant’'s brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Pol and et al. (Pol and) 3,162, 439 Dec. 22, 1964
Marti 4,681, 209 Jul . 21, 1987
Br et on 5,112, 033 May 12, 1992

The following rejection is before us for review

Clainms 1, 3-8, 10, 12-22 and 24-28 stand rejected under
35 U.S.C. §8 103(a) as being unpatentable over Breton in view
of Pol and and Marti .

Ref erence is nmade to the brief (Paper No. 20) and the

answer (Paper No. 21) for the respective positions of the

(... continued)
enmbodi ment of Figures 4-4b, rather than to the el ected enbodi nent, we note
that the exami ner has not wi thdrawn these clainms from consideration.
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appel l ant and the exam ner with regard to the nerits of this
rejection.
OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we nmake the
determ nati ons which foll ow.

In rejecting all of the clains on appeal, the exam ner
relies on the conbined teachings of Breton, Poland and Marti.
The exam ner's explanation of the rejection, as set forth on
page 3 of the answer, is as follows:

Breton discl oses a device for receiving

signatures 14 froma web and rotatable nmounts 15 and

16 with bl ades and pockets. It would have been

obvi ous to have included replaceable fan bl ade tips

in order to ease the mai ntenance requirenents

t hereof as taught by Poland et al (71-73).

Moreover, it would have been obvious to have

i ncluded aligning neans in order to facilitate

assenbly as taught by Marti (note the unnunbered

aligning pin neans to the left and right of el enent

18 in Figure 5). Re clains 8, 10, 14-21, 24, 25 and

27, the use of the clained conventional reinforcing

or other plated material would have been obvious to
one skilled in the art.
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Breton (Figures 2-8a) discloses several different
enbodi mrents of the two fan arrangenent used to receive and
deliver printed products 14. Each of the enbodinents is
designed to permt the two fans to cooperate to alternately
recei ve products in the pockets fornmed by the fan bl ades while
preventing the respective blade tips of the fans from
colliding. 1In the enbodinents illustrated in Figures 2-4, for
exanple, this is acconplished by providing recesses, cutouts
or notches 5, 7, 10 in the fan bl ades to accommodate the
passage of blade tips of the other fan. |In the enbodi nment
illustrated in Figures 8 and 8a, the tips of the fan bl ades
are extensible to divert an oncom ng printed product or
signature into respective receiving pockets and then
retractable so as to avoid any possibility of a collision.
The di scl osed nmechani smfor effecting the extension and
retraction of the tips conprises a |linkage or push rod 44
pivotally connected at one end thereof to the respective
pivotal end tip of the blades of those fans | ocated at one
side of the respective fan arrangenents, the |inkage having a

camroller at the other end thereof which follows a suitably
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configured cam 46 fixed to a stationary side wall of the
machi ne (colum 7, line 52, to colum 8, line 16).

In all of the enbodinents of fan arrangenents discl osed
by Breton, with the exception of the one illustrated in
Figures 8, 8a, the fan blade tips appear to be unitary with
the remai nder of the blade. 1In the Figure 8, 8a enbodi nent,
the blade tips 35, 36 are pivotally nounted to the bl ades 37,
38, but the details of this nmounting arrangenent (for exanple,

whether it is a

repl aceabl e nounting and includes aligning structure) are not
speci fi ed.

Pol and di scl oses a docunent stacking device including a
drum | i ke stacking nenber conprised of a pair of discs 60
nmount ed i n spaced-apart relation on a shaft 61. The discs 60
are formed with arcuate slots 66a, 66b which communicate with
t he peripheral surface of the discs and extend part way around
the discs for receiving docunents 40 introduced thereinto.
Carried by each of the discs 60 at the entrance of each of the
slots 66a, 66b is a docunent deflector nmenber 71 nade of |ow
friction material and attached by neans of a leaf spring 72 to
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arib 73 nounted between and secured to the discs near the
begi nning of the slots. The deflector 71 is supported to lie
in a cut-away area of the discs 60 at the entrance of each of
the slots 66a, 66b and is formed to provide a deflecting tip
whi ch normal ly projects beyond the circunferential plane of
the discs so as to intercept a docunent advancing at higher
speed fromthe guide plates 39, 41 and direct the docunent
into the associated slot. See columm 3, |ines 23-49.

As the | eadi ng edge of each successive docunent being fed
is ejected fromguide plates 39, 41 of Poland and into
engagenent with the feed rollers 76, one of the deflectors 71
will be located at a rotated position slightly in advance
thereof to thereby intercept the faster feeding docunent and
direct it into the associated slot of the drum (colum 4,
lines 34-45). After a docunent has been brought into contact
with a stop 101, the continued rotation of the drumacts to
w t hdraw t he docunment fromthe slot. The stack of docunents
40 is held in upright position on a stacking table 103 by the
peri phery of the drum discs 60 and the outer surface of the
deflectors 71. The deflectors 71, when brushing agai nst the
stack, are flexed slightly inwardly to a position where their

6
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outer surface will lie within the plane of the drums

peri phery and in which position the associated slot is not
closed off but still retains a sufficient opening for ejection
of a docunment therefrom (colum 5, |ines 30-40).

While the deflectors 71 of Poland are resiliently nounted
to the discs 60, Poland gives no express indication that they
are replaceably nounted thereto, as the examner's rejection
suggests. Moreover, the exam ner's basis for concluding that
the deflector tip nmounting arrangenent (71-73) disclosed by
Pol and woul d ease nmai ntenance is not apparent to us.? 1In any
event, we perceive in the conbined teachings of Breton and
Pol and no teaching or suggestion to provide resiliently
mount ed bl ade tips as taught by Pol and on the bl ades of any of
the fan arrangenent enbodi ments of Breton

The exam ner apparently finds no teaching or suggestion
of an aligning nmeans, on either the blade or blade tip as

called for in the clainms, in the conbi ned teachings of Breton

2 Rej ections based on 35 U.S.C. § 103 nust rest on a factual basis. In
maki ng such a rejection, the examner has the initial duty of supplying the
requi site factual basis and nay not, because of doubts that the invention is
patent abl e, resort to specul ati on, unfounded assunpti ons or hindsight
reconstruction to supply deficiencies in the factual basis. |In re Warner, 379
F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967), cert. denied, 389 U S. 1057
(1968) .
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and Pol and and relies for this feature on the additi onal
teachings of Marti. Marti is directed to an apparatus for
positioning containers placed into a hopper. The apparatus
i ncl udes an upper noving disc 11 inclined to the vertical
which carries a series of parts 16 of different
characteristics, which extend radially and which define a
series of spaces designed to accept containers 9 in a |lying
position. The parts 16 are joined to the disc 11 by inserting
an extrene axial section 18 into one of female sections 19
| ocated in equidistant series on the disc 11 (colum 7, |ines
13-16). The exam ner directs our attention to the "unnunbered
aligning pin neans to the left and right of elenent 18 in
Figure 5."

Even assum ng that the elenents of Marti's parts 16
al luded to by the exam ner are aligning pins, we are at a | oss
to understand why one of ordinary skill in the field of
appel lant's invention woul d have found any suggestion therein
to use aligning pins in nounting a fan blade tip to a fan
bl ade as the exam ner proposes.

In establishing a prima facie case of obviousness, it is

i ncunbent upon the exam ner to provide a reason why one of

8
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ordinary skill in the art would have been led to nodify a
prior art reference or to conbine reference teachings to

arrive at the clained invention. See Ex parte O app, 227 USPQ

972, 973 (Bd. Pat. App. & Int. 1985). To this end, the

requi site notivation nmust stemfrom sone teachi ng, suggestion
or inference in the prior art as a whole or fromthe know edge
generally avail able to one of ordinary skill in the art and

not fromthe appellant's disclosure. See, e.qg., Uniroyal,

Inc. v. Rudkin-Wley Corp., 837 F.2d 1044, 1052, 5 USPQ2d

1434, 1439 (Fed. Cir.), cert. denied, 488 U S. 825 (1988).

For the reasons discussed supra, we find no teaching or
suggestion to conbine the applied references in the manner
proposed by the exam ner. Mreover, even if the references
were conbi ned as the exam ner proposes, it is not apparent to
us, and the exam ner has not explained, how appellant's
clainmed invention would result. In this regard, the exam ner
has not pointed out where in the references the attaching
devi ces of the blades (claim1), the nounting devices of the
bl ades (claim 22) or the attaching device and fastening neans

of the blade tips (claim28) are taught or suggest ed.
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In light of the foregoing, we shall not sustain the
examner's rejection of claims 1, 3-8, 10, 12-22 and 24-28.

REMAND TO THE EXAM NER

The application is remanded to the exam ner for
consi deration of the follow ng.

In review ng appellant's clainms and specification, we
note the use of claimterm nol ogy such as "attaching
device(s)" for nmounting replaceable fan blade tip(s) (clains 1
and 28), "aligning neans for aligning [the fan blade tips with
the fan blades]"” (all clains), "nounting device for receiving
a fan blade tip" (claim22) and "fastening neans for fastening
the repl aceable fan blade tip to the fan bl ade" (claim 28).

The sixth paragraph of 35 U . S.C. § 112 states:

An elenent in a claimfor a conbinati on may be

expressed as a neans or step for performng a

specified function without the recital of structure,

material, or acts in support thereof, and such claim

shal |l be construed to cover the corresponding

structure, material, or acts described in the

specification and equi val ents thereof.

Nei t her the exam ner nor appellant has indicated, on the
record, whether any of the above-cited claimrecitations
i nvokes the sixth paragraph of 35 U.S.C. § 112. In any event,

even if these [imtations are interpreted as falling under the
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si xth paragraph of 35 U.S.C. 8 112, appellant is still subject
to the requirement in the second paragraph of 35 U S.C. § 112
that a claim"particularly point out and distinctly claini the

invention. As stated in In re Dossel, 115 F.3d 942, 946, 42

USPQ2d 1881, 1885 (Fed. Cir. 1997) (citing In re Donal dson, 16

F.3d 1189, 1195, 29 USPQ2d 1845, 1850 (Fed. Gr. 1994)),

i f one enpl oys neans-plus-function |anguage in a
claim one nust set forth in the specification an
adequat e di scl osure showi ng what i s neant by that
| anguage. If an applicant fails to set forth an
adequat e di scl osure, the applicant has in effect
failed to particularly point out and distinctly
claimthe invention as required by the second

par agr aph of section 112.

| f the exam ner determ nes that any of the above-noted
recitations does invoke the sixth paragraph of 35 U S.C. §
112, it is necessary to ascertain what structure in the
specification corresponds to that |anguage.

Turning first to the "attaching device(s)" recitation,
appel lant's specification states, on page 5, that

[a] n attaching device, represented as a nounting

area 16, is defined by a plane where both fan bl ade

14 and repl aceable fan blade tip 18 contact each

other. A clip 20, as shown in Figure 2b, can be

i ncluded on the replaceable tip 18 for engagi ng an

aperture 17 (Fig. 2b) in the nmounting area of fan
bl ade 14.

11
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I n describing the enbodi nent of Figures 3a, 3b, wherein a
t hreaded receptacle 23 is provided, appellant's specification
does not use the | anguage "attaching device." However, the
specification does state on page 6 that

[b]y nmeans of any fastening device such as a screw

28 or the like, the fan blade tips 24 and 25 can be

nmounted on fan blade 14. The screw 28 or the |ike

engages the threaded receptacle 23 provided in the
plastic material as an alternative to the snap-on

device shown in Figs. 2-2b

These di sclosures inply, but do not expressly indicate,
that the attaching device includes cooperating structures on
both the bl ades and the bl ade ti ps.

Wth regard to the "aligning neans” limtation
appel l ant's specification discloses, in the first and second
enbodi nents, an aligning pin 19 on the tip. Presumably the
aligning pinis to be aligned with an associ ated recess on the
bl ade. Thus, the aligning neans al so appears to include
structures on both the bl ades and the bl ade tips.

Wth regard to the enbodi nent of Figures 4-4b
appel l ant's specification describes an arrangenent wherein one

of a camand a recess is disposed on the tip and the other of

the cam and recess is disposed on the bl ade, but does not use

12
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the term nol ogy "attaching device.” 1In this sane enbodi nent,
appel lant's specification also discloses abutting surfaces 36,
37 on the blade and abutting surfaces 36, 37 on the bl ade
tips. Appellant's claim7 suggests that the "attaching

devi ces" include at |east the recesses on the fan bl ades and
cl ai m 13 suggests that the "aligning neans” includes at | east
one of the abutting surfaces on the blades. As the attachnent
function appears to result only fromthe cooperation of both
the camand the recess, it appears that the "attaching
devices" require the cans on the tips, as well as the recesses
on the blades. Simlarly, in that the aligning function
appears to result only from engagenent of both the abutting
surfaces of the blade and the abutting surfaces of the tips,
the "aligning nmeans” seens to require both structures.

In summary, fromthe above disclosure, it appears that
each of the attaching device and aligning nmeans includes
cooperating structures on both the bl ades and the bl ade tips.
In this regard, we note that claim 1l does not positively
recite the tips and that claim28 does not positively recite
the bl ades. Accordingly, it is not clear whether (1) claiml1,
in reciting attaching devices and aligning neans, inplicitly

13
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includes the tips and claim28, in reciting an attaching
device and aligning means, inplicitly includes the blade or
(2) an aperture, receptacle, recess, clip, screw or cam

di sposed on either the blade or tip constitutes an "attachnent
means" itself, and an aligning pin, a recess or an abutting
surface di sposed on either of the blade or tip constitutes an
"aligning neans” itself, without the cooperating structure on
the other of the tip or bl ade.

Additionally, we note that claim28 recites an "attaching
device" and a "fastening neans" as separate elenents. This is
in contrast to, for exanple, claimb5, which recites the
attaching devices as further including a fastening neans. In
this regard, this recitation in claim?28 also appears to be at
odds with page 6 of the specification, which seens to inply
that the fastening nmeans and the threaded receptacle nake up
the attaching device (the alternative to the snap-on
arrangenment of the first enbodi nent).

Mor eover, the screw 28 or the like, the only "fastening
means" disclosed in the specification, does not appear to be
part of the blade tip as disclosed. Rather, the screw or the
i ke fastening neans appears to be a separate el enent which

14
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may be used with the tip to help attach it to a blade. This
rai ses the question whether the various elenents recited in
claim 28, the attaching device, aligning neans and fastening
means, are required to be disposed on or part of the blade tip
itself or whether they can be part of another structure
capabl e of use with the tip.

In light of the above discussion, we remand the
application to the exam ner to ascertain (1) whether each of
t he above-cited "device" or "neans" |imtations invokes the
sixth paragraph of 35 U.S.C. 8§ 112 and (2) the discl osed
structure in the specification which corresponds to each
[imtation that invokes the sixth paragraph of 35 U S.C. §
112. If the examiner is not able to ascertain, with
certainty, what structure corresponds to any limtations that
i nvoke the sixth paragraph of 35 U S.C. § 112, a rejection of
the clains under the second paragraph of 35 U S.C
8 112 may be appropriate, as discussed above. Additionally,
upon renmand, the exam ner should al so address the specific
guestions pertaining to claim28 rai sed above.

After ascertaining the structure which corresponds to the
claimlimtations so that the scope of the clainms can be

15
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determ ned, the exam ner should review the Poland, Harl ess?
and Canpbel | # patents, as well as other prior art references
of which the exam ner nmay be aware, to determ ne whether the
clainms are anticipated by or unpatentable over these

ref erences.

In particular, the exam ner should reconsider the Pol and
patent to see whether any or all of the clainms are anticipated
or rendered unpatentabl e thereby. Poland discloses a docunent
stacking device including a drumlike stacker conprised of a
pair of discs 60, as discussed above. The portions of the
discs located radially outwardly of the arcuate slots 66a, 66b
appear to us to be "fan bl ades" which define pockets (the
slots) for receiving signatures (docunents 40). Appellant
(brief, page 5) contends that the deflectors 71 and | eaf
springs 72 are attached to the discs via rivets which nust be
destroyed in order to renove the deflectors. The exam ner
shoul d assess, on the record, even assum ng arguendo that

appellant is correct with regard to the rivets, whether the

3 US Pat. No. 2,014,933, issued to Harless et al. on Septenber 17,
1935, cited by the exam ner in Paper No. 3.

4 U.S Pat. No. 4,357,008, issued Nov. 2, 1982, cited by appellant in
Paper No. 2.
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deflectors 71 are nonethel ess "repl aceable"” or, if such an
attachnment is found to be too permanent to render the

defl ectors "repl aceabl e,” whether it would have been obvi ous
to one of ordinary skill in the art to replace the rivets with
ot her | ess permanent fasteners, such as screws or the like.
The exam ner shoul d al so determ ne whet her Pol and' s assenbly
of the discs, rib, |eaf spring and defl ector conprises
structure which neets the attachi ng devices, nounting device,
aligning neans and fastening neans limtations set forth in

t he cl ai ns.

Har | ess di scl oses a fol di ng machi ne conpri sing discs 15
to which a plurality of blades 17 are attached (by screws, as
illustrated). The blades 17, together wth the discs, form
product-recei ving pockets 18. Wth regard at least to claim
28, the exam ner shoul d consider whether Harless is an
anticipatory reference. For exanple, do the two bores for
recei ving the screws correspond, respectively, to the

"attaching device" and "aligning nmeans,” with the screws
corresponding to the "fastening neans," as these terns are

interpreted in light of appellant's specification?

17
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The exam ner should make simlar determ nations with
regard to Canpbell. |In Canpbell's apparatus, the innernost
end of each of a plurality of fingers 16 is bent at a 90
degree angle and inserted in a corresponding hole 20, as shown
in Figure 4. Each of the fingers 16 is held in position by a
retaining screw 22 threaded into the side of the support
plates 12, 14.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject

clains 1, 3-8, 10, 12-22 and 24-28 under 35 U. S.C. § 103 is
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reversed and the application is remanded to the exam ner for

consi deration of the issues di scussed above.

REVERSED AND REMANDED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

JEFFREY V. NASE
Adm ni strative Patent Judge

JENNI FER D. BAHR
Adm ni strative Patent Judge
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