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t he Board.
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DECI SI ON ON APPEAL

This is a decision on an appeal fromthe final rejection
of claims 1-59, all the clainms then pending in the
application. Subsequent to the final rejection, appellant
filed an anendnent seeking to cancel clainms 1-3, 5-7, 16, 20
and 58, and to make m nor changes to clains 44, 45, and 52,
whi ch amendnent was entered by the exam ner (see the advisory

letter mailed July 23, 1999 (Paper No. 22)). Accordingly,
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only claims 4, 8-15, 17-19, 21-57 and 59 remain before us for

revi ew.

Appellant’s invention pertain to an “inter-line” fishing
rod, that is, a fishing rod “in which a fishing line is
introduced into the inside of the fishing rod and laid therein
in the longitudinal direction of the rod” (specification, page
1). A substantially correct copy of the clains on appeal is
found in the appendix to appellant’s brief.?

The references of record relied upon by the exam ner in
final rejection are:?

Bar net t 56-127032 Cct. 5, 1981
(Japanese Patent Application)

Har ada 63-169871 Apr. 25, 1987
(Japanese Patent Application)

Kur e 1- 304836 Dec. 8, 1989

! The claims as reproduced in the appendix to appellant’s
brief contain several errors. For exanple, in the penultimte
line of claim1 “contact are” should be --contact area--.
Suffice it to say, in considering the obviousness issues
raised in this appeal, we have considered the clains in their
proper form

2 Qur understandi ng of these Japanese | anguage patent
docunments is derived fromtransl ations obtained by the Patent
and Trademark Ofice. Copies of these translations are
attached to this decision.
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(Japanese Patent Application)

Claims 4, 8-15, 17-19, 21-57 and 59 stand rejected under
35 U.S.C. 8 103 as being unpatentable over Japanese patent
document 63-169871 to Harada (JA ‘871) in view of Japanese
pat ent docunment 1-304836 to Kure (JA ‘836) and further in view
of Japanese patent docunent 56-127032 to Barnett (JA ‘032).3

According to the examner, “[t]his rejection is set forth
in prior Ofice action, Paper No. 7 and Paper No. 17" (answer,
page 4).4 As it turns out, the exanm ner’s position as set
forth in the “Response to Argunent” section of the answer
regarding a very relevant feature of the clained invention is
substantially different than the positions taken in previous

office actions. Accordingly, our focus will be on the

8 The final rejection (Paper No. 17) also included a
rejection of all the then pending clainms under the judicially
created doctrine of obviousness-type double patenting. This
rej ection was subsequently wi thdrawn by the exam ner. See
section 6 (“lssues”) on page 2 of the answer.

4 The procedure followed by the exam ner here of
i ncorporating by reference nore than one previous office
action in explaining the rejection is not in conpliance with
Section 1208 of the Manual of Patent Exam ning Procedure
(MPEP), which expressly provides that incorporation by
reference may be nade only to a single other action.

3



Appeal No. 2000-0693
Application 08/845, 282

exam ner’s expl anation of the rejection as found on pages 4
and 5 of the exam ner’s answer.

Reference is made to appellant’s brief and reply brief
(Paper Nos. 23 and 26) for appellant’s argunments regarding the

merits of the standing 8 103 rejection.?®

Di scussi on

As expl ai ned on pages 1-2 of the specification, an
objective of appellant is to inprove upon the performance of
the inter-line fishing rod disclosed in JA *871. To this end,
appellant’s provide a coating filmon the inner surface of the
inter-line fishing rod that is water-repellant and has a | ow
coefficient of friction. In order to further inprove the
performance of the coating film the thickness of the filmis

provided with inner annul ar projections to reduce the area of

> Subm tted concurrently with the reply brief is the
decl aration (inproperly |abeled “Affidavit”) of Tonmoyoshi
Tsurufuji. In that the exam ner has not considered this
declaration, it is not properly before us and will not be
consi dered. Based on our reading of 37 CFR § 1.195 and MPEP
88 1210 and 1211.02, it would appear that the exam ner had
authority to consider this declaration, notw thstanding his
views to the contrary as expressed in the letter nmailed
February 15, 2000 (Paper No. 27). |In any event, in view of
our disposition of this appeal, appellant has not been
prejudi ced by the exam ner’s action in this regard.

4
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contact between the fishing rod and the fishline
(specification; page 6, lines 4-19).

Each of the independent clains on appeal include
limtations directed to this annular projection feature of the
coating film More specifically, independent claim4 calls
for a filmlayer on the inner circunferential surface of the
t ubul ar nmenber

[ having] a varied thickness to define a plurality of

projections . . . to reduce contact area between

said filmlayer and said fishline,

i ndependent claim8 requires a coating filmon the inner

circunferential surface of the tubul ar nmenber

[ having] a varied thickness to define a plurality of
annul ar projections having a | ongitudinal |ength,
sai d annul ar projections being spaced apart from an
adj acent annul ar projection by a | ongitudinal

di st ance,

i ndependent claim 10 sets forth a tubular menber

[ having] an inner circunferential surface defined by
a recessed portion and a protruding portion
alternately arranged in a sectional view,

wherein at | east a portion of said inner
circunferential surface defined by said recessed
portion has a water repellant property,
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i ndependent claim 17 calls for a filmlayer provided on the
inner circunferential surface of the tubular nenber that
defines a plurality of |ongitudinal spaced apart
projections extending circunferentially with respect
to said tubular nmenber to reduce contact area
between said filmlayer and said fishline,
and i ndependent claim 21 requires
an inner circunferential surface of said tubular
main body . . . formed with recessed and protruding
portions alternately arranged in a |ongitudinal

direction . . . wherein surface portions defined by
said recessed portions have a water repell ant

property.

I n prosecution before the exam ner leading up to this
appeal, the exam ner enployed a nunber of theories in an
attenmpt to account for claimlimtations directed to the inner
surface of the fishing rod being provided with projections.
For exanple, in the parent case of the present application,

t he exam ner took the

position (office action mailed January 21, 1997 (Paper No. 7),
pages 3-4) that

it would have been further obvious to provide the
interior surface of the inner-line fishing rod with
annul ar projections within the rod in view of the
Japanese patent (‘032) to reduce the contact area
between the line and the interior surface of the
fishing rod and to thereby reduce the wear to the

6
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fishing line and to enable the fishing line to slide
t hrough the interior of the fishing rod nore easily.

Thereafter, the exam ner contended (final rejection
(Paper No. 17), page 5) that “[t]he varied thickness
limtation is deened to be a matter of choice since the
function is the same and no show ng of unexpected results was
made. ”

The exam ner’s present position with respect to the above
noted limtations of the independent clains is found on pages
4-5 of the answer and reads as follows:

The Office Action mailed on Jan. 21, 1997 states
near the bottom of page 3, that it would have been
obvi ous to provide annular projections within the
rod to reduce the contact area between the |ine and
the interior of the rod. The annular projections
are interpreted to be a filmlayer of varied

t hi ckness. Also, as shown in the JA *836 patent in
Fig. 6, a tape layer 51 is wound around a mandr el
(in the production of the rod using bundled fil ament
yarns such as glass fibers or carbon fibers) in an
over | appi ng spiral fashion which produces a |ayer of
varied thickness to define a plurality of
projections as can be viewed in the Fig. The tape
produces a filmlayer of varied thickness because
the tape is overlaid and the overl apped areas are
thicker than a single layer of tape. See US ‘126 to
Barnett which is the English equivalent to JA '032
in colum 4, lines 52-58.18 This discloses an end

¢ In that we have available to us a translation of the JA
‘032 reference, it is unnecessary for us to resort to the U S.
equi val ent thereof in order to determ ne the teachings of this

7
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secti

on of the rod which would be adjacent the rod

tip as having lining of ptfe tape (a fluoroplastic)
which is a low friction material. This tape would

subst

antially cover an inner circunferential surface

of the tubular menber and the ptfe tape is [a] water

repel

| i ng substance. To cover the inside of

Barnett’s rod with ptfe tape the tape is wound
around a mandrel prior to nolding the rod section
and one skilled in the art woul d expect it to be
wound in the manner shown by JA “836. 1In regard to
claim 10-15, 17-19, 21-57 and 59, the result of the
proposed conbi nation!” for the reasons stated above
is that the inner circunference is defined by
recessed and protruded portions since the w apping
of the tape on a mandrel in the manner stated
produces alternate sections of protrusions and
recesses having a water repellant property.

ref erence.

The relevant portion of the translation of JA ‘032

is found on page 11, lines 14-19, and reads as follows:

stem
f eed
antif
pol yt
carri
t ape
secti

Tt

VWhen the final span of the end section 3 of

has too smaller [sic] inner diameter to provide
rings, this section can be lined with an
riction material such as

etrafl uoroethylene, and this is nost readily

ed out by wi nding a polytetrafl uoroethyl ene

on an arbor for formng the stem before the

on i s nol ded.

is not entirely clear what constitutes the “proposed

conbi nation” referred to here by the exam ner, although
presumably it would involve providing a

pol ytetrafl uoroet hyl ene tape lining of the type taught by JA
‘032 on the inner circunferential surface of the tubular

menber of
a form ng

JA ‘871, and in so doing initially apply the tape to
mandrel in the manner illustrated in JA 836 in

Figure 6 for tape 51 (i.e., with the edges of the wapped tape
over | appi ng).
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None of the exami ner’s positions persuade us that the
cl ai med subject matter on appeal here woul d have been obvi ous
in light of the teachings of the applied references. In this
regard, we are in substantially agreement with the argunents
made by appellant in the reply brief in response to the
exam ner’s positions as set forth in the answer. In
particul ar, we note, as does appellant, that the tape 51 of JA
‘836 is used solely for the purpose of securing the bundl ed
filament yarn 49 to the mandrel while curing the bundl ed
filaments and that thereafter tape 51 is renoved and
di scarded. Thus, tape 51 does not form any part of the
finished tubular nmenber. Based on the |ack of correspondence
bet ween the tape 51 of JA ‘836 and the unillustrated
pol ytetrafl uoroet hyl ene tape nentioned by JA ‘032 on page 11
of the translation at lines 14-19, we conclude that there is
no | ogical basis for the exam ner’s concl usion that “one
skilled in the art would expect it [i.e., the unillustrated
pol ytetrafl uoroet hyl ene tape nentioned of JA *032] to be wound
in the manner shown by JA ‘836" (answer, page 5). Mbreover,
even if the tape of JA ‘032 was w apped about the form ng

mandrel in the manner shown by JA ‘836 in Figure 6 prior to
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being cured, it is at best speculative that the resulting

pol ytetrafl uoroet hyl ene, when cured, would have alternating
recessed and protruded

portions, as called for in the clainms. In this regard,
appellant’s argunment (reply brief, page 4) that “the PTFE tape
woul d soften and forma snmooth substantially continuous

t hi ckness between the mandrel and outer |ayer of the fishing
rod during curing” is reasonable and has not been adequately
addressed by the exam ner.

In Iight of the above, the standing 8 103 rejection of
i ndependent clainms 4, 8, 10, 17 and 21, as well as clains 9-
15, 18, 19 and 22-57 that depend therefrom shall not be
sust ai ned.

Turning to claim59, in that this claimdepends from
canceled claim 20, its nmetes and bounds cannot be determ ned.
VWhen a clainm s metes and bounds cannot be determ ned, it
shoul d be rejected under 35 U S.C. 8§ 112, second paragraph,
and not over the prior art. 1In re Steele, 305 F.2d 859, 862,
134 USPQ 292, 295 (CCPA 1962). Accordingly, we are
constrained to reverse the standing 8 103 rejection of claim

59. It should be understood, however, that our reversal of

10
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this rejection is not a reversal on the nmerits thereof, but
rather a procedural reversal predicated upon the failure of
the claimto particularly point out and distinctly claimthe

subj ect matter sought to be patented.

Rej ecti on under 37 CFR § 1.196(b)

Pursuant to 37 CFR § 1.196(b), we enter the follow ng new
rejection.

Claim59 is rejected under 35 U S.C. §8 112, second
par agraph, as being indefinite. 1In that claimb59 depends from
a canceled claim its netes and bounds cannot be determ ned.

Remand

Pursuant to 37 CFR 8 1.196(a) and MPEP § 1211, this case
is remanded to the exam ner for consideration of the follow ng
mat t er.

Clainms 10 and 21 appear to allow for the recessed and
protruded portions to be forned in the inner surface of the
t ubul ar nmenber. However, it is not imediately apparent where
in appellant’s original disclosure there is descriptive

support for this construction as opposed to, for exanple, the

11
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arrangenent shown in Figure 4 where the recessed and protruded
portions are formed on the filmlayer applied to the tubul ar
menber .

The exam ner shoul d consider whether there is proper
descriptive support in the disclosure as originally filed for
the subject matter of clains 10 and 21, as well as the clains
t hat depend therefrom |If descriptive support for the subject
matter of any such claimis found to be | acking, the exam ner
should enter a rejection thereof under the first paragraph of
35 U S.C. § 112.

Summary

The rejection of clains 4, 8-15, 17-19 and 21-57 is
reversed on the nmerits.

The rejection of claim59 is reversed on procedural
grounds.

Under the provisions of 37 CFR 8§ 1.196(b), a new
rejection of claimb59 has been made.

Under the provisions of 37 CFR 8 1.196(a), this case is
remanded to the exam ner for the reason noted above.

Thi s decision contains a new ground of rejection pursuant

to 37 CFR §8 1.196(b) (anended effective Dec. 1, 1997, by fina

12
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rule notice, 62 Fed. Reg. 53,131, 53,197 (COct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark Office 63, 122 (Oct. 21, 1997)).
37 CFR
8§ 1.196(b) provides that, “A new ground of rejection shall not
be considered final for purposes of judicial review’

37 CFR § 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings
(8 1.197(c)) as to the rejected clains:

(1) Submt an appropriate amendment of the
claims so rejected or a showng of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under 8§ 1.197(b) by the Board of Patent Appeals and
| nterferences upon the sanme record. :

No tinme period for taking any subsequent action in connection
with this appeal may be extended under 37 CFR § 1.136(a).

Reversed and Remanded; 37 CFR 8§ 1.196(b)

13
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JEFFREY V. NASE
Adm ni strative Patent Judge
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