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Appeal No. 2000- 0833
Appl i cation 08/ 985, 676!

ON BRI EF

Bef ore McKELVEY, Senior Adnministrative Patent Judge, and LEE
and MEDLEY, Adm nistrative Patent Judges.

MEDLEY, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
the examner’s final rejection of clainms 1-20.
A Fi ndi ngs of Fact

1. The appellants state that the real party in interest
is Ford G obal Technologies, Inc. (Brief at 2).

2. The application on appeal contains clains 1-20.

! Application for patent filed Decenber 5, 1997.
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3. Clainms 1-20 have been rejected as bei ng unpat entabl e
under 35 U.S.C. 8 103 over Kanduth et al. (Kanduth), U S.
Patent 5,757,473, issued May 26, 1998, based on application
08/ 748,956, filed Novenmber 13, 1996.

The invention

4. The di scl osed invention pertains to a nethod of
using a strain gauge before and after applying a load to an
obj ect surface for determning the strain on the object.

5. The di sclosed invention includes 1) marking the
object with a known pattern; 2) magnifying and i magi ng the
known pattern; 3) recording a first image; 4) applying a | oad
to the object surface; 5) again, magnifying and i magi ng the
known pattern; 6) recording a second inmage; and 7) determ ning
the strain by conparing the recordings of the first and second
i mages.

6. | ndependent claim 17 is representative of the clains
and is as follows:

A method of using a digital imaging strain gauge
conprising the steps of:

creating a known mark pattern on an object surface;

positioning an i mage sensing device over the mark pattern
a predeterm ned di stance therefrom
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magni fying the mark pattern with a m croscopic
magni fi cation | ens;

taking a first magnified i mage of the mark pattern from
the m croscopic magnification lens with the i mage sensing
devi ce;

appl ying a successive |load to the object surface;

taki ng a successive magnified i mage of the mark pattern
fromthe magnification [ ens with each successive | oad; and

utilizing a Young' s fringe phase shift analysis
processing neans to cal culate the dynam cally | oaded strain as
derived fromthe first and successive magnified i nages.

The Kanduth reference

7. Kandut h di scl oses an optical strain gauge sensor for
measuri ng deformati ons of the surface of an object (Kanduth
abstract).

8. Kandut h descri bes taki ng phot ographs of a first and
second area of the surface of the object before deformation of
t he surface and taking photographs of the first and second
areas of the surface of the object after defornation of the
obj ect surface (Kanduth, abstract and colum 5, |ines 37-39).

9. The di stance between the first and second areas to
be phot ographed is determ ned by configuring two caneras side-

by-side at a predeterm ned di stance from each other? ( Kanduth,

2 Aternatively, a prismmy be affixed to the end of
each canera to orient the inages viewed by the two caneras at

3
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colum 6, lines 50-52), or by configuring a single camera with
prisnms |ocated at the end of the objective of the canmera for

di viding the inmage of the surface into two separate inages
apart from each other at a known di stance (Kanduth, colum 6,
lines 62-67).

10. After the photographs are taken, but prior to
deformation of the object, the photographs are displayed on a
conputer display where an interactive cursor facilitates the
sel ection of one tenplate on each photograph (Kanduth, colum
7, lines 21-24).

11. The photographs and the tenplate information are
then stored in a conputer for further retrieval. (Kanduth,
colum 7, l|ines 24-27).

12. After the surface of the object has been deforned
phot ographs are taken of the first and second area of the
sur f ace.

13. The conputer searches for the previously selected
tenplates on the third and fourth photographs and determ nes
t he new coordinates of the tenplates (Kanduth, colum 7, lines

27-52).

a known distance. (Kanduth, colum 6, 54-58).

4
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14. The reference di stance between the tenplates is
conpared with the new di stance between the tenpl ates, thus
providing a determ nation of the strain of the object
(Kandut h, colum 7, lines 52-57).

The exami ner’s position

15. The exam ner alleges that Kanduth teaches a known
mark pattern on an object surface, stating that “Kanduth et
al. disclose ... creating a mark pattern of a known fi xed
di stance on the object”, citing to colum 5, |ines 48-49 of
Kanduth. (Answer at 3).

16. The exami ner states in its answer that “Kanduth et
al. clearly indicate the provision of known fixed distance,
and as a result a known marking.” (Answer at 4).

B. Di scussi on

The rejections of the clains on appeal cannot be
sustained. A reversal of the rejection on appeal should not
be construed as an affirmative indication that the appellants’
clainms are patentable over prior art. W address only the
positions and rationale as set forth by the exam ner and on
whi ch the exam ner’s rejection of the clains on appeal is

based.
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The Exam ner bears the burden of establishing a prim
faci e case of obvi ousness based upon the prior art. The
Exam ner can satisfy this burden only by show ng sone
obj ective teaching in the prior art or that know edge
generally available to one of ordinary skill in the art would
| ead that individual to conbine the relevant teachings of the
references. The patent applicant may then attack the
Examner's prima facie determ nation as inproperly nade, or
t he applicant may present objective evidence tending to

support a concl usion of nonobviousness. [In re Fritch, 972

F.2d 1260, 1265, 23 USPQd 1780, 1783 (Fed. G r. 1992)

(quoting In re Fine, 837 F.2d 1071, 1074, 5 USPQ2d 1596, 1598

(Fed. Cir. 1988).

In rejecting clains under 35 U.S.C. 103, the exam ner is
to establish a factual basis to support the |egal concl usion
of obviousness. In order to establish a prim facie case of
obvi ousness there nust be sonme teaching, suggestion or
notivation in the prior art to nmake the specific conbination

that was made by the applicant. |1n re Dance, 160 F.3d 1339,

1343, 48 USPQ2d 1635, 1637 (Fed. Cir. 1998). Based on the
record before us, the exam ner has failed to set forth a prim

faci e case of obvi ousness.
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The clains include 1) creating a known nmark pattern on an
obj ect surface, 2) positioning an image sensing device over
the mark pattern, 3) taking a nmagnified i nage of the mark
pattern, 4) applying a load to the surface of the object, 5)
and again, taking a magnified image of the mark pattern.
(Finding 6).

Kanduth fails to describe or teach creating a known nark

pattern on the object surface and taking i nages of the mark

pattern before and after |oading. The portion of the Kanduth
reference that the examner cites for teaching creating a
known mark pattern on the object is as foll ows:

Phot ogr aphs of two or nore small inmages of an area of the

surface, the inmages being separated by precisely known

di stance from one another, are obtai ned by neans of one

or nore conventional charge coupl e device canera(s)

i ncludi ng optional suitable optical arrangenents such as

| enses and prisnms that permts the surface to be

phot ographed, preferably at a 12X magnification or higher

(Kandut h, colum 5, lines 46-53).

That the images, or the areas photographed are separated
at a known di stance from each other, does not teach or suggest
creating a known pattern on the object, contrary to the

exam ner’s assertion. (Finding 16). Kanduth descri bes

orienting two caneras over two random areas (inages) to be

phot ographed, or alternatively orients one canera over a
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random area to be photographed and uses a prismfor dividing

the image of the surface into two separate images. In both
enbodi ments, the inmages are separated at a known di stance.
This is acconplished by either orienting the two caneras at a
fixed distance, or orienting a prismat the end of a single
canmera such that the inmage viewed by the canera is split into
two i mages at a known distance. (Finding 9).

This is in contrast to the clained invention which
requires taking an i nmage of (photographing) the known mark
pattern created on the object. The clained invention requires
taki ng an i mage of (photographing) a specific inage (the mark
pattern), while Kanduth descri bes phot ographi ng random ar eas
of an object.

The exam ner provides no further explanation regarding
the known nark pattern on the object. Based on the record
before us, the examner has failed to establish that there is
a teaching, suggestion or notivation in Kanduth to create and
phot ograph a known mark pattern on an object as clainmed by the
appel | ant s.

Accordingly, we will reverse the decision of the exam ner
rejecting clains 1-20 as bei ng unpatentable under 35 U. S.C. §

103 over Kandut h.
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C. Deci si on
The exami ner’s rejection of clains 1-20 as being

unpat ent abl e under 35 U.S.C. § 103 over Kanduth is reversed.

REVERSED

FRED E. McKELVEY, Seni or )
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JAMVESON LEE
Adm ni strative Patent Judge

SALLY C. MEDLEY
Adm ni strative Patent Judge

N N N N N N N N N N N



Appeal No. 00-0833
Application 08/985, 676

Steven A. Maynard

Ford d obal Technol ogi es,
600 Parkl ane Towers East
One Par kl ane Boul evard
Dearborn, M 48126

| nc.
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