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Before JERRY SM TH, FLEM NG and LEE, Adninistrative Patent
Judges.

JERRY SM TH, Adnmini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the nerged appeal under 35 U S. C
8§ 134 fromthe examner’s rejection of clains 1-39 in the
reexam nation proceeding involving U S. Patent No. 5,130, 767
issued to Lidow et al. (Lidow '’ 767) based on Reexam nation
Request nunber 90/003, 621 filed Novenber 4, 1994 and the
rei ssue application (08/274,748) seeking the reissue of Lidow
767 filed on July 14, 1994. The original patent contained
clainms 1-8. Cdainms 1-8 of the patent have been anended, and
claims 9-39 were added as part of the reissue request and
during the course of the exam nation and reexam nation
proceedi ngs. This decision constitutes a decision which is
common to both the reexam nation proceedi ng and the reissue
appl i cation.

The invention pertains to a high power netal oxide

sem conductor field effect transistor device having a nunber

of identical, spaced pol ygonal base regions forned in a
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sem conduct or chi p.
Representative clains 1 and 9 are reproduced as
fol |l ows:

1. A hi gh power MOSFET devi ce having nore than 1000
paral | el -connect ed individual FET devices closely packed into
arelatively small area conpri sing;

a thin wafer of sem conductor material having first and
second spaced, parallel planar surfaces; at least a first
portion of the thickness of said wafer which extends fromsaid
first planar surface consisting of an epitaxially deposited
region of a first conductivity type;

a plurality of symretrically disposed laterally
di stri buted hexagonal base regi ons each having a second
conductivity type forned in said epitaxially deposited region
and extending for a given depth beneath said first planar
sur f ace;

sai d hexagonal base regions spaced at said first surface
from surroundi ng ones by a symmetric hexagonal lattice of
sem conductor material of said first conductivity type;

each side of each of said hexagonal base regi ons being
parallel to an adjacent side of another of said hexagonal base
regi ons;

a hexagonal annul ar source region of said first
conductivity type fornmed in an outer peripheral region of each
of said hexagonal base regi ons and extendi ng downwardly from
said first planar surface to a depth less than the depth of
sai d base regions;

an outer rimeach of said annular source regi ons being
radially inwardly spaced froman outer periphery of its
respective hexagonal base regions to forman annul ar channel
bet ween each of said outer rins of said annul ar source regions
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and said symetric hexagonal |attice of sem conductor materi al
of said first portion of said wafer;

a common source electrode fornmed on said first planar
surface and connected to a plurality of said annul ar source
regions and to interiorly adjacent surface areas of [their]
sai d respective hexagonal base regions;

a drain electrode connected to said second planar surface
of said wafer;

an insulation | ayer nmeans on said first planar surface
and overlying at |east said annul ar channels;

a polysilicon gate electrode atop said insulation |ayer
means and operable to invert said annular channels; and

a gate pad el ectrode section disposed above said first
pl anar [on the] surface of said device and at |east one finger
extending fromsaid gate pad; said at | east one finger
electrically contacting said polysilicon gate el ectrode at a
plurality of spaced |ocations over [the surface of] said
pol ysilicon gate el ectrode, thereby to reduce the R-C del ay
constant of said device.

9. A hi gh power MOSFET devi ce having nore than 1000
paral | el -connect ed individual FET devices closely packed into
arelatively small area conpri Si ng;:

a thin wafer of sem conductor material having first and
second spaced, parallel planar surfaces; at least a first
portion of the thickness of said wafer which extends fromsaid
first planar surface consisting of an epitaxially deposited
region of a first conductivity type:

a plurality of symmetrically disposed laterally
di stributed hexagonal base regions each having a second
conductivity type forned in said epitaxially deposited region
and extending for a given depth beneath said first planar
surface;
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sai d hexagonal base reqgions spaced at said first surface
from surroundi ng ones by a symetric hexagonal lattice of
sem conductor material of said first conductivity type:

each side of each of said hexagonal base regions being
parallel to an adjacent side of another of said hexagonal base

regi ons;

a hexagonal annular source region of said first
conductivity type forned in an outer peripheral region of each
of said hexagonal base regions and extendi ng downwardly from
said first planar surface to a depth less than the depth of
said base reqgions;

an outer rimof each of said annular source regions being
radially inwardly spaced froman outer periphery of its
respective hexagonal base regions to form an annul ar channel
bet ween each of said outer rins of said annular source regions
and said symmetric hexagonal lattice of sem conductor materi al
of said first portion as said wafer;

a common source electrode formed on said first planar
surface and connected to a plurality of said annular source
regions and to interiorly adjacent surface areas of said
respective hexagonal base regions;

a drain electrode connected to one of said surfaces of
sai d waf er

an insulation |l ayer neans on said first planar surface
and overlying at | east said annul ar channel s;

a polysilicon gate electrode atop said insulation |ayer
means and operable to invert said annular channel s; and

a gate pad el ectrode section di sposed above the first
pl anar surface of said device and at |east one finger
extending fromsaid gate pad; said at |east one finger
electrically contacting said polysilicon gate el ectrode,
thereby to reduce the R-C delay constant of said device.
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The exam ner relied on the following references in the

final rejection:

| shitani 4,072,975 Feb. 07, 1978

Jambot kar 4,145, 700 Mar. 20, 1979
(filed Aug. 08,

1977)

Hendri ckson 4,148, 047 Apr. 03, 1979
(filed Jan. 16,

1978)

Ti hanyi et al. (Tihanyi) 4,190, 850 Feb. 26, 1980
(filed Jan. 17,

1978)

Li dow et al. (Lidow ' 286) 4,376, 286 Mar. 08, 1983

Yoshida et al. (Yoshida '576) 4,599,576 July 08, 1986

Li dow et al. (Lidow ' 666) 4,642, 666 Feb. 10, 1987

Li dow et al. (Lidow ' 759) 4, 705, 759 Nov. 10, 1987

Li dow et al. (Lidow ’699) 4,959, 699 Sep. 25, 1990

Takakuwa 51-134076 Nov. 20, 1976

(Japanese Kokai)

kabe et al. (Ckabe) 52-104878 Sep. 02, 1977

(Japanese application)

Sakai 52- 106688 Sep. 07, 1977

(Japanese application)

Y. Tarui et al. (Tarui), “Diffusion Self-Aigned MOST: A New
Approach for H gh Speed Device,” J. Japan Society of Applied
Physics, Vol. 39 (1970), pages 105-110.

| sao Yoshida et al. (Yoshida |EEE), “A H gh Power MOSFET with
a Vertical Drain Electrode and a Meshed Gate Structure,” |EEE
Journal of Solid-State CGrcuits, Vol. SC 11, No. 4 (August
1976), pages 472-477.

M chael D. Pocha et al. (Pocha), “A Conputer-Ai ded Design
Model for Hi gh-Voltage Double D ffused MOS ( DMOS)
Transistors,” 1 EEE Journal of Solid State Grcuits, Vol. SC
11, No. 5 (Cctober 1976), pages 718-726.
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James D. Plummer et al. (Plumer), “A Mnolithic 200-V CMOS
Anal og Switch,” 1 EEE Journal of Solid State Grcuits, Vol. SC
11, No. 6 (Decenber 1976), pages 809-817.
Brad W Scharf et al. (Scharf), “A MOS-Controlled Triac
Device,” 1978 IEEE International Solid-State Crcuits
Conf erence, Di gest of Technical Papers (February 1978), pages
222-223.
Kenneth P. Lisiak et al. (Lisiak), “Optimzation of Nonplanar
Power MOS Transistors,” | EEE Transactions on El ectron Devices,
Vol . ED-25, No. 10 (Qctober 1978), pages 1129-1234.
The followi ng rejections of the clains are before us:
1. Cdainms 1-39 stand rejected under 35 U.S.C. § 251 as
bei ng based upon an objectionably defective Reissue
Decl arati on under 37 CFR § 1.175.
2. Clainms 9-39 stand rejected under 35 U . S.C. § 112,
first paragraph, as being directed to an invention which was

not properly disclosed in the specification of the patent.

3. Cains 17-28 and 33-39 stand rejected under 35
U S C
8 251 as inproperly seeking to broaden an invention nore than
two years after the invention was patented.

4. Cainms 3, 5, 7, 11-16, 20, 21, 23, 24, 26, 27,
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29/ 3, 29/11, 30/3, 30/5, 30/11, 30/13, 31, 32, 34/20 and 39
stand rejected under 35 U S.C. 8§ 103 as bei ng unpatentable
over the teachings of Takakuwa, Ckabe, Yoshida | EEE and
Yoshi da ’ 576

5. Cainms 3, 5, 7, 11-16, 20, 21, 23, 24, 26, 27,
29/ 3, 29/11, 30/3, 30/5, 30/11, 30/13, 31, 32, 34/20 and 39
stand rejected under 35 U.S.C. 8 103 as bei ng unpatentabl e
over the teachings of Hendrickson, Takakuwa, Yoshida |EEE and
Yoshi da ’ 576

6. Clains 33/20 and 38 stand rejected under 35 U S. C
8 103 as being unpatentable over the teachings of Takakuwa,
Ckabe, Yoshida | EEE and Yoshida '576 and further in view of
Hendri ckson and Li si ak.

7. CQainms 3, 5, 7, 11-16, 20, 21, 23, 24, 26, 27,
29/3, 29/11, 30/3, 30/5, 30/11, 30/13, 31, 32, 33/20, 34/20,
38 and 39 stand rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over the teachings of Janbotkar, Takakuwa,

Hendri ckson, Lisiak, Yoshida | EEE and Yoshida ’576.

8. Cainms 22, 25, 28 and 35 stand rejected under 35
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U S.C. §8 103 as being unpatentable over the teachings of
Takakuwa, Okabe, Hendrickson, Yoshida |EEE, Yoshida ’576,
Janbot kar, Lisiak and Lidow ' 286.

9. dainms 3, 5, 7, 11-16, 20, 21, 23, 24, 26, 27,
29/ 3, 29/11, 30/3, 30/5, 30/11, 30/13, 31, 32, 34/20 and 39
stand rejected under 35 U S.C. § 103 as bei ng unpatentable
over the teachings of Hendrickson, Lisiak, Tarui, Tarui,
Yoshi da | EEE and Yoshi da ' 576.

10. dainms 3, 5, 7, 11-16, 20, 21, 23, 24, 26, 27,
29/ 3, 29/11, 30/3, 30/5, 30/11, 30/13, 31, 32, 34/20 and 39
stand rejected under 35 U.S.C. 8 103 as bei ng unpatentabl e
over the teachings of Hendrickson, Janbotkar, Takakuwa, Tarui,
Yoshi da | EEE and Yoshi da ' 576.

11. Cainms 22, 25, 28 and 35 stand rejected under 35
U S.C. 8§ 103 as being unpatentable over the teachings of
Hendri ckson, Janbot kar, Takakuwa, Tarui, Yoshida |EEE, Yoshida
'576 and Lidow ' 286.

12. Clainms 33/20 and 38 stand rejected under 35 U.S. C
8 103 as bei ng unpatentabl e over the teachings of Hendrickson,

Janbot kar, Takakuwa, Tarui, Yoshida | EEE, Yoshida '576 and
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Li si ak.

13. Cainms 36/20, 36/23, 36/26 and 37 stand rejected
under 35 U.S.C. 8§ 103 as bei ng unpatentabl e over the teachings
of Hendrickson, Takakuwa, Janbotkar, Tarui, Yoshida | EEE
Yoshi da * 576, Ckabe and Lisiak, considered with Ishitani and
each of the corroborative MOSFET references of Sakai, Pl ummrer
Scharf, Ti hanyi, Pocha and Lidow ' 286, ’'666, 759 and ' 699.

Rat her than repeat the argunents of appellants or the
exam ner, we make reference to the briefs and the answer for
the respective details thereof.

CPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the prior art rejections. W have, |ikew se, reviewed and
taken into consideration, in reaching our decision, the
appel l ants’ argunents set forth in the briefs along with the
exam ner’s rationale in support of the rejections and
argunments in rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
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before us, that the rejection of all clainms based on defective
declarations filed under 37 CFR 8 1.175 is not proper. W are
further of the view that the original disclosure of Lidow'’ 767
does not support the invention now being presented as clains
9-17, 19, 20, 22, 23, 25, 26, 28, 29/9, 29/11, 30/9, 30/11,
30/ 13, 31/15, 32/15 and 33-39. W reach the opposite
conclusion with respect to clains 18, 21, 24 and 27. W are
additionally of the viewthat clains 17-28 and 33-39
i nproperly seek to broaden the invention of a patent through
rei ssue nore than two years after the patent has issued.
Finally, we are of the view that the collective evidence
relied upon woul d not have suggested to one of ordinary skill
in the art the obviousness of the invention as set forth in
claims 3, 5, 7, 11-16 and 20-39. Accordingly, we affirmin-
part.

We consider first the rejection of all clains under 35
U S. C 8 251 as being based on defective reissue decl arations
under 37 CFR § 1.175. W note that this rule was anmended in
1997 to ease the burden on applicants for reissue in conplying

with this rule. The reissue application was originally filed
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in 1994 and included a declaration filed in accordance with
the rule in effect at that tine. The exam ner found this
declaration to be defective. A subsequent declaration was
filed after the new version of the rule took effect and was
intended to conply with the new rule. That declaration
appeared to conformwi th the technical requirenments of the
anended rule, and the error was indicated as claimng | ess
than appellants had a right to claim Sone of the clains were
anended to enconpass subject matter which had been interpreted
as not falling within the scope of the clains of the patent.
The exam ner’s position on this rejection is based on
the exam ner’s finding that the patent specification does not
support certain enbodi nents that are now i ncluded within the
broader | anguage of sone of the reissue clains. Stated
sinply, the exam ner asserts that “there is no error for
failing to claimsubject matter that was not sufficiently
di scl osed to support possession and enabl enment under the first
paragraph of 35 U . S.C. 112 because the subject matter couldn’t
have been properly clainmed, either initially or here under

Rei ssue exam nation” [answer, page 7].
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Appel  ants respond that the subsequent decl aration
filed on Cctober 19, 1998 is in conpliance with the anmended
version of 37 CFR 8§ 1.175. According to appellants, at |east
one error has been identified which is all that is now
necessary to satisfy 37 CFR § 1.175.

On the very narrow question of whether the subsequent
declaration filed by appellants satisfies 37 CFR § 1.175, we
agree with appellants. The subsequent declaration appears to
be in technical conpliance with the anended rule. 1In our
view, the exam ner is confusing the identification of an error
as required by 37 CFR 8 1.175 with the question of whether a
given attenpt to correct the error is acceptable. W concl ude
that an error within the meaning of 37 CFR § 1.175 has been
made when a patentee believes that he clained nore or |ess
than he had a right to claimand identifies the perceived
error in the declaration. Since we do not agree with the
exam ner that there is no “error” within the neaning of 37 CFR
§ 1.175, we do not sustain the rejection of clainms 1-39 as
bei ng based on a defective decl arati on.

We now consider the rejection of clains 9-39 under 35
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US C 8§ 112, first paragraph, as being directed to an

i nventi on which was not properly disclosed in the
specification of the patent. This rejection is based on the
exam ner’s position that these broadened clains of the reissue
application and the reexam nati on proceedi ng enconpass

enbodi ments which were not part of the witten description of
t he patent specification.

Appel l ants’ position, quite sinply, is that the claim
is permtted to cover nore than the preferred enbodi nent.
Stated ot herwi se, appellants argue that “[s]o long as the
claimcan be read on the preferred enbodi nent, the claim
passes nuster under 35 U.S.C. § 112, first paragraph” [brief,
page 15]. Appellants call this rejection a rejection on the
ground of “undue breadth” which is not properly made in
predi ctabl e nechanical and electrical arts. Appellants also
argue that the incorporation of Patent No. 4,376,286 (Lidow
' 286) woul d have suggested that the disclosed invention was
not limted to bottom drain devices.

Wth respect to appellants’ argunment that the

br oadened clains read on the preferred enbodi nent and are,
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therefore, automatically in conpliance with the first
paragraph of 35 U. S.C. 8§ 112, we do not agree. There are
cases where appellants’ proposed rul e does not apply. For
exanple, the followi ng statenents cone fromthe Federa

Circuit decision in The Gentry Gallery Inc. v. The Berkline

Corp., 134 F.3d 1473, 1479, 45 USPQ2d 1498, 1503 (Fed GCr

1998) :
Gentry’s reliance on Ethicon is msplaced. It
is true, as Gentry observes, that we noted that
"an applicant . . . is generally allowed clains,

when the art permts, which cover nore than the
speci fic enbodi nrent shown." Ethicon, 93 F.3d at
1582 n. 7, 40 USPQ2d at 1027 n.7 (quoting In re
Vi ckers, 141 F.2d 522, 525, 61 USPQ@d 122, 125
(CCPA 1944)). However, we were also careful to
point out in that opinion that the applicant
"was free to draft clain{s] broadly (wthin the
[imts inposed by the prior art) to exclude the
| ockout's exact location as a limtation of the
cl ai med invention" only because he "did not

consi der the precise |location of the |ockout to
be an elenment of his invention." [d. Here, as
i ndi cated above, it is clear that Sproule
considered the location of the recliner controls
on the console to be an essential elenment of his
invention. Accordingly, his original disclosure
serves to limt the permi ssible breadth of his

| ater-drafted clains.

In sum the cases on which Gentry relies do not
stand for the proposition that an applicant can
broaden his clains to the extent that they are
effectively bounded only by the prior art.
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Rat her, they nmake clear that clains may be no
broader than the supporting disclosure, and
therefore that a narrow disclosure will limt
claimbreadth. Here, Sproule s disclosure
unanbi guously limted the |location of the
controls to the console. Accordingly, the
district court clearly erred in finding that he
was entitled to clains in which the recliner
controls are not |ocated on the console.

Thus, conpliance with the witten description
requirenent of 35 U.S.C. 8§ 112 nust be evaluated on a case by
case basis. A narrow disclosure (preferred enbodi nent) does
not automatically permt a claimdirected to a broader
enbodi ment unless it appears that the broader enbodi nent was
considered to be part of the invention as originally
di scl osed. The key question appears to be whether the record
reflects that appellants were in possession of the broader
enbodi ment now enconpassed by the broader clains. On
the record before us, we agree with the exam ner that the
subj ect matter sought to be enconpassed within the broader
clains is not supported by the witten description of the
pat ent disclosure. Specifically, we agree with the exani ner

that the patent disclosure evidences no concept of a generic

i nventi on which includes devices in which the source and drain
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el ectrodes are | ocated on the sane planar surface. The
appel  ants have not pointed to any acknow edgnent,

contenpl ation, or appreciation stenmng fromthe
specification, for such an enbodi nent. The incorporation of
Li dow ' 286 into the patent disclosure does not change our
position. The question is not what woul d have been obvious to
the artisan in view of the patent disclosure, but rather,
whet her appel | ants appear to have been in possession of the
invention they now seek to protect with the broader cl ains.
For reasons di scussed above, we find that the patent

di scl osure does not support the nore generic invention
according to the broader clains on appeal before us.

We reach the sane concl usion on the question of the
contact between the gate pad finger and the polysilicon gate
el ectrode. Appellants have not shown evidence on this record
that they ever considered the invention to be anything other
than one in which the gate pad finger only contacts the
polysilicon gate electrode “at a plurality of spaced
| ocations.” Therefore, we find that the patent disclosure

al so does not support broader clains which enconpass devices
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havi ng contacts at other than spaced apart | ocations.

At | east one of these two clainmed features which are
not supported by the patent disclosure appears in clainms 9-17,
19, 20, 22, 23, 25, 26, 28, 29/9, 29/11, 30/9, 30/11, 30/13,
31/ 15, 32/15 and 33-39. Therefore, we sustain the rejection
of these clainms as |acking a proper witten description in the
pat ent disclosure. W note that dependent clains 18, 21, 24
and 27 nodify their parent clainms to recite that “said one of
said surfaces of said wafer is said second planar surface.”
This limtation effectively restores the clainmed invention to
havi ng source and drain regions on different surfaces as
originally disclosed and clainmed in the patent. Therefore,
this rejection does not apply to clains 18, 21, 24 and 27.

We now consider the rejection of Clains 17-28 and 33-
39 wunder 35 U S.C. 8§ 251 as inproperly seeking to broaden an
invention nore than two years after the invention was
pat ent ed.
A brief review of the facts is necessary. The patent subject

to this reissue and reexam nation began as an application
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filed on May 14, 1979 which went abandoned. A continuation
application of that application was filed on March 13, 1981
and it also went abandoned. A continuation of the second
abandoned application was filed on Decenber 23, 1988 which
resulted in the issuance of Lidow 725 on April 16, 1991. A
continuation of the application which led to Lidow '’ 725 was
filed on February 8, 1991 which resulted in the issuance of
Lidow ' 767 on July 14, 1992. Lidow ' 767 is the patent which
is the subject of this reissue application and reexam nati on
pr oceedi ng.

The clains of Lidow 725 are simlar to the clains of
Li dow " 767 but the clains of Lidow 725 are broader than the
clains of Lidow ’'767 because they do not include the gate pad
el ectrode section which appears in all the clains of Lidow
"767. Appellants admt that clains 17-28 of this reissue
application are essentially clains fromlLidow ' 725 broadened
in the sane manner as the clains of Lidow ' 767 have been
broadened. This reissue application was filed on July 14,
1994 which was exactly two years after the issue date of Lidow

"767 but nore than two years after the issue date of Lidow

-19-



Appeal No. 2000-0854
Control No. 90/003, 621
Application No. 08/274,748

" 725.

The examiner’s rejection is based on the fact that
clainms from Lidow ' 725 cannot be broadened because nore than
two years had passed since Lidow '’ 725 issued. Appellants
position is that since Lidow '’ 767 is the patent which is the
subj ect of this reissue, and since nore than two years had not
passed since Lidow '’ 767 issued, any broadened clainms sought to

be reissued in Lidow’ 767 were tinmely fil ed.

As far as we can tell, the facts of this case present
a unique issue to us. There is no question that appellants
woul d not have been permtted to broaden the clains of Lidow
725 in a reissue of Lidow ’'725. The question before us is
whet her appel |l ants shoul d be permtted to broaden the clains
of Lidow ' 725 nore than two years after Lidow ’'725 issued by
seeking to reissue themas a reissue of Lidow’'767. W have
concl uded that, under the facts of this case, |ogic and conmon
sense dictates that appellants should not be allowed to
circunvent the clear intent of 35 U S.C. 8§ 251 with respect to

br oadened rei ssue cl ai ns.
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O particular inportance to us is the fact that
appel lants voluntarily chose to prosecute the simlar
i nventions of Lidow '’ 725 and Lidow ' 767 separately. The
deci sion was nmade to prosecute clains having the gate pad
el ectrode section in a new application and to seek a separate
patent on clains having that feature. That is, appellants
voluntarily took the patent having broader clains wthout the
gate pad section and then sought the patent for the narrower
claims having the gate pad section. |In our view, once an
applicant has deliberately nade a |ine of demarcation between
the related inventions of two separate applications, that |ine
of demarcation should be naintained i n subsequent reissue
applications because the applicant deliberately el ected that
line of demarcation. |In other words, for purposes of
determ ning what is “the invention disclosed in the original
patent” [35 U . S.C. § 251], the line of demarcation
intentionally selected by an applicant nust be maintained.

As noted above, all the clainms of Lidow 767 contained
the recitation of a gate pad el ectrode section whereas the

clains of Lidow 725 did not include this feature. Thus,
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appel l ants specifically elected the |line of demarcation

bet ween Lidow ' 767 and Lidow ' 725 to occur at the recitation
of the gate pad el ectrode section. Thus, not only was there
no intent to have clains without the gate pad el ectrode
section in Lidow ' 767, but appellants specifically opted to
take clainms of this breadth in Lidow '’ 725. Therefore, clains
wi thout the gate pad el ectrode section are not directed to
“the invention” of Lidow 767, but rather, are directed to
“the invention” of Lidow '’ 725.

Based on the foregoing discussion, we agree with the
exam ner that broadened reissue clainms 17-28 and 33-39 of this
rei ssue application and reexam nation proceedi ng are not
directed to the invention of Lidow'767. These clains are
correctly viewed as an attenpt to reissue the clainms of Lidow
"725 as noted by the examner. Since this reissue application
was filed nore than two years after Lidow 725 issued and
seeks to broaden the clains of Lidow ' 725, we agree with the
exam ner that these clains run afoul of the broadening
restriction set forth in 35 U S.C. § 251.

The Federal Circuit has recogni zed that the
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determ nation of the propriety of broadened rei ssues requires
bal ancing the rights of inventors to correct their patents
with the rights of the public to rely on the absence of a
br oadeni ng rei ssue application within two years of grant of a

patent. See In re Gaff, 111 F.3d 874, 877, 42 USPQRd 1471,

1474 (Fed. Cir. 1997). The filing of the continuation
application which resulted in Lidow '’ 767 could not have
apprised the public that the clainms of Lidow 725 would stil
be subjected to broadening by reissue outside the first two
years of the grant of Lidow ’'725. Any other result would
permt appellants to blatantly ignore and nullify the
requirenments of 35 U S.C. 8§ 251. Therefore, we sustain the
rejection of clainms 17-28 and 33-39 under 35 U S.C. § 251 as
i mproperly broadening clains of a patent nore than two years
after the patent has been granted.

We now consider the rejections of the clainms under 35
US C 8 103. Inrejecting clains under 35 US.C. § 103, it
i s incunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ@2d 1596, 1598 (Fed. Cr. 1988). 1In
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so doing, the exam ner is expected to nmake the factual

deternm nations set forth in Gahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nmust stem
fromsone teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal Inc. v. Rudkin-W]Iey

Corp., 837 F.2d 1044, 1051, 5 USPQRd 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland Ql, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Cr. 1985), cert. denied, 475 U S. 1017 (1986); ACS

Hospital Systens, Inc. v. Mntefiore Hospital, 732 F.2d 1572,

1577, 221 USPQ 929, 933 (Fed. Cir. 1984). These show ngs by
t he exam ner are an essential part of conplying with the

burden of presenting a prinma facie case of obviousness. Note

In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.

Gr. 1992).
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We consider first all the obviousness rejections based
at least partially on the teachings of Takakuwa. A
substanti al anmount of disagreenent exists between appellants
and requester SGS regarding the translation of Takakuwa from
the original Japanese and what inferences can be drawn from
the translation. It is noted that both appellants and SGS
have provided translations in this nmerged appeal of the
reexam nation proceeding and the rei ssue application and both
have referred to declarations supporting conflicting
interpretations of the various translations. It is inportant
to note that the conpeting declarations not only dispute the
literal translation of the Takakuwa patent, but al so what that
literal translation would have suggested to the artisan at the
time of the filing of the original application for patent.
The exam ner’s rejection denonstrates that he wei ghed the
conflicting evidence of appellants’ experts and of SGS s
experts regarding what is taught or suggested by Takakuwa.
The exam ner decided that he agreed with the opinions

expressed by the experts found by requester SGS.
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Wth respect to the Takakuwa docunent, we are not
satisfied that the Takakuwa translation (any of them teaches
or suggests that which is attributed to it by the exam ner and
requester SGS. As noted above, the evidence at best reflects
only an evenly contradictory view by appellants and the
requester as to what is the correct Takakuwa translation and
what that translation would have suggested to the artisan.

The experts’ interpretations of the Takakuwa docunent are each
not w thout questionable uncertainty. The exam ner has set
forth no reason why requester’s view as to what is taught by
Takakuwa shoul d be considered nore credi bl e than appel |l ants’
evi dence and argunents submtted in opposition to requester’s
position. A rejection under 35 U S.C. §8 103 cannot be based
on an unexpl ai ned preference for the requester’s expert

opi nion wi thout accounting for the evidence submtted by
appellants. Any rejection nust be supported by a clear
factual record.

Wth respect to each of the obviousness rejections on

appeal before us, we are also of the view that the collective
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teachi ngs of the references do not suggest their conbi nation
as proposed by the examner. It is renmarkable what can be
read into prior art references from 1976 usi ng know edge

avai lable in 1998. Qur view of the rejection is that it is
not based only on the clear teachings of the references. The
rejection appears to be a conplicated effort to throw various
bits and pieces together and to rely on a general premse
proposed by the reexam nation requester that the person
skilled in this art could have made the invention. The
rejection basically takes the position that any feature in one
type of sem conductor device was automatically applicable to a
different type of sem conductor device in 1979. Thus, the
exam ner conbi nes teachings fromdifferent types of

sem conductor structures with the only rational e being that
the artisan woul d have recogni zed t he obvi ousness of m xing

t hese teachings. Although we do not doubt that the artisan
provided with the invention on appeal could have fabricated
such a device in 1979, we do not see where the references
relied on suggest all the features of the clained invention

and the notivation to conbine the references as proposed by
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the examner. W have a strong sense that the artisan, even
if provided with all the applied prior art, would not have
cone up with the clainmed invention in 1979 w thout the advance

know edge of what was invented here.

Qur appellate reviewi ng court recently made the

foll ow ng observation in Smths Industries Medical Systens v.

Vital Signs, 183 F.3d 1347, 1356, 51 USPQ2d 1415, 1420-1421

(Fed. Gr. 1999):

[ T]here is no basis for concluding
that an invention woul d have been
obvi ous solely because it is a

conbi nati on of elenents that were
known in the art at the tinme of the
invention. Instead, the rel evant
inquiry is whether there is a reason,
suggestion, or notivation in the prior
art that would | ead one of ordinary
skill in the art to conbine the
references, and that would al so
suggest a reasonable |ikelihood of
success. Such a suggestion or
notivation may conme fromthe
references thensel ves, from know edge
by those skilled in the art that
certain references are of speci al
interest in a field or even fromthe
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nature of the problemto be sol ved.
[ T] he court never identified the
source of the various claim
[imtations in the prior art, nuch
| ess a notivation, teaching or
suggestion to conbi ne them
The exam ner has not persuasively identified in the
prior art relied upon where there is a reason, suggestion or
notivation to make the clai ned conbi nati on.
When making a rejection, it is incunbent on the
examner to refer to specific passages in the prior art
relied

upon and not just a reference as a whole. Cf. dintec

Nutrition Co. v. Baxa Corp., 44 USPQ2d 1719, 1723 n. 16 (N.D

[11. 1997) (where a party points the court to nulti-page
exhibits without citing a specific portion or page, the
court will not pour over the docunents to extract the

rel evant information, citing United States v. Dunkel, 927

F.2d 955, 956 (7th Gr. 1991) (judges do not hunt for
truffles buried in briefs). The examner’s answer in this
appeal is at best an invitation to the board to scour the
record, research any legal theory that cones to mnd, and
serve generally the function of a patent examner. W
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decline the invitation, believing it appropriate for the
examner in the first instance to fully explain why a

rejection is proper. Cf. Ernst Haas Studio, Inc. v. Palm

Press, Inc., 164 F.3d 110, 112, 49 USPQ2d 1377, 1379 (2d

Gr. 1999).

Therefore, for all the reasons di scussed above, the
rejection of clainms 3, 5, 7, 11-16 and 20-39 under 35 U.S. C
§ 103 is not sustai ned.

In summary, the various rejections before us have
been deci ded as fol |l ows:

1. The rejection of clains 1-39 under 35 U.S.C. §
251 as based on defective declarations has been reversed.

2. The rejection of clainms 9-39 under 35 U S.C. 8§
112, first paragraph, is affirmed as to clains 9-17, 19, 20,
22, 23, 25, 26, 28, 29/9, 29/11, 30/9, 30/11, 30/13, 31/15,
32/ 15 and 33-39, but is reversed as to clainms 18, 21, 24 and
27.

3. The rejection of clainms 17-28 and 33-39 under 35
U S C 8§ 251 as inproperly seeking to broaden the invention

of a patent through reissue nore than two years after the
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patent has issued is affirned.

4. The rejections of claims 3, 5, 7,

11-16 and 20- 39

under 35 U.S.C. 8 103 based on various conbi nati ons of prior

art are all reversed.

Accordingly, the decision of the exam ner rejecting

claims 1-39 is affirmed-in-part.
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