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DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s final
rejection of clains 44-48, 55-76, 79, 82, 85, 88, 91, 94, 97
and 100. dCains 89, 90, 92, 93, 95, 96, 98 and 99 have been
al | owed. Dependent clains 77, 78, 80, 81, 83, 84, 86 and 87
have been objected to as depending fromrejected clains, but
ot herwi se indicated as being allowable if rewitten in

i ndependent formto include the limtations of the base clains
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from which they

depend. Clains 1-19, 22-39 and 42, 43, 49-54 and 101-112, the

only other claims remaining in the application, have been

wi t hdrawn from further consideration pursuant to 37 CFR

8§ 1.142(b) as not being readable in the elected invention.
Appellant’s invention pertains to a kit and nmethod for

“permt[ting] a non-artist to easily transfer outlines of

wor ks of art, cartoon characters, or any graphic imges, to

surfaces of objects such as walls, ceilings, or doors”

(specification, page 4). Independent clains 56 and 44, copies

of which are found in an attachment to appellant’s brief, are

representative of the claimed kit and nethod, respectively.
The references applied by the exam ner in the final

rejection are:

M | ne 3, 284, 927 Nov. 15, 1966
Canni ng et al. (Canning) 3, 760,973 Sep. 25,
1973
DePauw 3, 815, 265 Jun. 11, 1974
Dowzal | et al. (Dowzall) 4,941, 520 Jul . 17,
1990

Mayer, "The Artist's Handbook Of Materials and Techni ques”,
fourth ed., published by The Vi king Press, New York (August,
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1986) .

Ral ph Lauren Brochure (Admtted Prior Art).

The follow ng rejections are before us for review

(a) clains 44-48, 55-63 and 69-72, rejected under 35
U S C
8§ 112, first paragraph, “as containing subject matter which
was not described in the specification is such a way as to
reasonably convey to one skilled in the relevant art that the
inventor(s), at the tinme the application was filed, had
possessi on of the clainmed invention” (final rejection, page
34

(b) clains 44-47, 55-63 and 69-72, rejected under 35
U S.C. 8 103 as being unpatentable over Mayer in view of MIne
and DePauw,

(c) claim48, rejected under 35 U.S.C. § 103 as being

1Although the statement of this ground of rejection does not appear in
the examner’'s answer, it is clear fromthe record (see, for exanple, pages
13-14 of the brief and pages 6-7 of the answer) that it is being naintained on
appeal .
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unpat ent abl e over Mayer in view of M| ne, DePauw and Canni ng;
(d) claims 64 and 73, rejected under 35 U. S.C. 8§ 103 as
bei ng unpatentable over Mayer in view of MIne, DePauw and
Dowzal | ;
(e) clainms 65-68 and 74-76, rejected under 35 U.S.C. 8§
103 as bei ng unpatentabl e over Mayer in view of M| ne, DePauw,

Dowzal | and Canni ng; and

(f) claims 79, 82, 85, 88, 91, 94, 97 and 100, rejected
under 35 U.S.C. 8 103 as being unpatentable over Mayer in view
of M I ne, DePauw, Dowzall and Ral ph Lauren Paints.

In addition to seeking review of the foregoing
rej ections, appellant has raised as issues in the appeal the
propriety of (1) the examner’s wi thdrawal of clainms 101-112
from consi deration pursuant to 37 CFR 8 1.142(b) and (2) the
exam ner’s objection to the drawings for not showi ng “the
manner in which the ampunts of paint are specified and the
| abel showing the plurality of paints” (final rejection,
sentence spanni ng pages 2-3). Under 35 U.S.C. § 134 and 37
CFR 8 1.191, appeals to the Board of Patent Appeals and

I nterferences are taken fromthe decision of the primary
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exam ner to reject clains. We exercise no general supervisory
power over the exam ning corps, and decisions of primry

exam ners withdrawing clainms from consideration and objecting
to the content of drawi ngs are not subject to our review  See
MPEP 88 1002.02 and 1201; In re Hengehold, 440 F.2d 1395,

1404, 169 USPQ 473, 479 (CCPA 1971) (restriction requirenment

is a procedural matter not reviewabl e by appeal);

conpare In re Mndick, 371 F.2d 892, 894, 152 USPQ 566, 568
(CCPA 1967) (matters within the exam ner’s discretion, such as
refusal to enter anmendnent after final rejection, are
revi ewabl e by petition to the Comm ssioner (now, Director)).
Thus, the relief sought by appell ant would have properly been
presented by a petition to the Director under 37 CFR § 1.181,
and we shall not review or further discuss the exam ner’s
actions in these matters.

Appel l ant’ s argunents on pages 16-18 of the brief

regardi ng the Warnman patent, of record, are also noted. These
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arguments are inappropriate and will not be consi dered because
the exam ner is not relying on this patent in rejecting the
appeal ed clains. See page 9 of the answer.
Rej ection (a)

The rejection of clainms 44-48, 55-63, 69-72 under the
first paragraph of 35 U S.C. § 112 is founded on the
exam ner’s reading of these clains as requiring that the
tangi bl e nmedium that specifies the anpbunts of paint needed for
each paint is a nediumthat is separate and distinct fromthe
col or/ shading matchi ng card. According to the exam ner (final

rejection, page 3), the

original disclosure does not describe such a separate tangible
medi um for the ampbunts of paint needed.

Wth respect to the description requirenment found in the
first paragraph of 35 U S.C. § 112, the test for determ ning
conpliance therewith “is whether the disclosure of the
application as originally filed reasonably conveys to the

artisan that the inventor had possession at that tine of the
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| ater clainmed subject matter, rather than the presence or
absence of literal support in the specification for the claim
| anguage.” In re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089,
1096 (Fed. Cir. 1983) (enphasis added).

At the outset, it is our view that several of the clains
of this grouping (e.g., nethod claim44) do not require a
tangi bl e nmedium that specifies the anpbunts of paint needed
which is separate froma col or/shadi ng matchi ng card.
Accordingly, the exam ner’s 8§ 112, first paragraph, rejection
fails at the outset with respect to such clains because it is
not directed to the clainmed subject matter. |In any event,
assum ng arguendo that the clainms do require a nmedi umthat
specifies the amounts of paint needed which is separate from

the medium that specifies the

col or/shading of the paints, we find support for such an
arrangenent at page 11, lines 9-19, of the specification,
wherein it is stated that the col or/shading matching card 120

may i nclude the actual color of the paint and amounts needed
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for each type of paint, or alternatively, the information
concerni ng col or and/or shadi ng can be provided on anot her
tangi bl e medi um such as on the first side 132a of sheet 132 or
on a video tape or audiotape. Clearly, the described
al ternative arrangenent of providing information concerning
col or and/or shadi ng on another tangible nediumrelative to
the card 120 would result in a tangi ble medium (i.e., card
120) specifying anpbunts of paint needed that is separate from
a tangi bl e medi um (sheet 132, a video tape or audi otape) that
provi des col or/shadi ng i nformation.

Accordingly, we shall not sustain the standing rejection
of clains 44-48, 55-63, 69-72 under the first paragraph of 35
UsS C § 112.

Rej ection (b)

| ndependent claim44 is directed to a nethod including
the step of “specifying anpbunts needed for each of the
plurality of paints of the mural.” |Independent article claim

56 is directed
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to a kit wherein “a third tangi ble mediumis provided which
speci fies anobunts needed for each of the plurality of paints
of the mural.” The other method and article clainms in this
grouping include simlar claimlanguage. 1In rejecting the
claims of this grouping as being unpatentable over Mayer in
view of M| ne and DePauw, the exam ner has advanced severa
theories as to why this claimrecitati on does not patentably
di stingui sh over the applied prior art.

First, it appears to be the exam ner’s view (final
rejection, pages 5-6) that the disclosure in DePauw of m xing
specified proportions of primary col ors and black and white to
create secondary colors is sufficient to neet this [imtation.
However, specifying the proportion of a color to be mxed to
achi eve another color, as taught by DePauw, relates to the
rel ati onshi p between quantities such that if the one col or
varies then the others vary in an anmount dependent on the
first, whereas the clains call for specifying the anounts
(i.e., total quantities) needed for each of the plurality of
paints of the nmural. Since specifying proportions of colors

to be used is not the same as specifying anobunts of paints to
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be used, the exam ner's first theory of the obviousness is not

wel | taken.

Second, the exam ner notes that Mayer discloses a process
for painting nmurals that includes providing a small sized
pi cture of the conpleted version of mural. The exam ner
posits that “the conpleted picture of the mural would al so be
sufficient to read on specifying . . . the amount of paint to
be used” (final rejection page 11). The exani ner further
opi nes t hat

t he amounts of paint to be used can be seen and

extrapol ated fromthe drawi ng of the conpl eted

version of the mural. Since not [sic, no] specific

di scussion with regard to the units or means for

measuri ng these anounts have been provided,

certainly a basic anount can be understood by an

ordinarily skilled person (i.e. alot or alittle),

as to relative and approxi mate anmounts of paint to

be used, based on the anount needed as shown on the

conpleted picture of the nural. [Final rejection,

page 12.]

We do not consider that the ability of a person to | ook
at a downsi zed nodel of the final nural and make a
determ nation that either “a lot” or “a little” of a

particular color is to be used is sufficient to satisfy the

claimrecitation of specifying the anmounts needed for each of

10
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the plurality of paints of the nmural. As aptly pointed out by
appel l ant on page 19 of the brief, what the exam ner seens to
be saying is that it would have been obvious to “figure out”

t he ampunts needed from the downsi zed nodel of the fina

mural . However, |ike appellant, we

sinply do not agree with this conclusion. From our
perspective, the conbined teachings of the applied references
do not, either expressly or inplicitly, suggest specifying the
ampunts (i.e., total quantities) needed for each of the
plurality of paints of the mural. Thus, the exam ner’s second
t heory of obviousness also is not well taken.

Third, the exam ner appears to be of the view (see, for
example, final rejection, page 12) that specifying the amunts
of paint needed for each of the paints of the nural has not
been di scl osed by appellant as being a critical or essential
feature of the invention, and that accordingly this feature
cannot be relied upon to patentably distinguish over the prior
art. However, this theory fails at the outset because

criticality is not a requirement of patentability. See W L.

11
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Gore & Assocs. v. @Grlock, Inc., 721 F.2d 1540, 1556, 220 USPQ

303, 315 (Fed. Cir. 1983), cert. denied, 469 U S. 851 (1984).
Finally, the exam ner contends that specifying the

ampunts of paint to be used “would be the nmere statenent of

t hat which could be obviously, if not inherently, known to an

ordinarily skilled artisan, certainly not a patently [sic]

di stinct and

uni que feature over the prior art” (answer, page 10).

Rej ecti ons based on 35 U.S.C. § 103 nust rest on a factual

basi s. In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 177-
78 (CCPA 1967), cert. denied, 389 U.S. 1057 (1968). In making
such a rejection, the exam ner has the initial duty of
supplying the requisite factual basis and may not, because of
doubts that the invention is patentable, resort to
specul ati on, unfounded assunpti ons or hindsight reconstruction
to supply deficiencies in the factual basis. 1d. 1In the

present case, the exam ner has failed to advance any factual

12
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basis to support the conclusion that it would have been
obvious to one of ordinary skill in the art to nodify the
applied prior art references in a manner which would have
resulted in specifying amounts needed for each of the
plurality of paints of the nmural. The nere fact that the
prior art could be so nodified would not have made the
nodi fi cation obvious unless the prior art suggested the
desirability of the nodification (see In re Gordon, 733 F.2d
900, 902, 221 USPQ 1125, 1127 (Fed. Cir. 1984)). Here, the
references applied by the exam ner contains no such

suggesti on.

In Iight of the foregoing, we shall not sustain the
standing 35 U.S.C. 8 103 rejection of clainms 44-47, 55-63 and
69-72 as being unpatentable over Mayer in view of MIne and

DePauw.
Rej ections (c) and (d)

Claim 48 stands rejected as being unpatentable further in

13
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vi ew of Canning, and clains 64 and 73 stand rejected as being
unpatentable further in view of Dowzall. Each of these
claims, through their dependency, includes recitations
concerni ng speci fying ampunts of paint needed for each of the
plurality of paints of the mural. W have carefully reviewed
t he Canning and Dowzal|l references additionally relied upon in
these rejections but find nothing therein which nakes up for
t he deficiencies of Mayer, M I ne and DePauw in this regard.
Accordingly, we also shall not sustain the standing § 103
rejections of these clains.

Rej ection (e)

Cl aims 65-68 and 74-76 stand rejected as being
unpat ent abl e over Mayer in view of MIne, DePauw, Dowzall and
Canni ng.

Clainms 65, 68 and 74 of this grouping include recitations
about specifying anounts of paint needed for each of the

plurality of paints of the mural, which, as indicated above,

are not taught by the applied references. Thus, the standing

14
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8 103 rejections of clains 65, 68 and 74 shall not be
sust ai ned.

Clains 66, 67, 75 and 76, on the other hand, do not
i nclude any recitation about specifying amunts of paint
needed to paint the nural, and thus the rejection of these
clainms requires further analysis.? Wth respect to these
clainms, appellant’s argunents in favor of patentability are
found on page 14 of the brief, where appellant presents
argunments directed agai nst the basic conbination of Myer,
M | ne and DePauw, and on pages 15-16 of the brief, where
appel  ant presents argunents directed against the examner’s
further reliance on Dowzall and Canning. W note at the
outset that these argunents are very general. For exanple, on
page 14 of the brief, appellant notes the claimlimtations
“providing instructions . . . on howto paint a nural” and
“providing a picture of a conpleted version of the nural,”

(enphasis original) and nerely argues that the exam ner’s

2 Since clains 66, 67, 75 and 76 do not contain any recitation about
speci fying anounts of paint needed to paint the nural, appellant’s extensive
argunents on pages 18-22 regarding that term nology do not apply. Likew se,
appel l ant’ s argunent in section XlI| of the brief spanning pages 22 and 23 do
not apply to clains 66, 67, 75 and 76 because said clains do not contain the
“col or sanples froma paint manufacturer” term nology argued in section XlI.

15
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basi ¢ combi nati on of Mayer, M I ne and DePauw “does not satisfy
these limtations and other[] [unspecified |imtations] of the
claims.” On pages 15-16 of the brief, appellant’s argunent
mrrors the above argunent in that appellant nerely contends
that “[n]one of the combination of Mayer, M| ne, Depauw,
Dowzal | and/or Canning et al. disclose instructions for

pai nting a nmural or discloses a conpleted picture of the
mural, required by clains 65, 66-68, and 74-76" (enphasis in
original). These argunents are not persuasive.?

The Mayer reference applied in the rejection of these
claims pertains to nural painting. Anmong other things, Mayer
informs the artisan that the technical requirenments for nural
painting are simlar to those for oil and tenpera easel
pi cture painting (page 316), that the nural painter, before

conmmenci hg work, assenbles “a rather conplete set of plans,

3\ are aware that clains 66, 67, 75 and 76 contain limtations
regardi ng providing neasuring cups having tick marks and seal able lids for
said cups. However, appellant does not argue these limtations as differences
and thus it will be assuned that they do not patentably distinguish over the
exam ner’s reference conbination. Cf. In re Baxter Travenol Labs, 952 F.2d
388, 391, 21 USP@d 1281, 1285 (Fed. Cr. 1991) (“It is not the function of
this court to examne the clains in greater detail than argued by an
appel | ant, | ooking for nonobvious distinctions over the prior art.”); Inre
Wseman, 596 F.2d 1019, 1022, 201 USPQ 658, 661 (CCPA 1979) (argunents rmnust
first be presented to the Board).

16



Appeal No. 2000-0873
Application No. 08/975, 983

usually including a visualization of the entire painting drawn
to scale in full color” (pages 331-332), and that the scale
drawing is then enlarged and the inmage transferred to the wall

(page 332).

The MIne reference is directed to a picture painting
kit, and in particular to a picture painting kit that all ows
an untrai ned person in the production of fully-col ored
pai ntings a degree of artistic license by providing that the
user m x paints to achieve another desired color. MIlne' s kit
includes a fully saturated col or reproduction 27 of a scene to
be painted by the user, an unsaturated col or reproduction 31
of the same scene, a plurality of paint tubes 36, and
instructions 37 “which describe the manner of m xing col ours
and the nethod of applying such colours to the reproduction
31" (colum 3, lines 23-25).

Based on these prior art teachings, we consider that it
woul d have been obvious to one of ordinary skill in the art at
the time of appellant’s invention to adopt the picture
painting kit of MIne to allow an untrai ned person to
reproduce a scene as a |large-scale wall nural in order to

17
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enhance the appearance and aesthetics of a building structure,
suggestion for the above being found in the express teachings
of Mayer that the technical requirenents for nural painting
are simlar to those for easel picture painting, and in the
inplicit teachings of Mayer regarding the artistic val ue of

mural paintings. Based on the

fact that MIne's kit includes instruction on how to proceed
in reproducing the easel picture, it is our viewthat in so
adopting MIne's kit, the resulting kit would provide
instructions on how to paint a nmural. Furthernore, based on
the fact that both M| ne and Mayer teach providing a picture
of the conpleted version of the finished picture, it is also
our view that in so adopting MIlne's kit, the resulting kit
woul d provide a picture of a conpleted version of the nural.
Appel l ant’s argunents to the contrary are not persuasive

because they do not take into account what the conbi ned

t eachi ngs of the references would have suggested to one of

18
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ordinary skill in the art.*

Accordingly, as argued, we shall sustain the exam ner’s
rejection of clains 66, 67, 75 and 76 as bei ng unpatentabl e
over Mayer in view of MIne, DePauw, Dowzall and Canni ng.

Rej ection (f)

Clainms 79, 82, 85, 88, 91, 94, 97 and 100 stand rejected

as bei ng unpatentable over Mayer in view of M| ne, DePauw, and

Ral ph Lauren Paints.

Clainms 79, 82, 85 and 88 of this grouping include
recitations about specifying amunts of paint needed for each
of the plurality of paints of the nmural. W have reviewed the
Ral ph Lauren Paints reference additionally relied upon by the
exam ner in this ground of rejections, and conclude that it
does not make up for the deficiencies of Mayer, MIne and
DePauw in this regard. Accordingly, the standing § 103

rejections of clainms 79, 82, 85 and 88 shall not be sustained.

“1nre Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981) (“The
test for obviousness is not . . . that the claimed invention nust be expressly
suggested in any one or all of the references. Rather, it is what the
conbi ned teachings of the references woul d have suggested to those of ordinary
skill in the art.”)
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Clains 91, 94, 97 and 100, on the other hand, do not

i nclude any recitation about specifying amunts of paint
needed to paint the nural, and thus the rejection of these
clainms requires further analysis.® Wth respect to these
clainms, appellant’s argunent in favor of patentability is
found on page 16 of the brief, and is set forth as follows in
its entirety:

The Ral ph Lauren Reference does not refer to nurals.

There is no indication of painting a wall with a

plurality of colors. Ralph Lauren deals with

textures to apply to a wall not nural inmages.

Thus, none of the conbination of Mayer, M ne,
Depauw, and Ral ph Lauren discloses instructions for

painting a nmural or discloses a conpleted picture of
the nmural, required by clainms 65, 66-68, and 74-76.

Clearly, the conbination of Mayer, M ne, Depauw
and Ral ph Lauren does not satisfy the limtations of
claims 65, 66-68, and 74-76.

These argunents are not well taken.
Representative claim94 is directed to a kit conprising

(1) instructions in a first tangi ble nedium on how to paint a

mural on a wall, (2) a picture of a conpleted version of the

5% with clains 66, 67, 75 and 76, the argunents on pages 18-23 of
appel lant’ s brief do not apply to clainms 91, 94, 97 and 100.
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mural, (3) a plurality of col or sanples provided in a second
tangi bl e nmedium distinct fromthe picture and having the sane
colors as the paints of the mural, and (4) a third tangible
medi um i dentifying a nane of a paint manufacturer |ine of
paints for use in painting the mural

As to items (1) and (2) of the clainmed kit, for the
reasons di scussed above in connection with the rejection of
claims 66, 67, 75 and 76, it would have been obvious in view
of Mayer to adopt the picture painting kit of Mlne to allow a
user to reproduce a scene as a large-scale wall nural, and in
the process provide a kit having itens (1) and (2).
Concerning item (3), DePauw relates to a device for teaching
color mxing in a coordi nated manner, and includes a m Xi ng
tray 10, a plurality of paints in squeeze bottles, and a

m xing chart (Figure 6) having a

color scale and indicia thereon for denonstrating how col ors
can be m xed to obtain other colors. Based on MIne's
teaching of including in the kit instructions that informthe

user of howto mx paints (colum 3, lines 30-35), and
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DePauw s teaching of providing in its color mxing kit a

m xi ng chart having a color scale and indicia thereon to
facilitate m xing colors, it would have been further obvious
to provide item (3) in MIne's kit to achi eve DePauw s purpose
of facilitating the mxing of colors. As to item(4), as is
apparent from our reproduction of appellant’s argunents in
favor of the patentability of the clainms of this grouping,
appel l ant has not argued item (4) with any reasonabl e degree
of specificity as a basis of distinction over the applied
prior art. In any event, we are in accord with the examner’s
bottom line determ nation that it would have been obvious to
provide item (4) in a nural painting kit since, from our
perspective, it would have been obvious to provide the paint
tubes 36 of MIne with indicia as to their manufacturer (e.g.,
brand name), which indicia would satisfy the “third tangible

mediun? limtation of claim94 as broadly clai ned.

For these reasons, we shall sustain the exam ner’s

rejection of claim94 as being unpatentable over Mayer in view

22



Appeal No. 2000-0873
Application No. 08/975, 983

of M I ne, DePauw and Ral ph Lauren Paints. W also shal
sustain the examner’s rejection of clains 91, 97 and 100
since appellant as not separately argued these clains apart
fromclaim94. See, for exanple, Inre Dillon, 919 F.2d 688,
692, 16 USPQ2d 1897, 1900 (Fed. Cir. 1990) (in banc), cert.
denied, 500 U.S. 904 (1991); In re Kroekel, 803 F.2d 705,
709, 231 USPQ 640, 642-43 (Fed. Cir. 1986).
Summary

The rejection of clainms 44-48, 55-63 and 69-72, under 35
U S C 8§ 112, first paragraph, is reversed.

The rejections of clainms 44-48, 55-76, 79, 82, 85, 88,
91, 94, 97 and 100 under 35 U.S.C. 8 103 are reversed as to
clainms 44-48, 55-65, 68-74, 79, 82, 85 and 88, but are
affirmed as to claims 66, 67, 75, 76, 91, 94, 97 and 100.

The decision of the exam ner is affirnmed-in-part.
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No tine period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
Af firmed-in-part
NEAL E. ABRAMS )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
LAWRENCE J. STAAB ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
JENNI FER D. BAHR )
Adm ni strative Patent Judge )
ljs/vsh
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