The opinion in support of the decision being entered today was not witten
for publication and is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
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Ex parte SHERYAR DURRAN
and LARRY RCDGER WARNER
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Application No. 08/821,176

ON BRI EF

Bef ore CALVERT, STAAB, and BAHR, Adm nistrative Patent Judges.

STAAB, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe final rejection

of clainms 1-11, all the clainms pending in the application.?

The amendnent filed Novenber 23, 1998 (Paper No. 7),
whi |l e approved for entry by the exam ner (see the advisory
|l etter mail ed Decenber 2, 1998 (Paper No. 8)), has not been
physically entered. Upon return of this application to the
exam ner’s jurisdiction, this oversight should be corrected.
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Appel l ants’ invention pertains to a nodul ar steering
wheel and airbag conbination, and in particular to a worm gear
drive arrangenent for attaching said conbination to the
steering colum of a vehicle. A further understanding of the
i nvention can be derived froma reading of exenplary claiml,
a copy of which appears in the appendi x to appellants’
suppl enental brief.

By way of background, the present application is a
continuation-in-part of U S Patent 5,692,770 to Schar boneau.
The Schar boneau patent |ists four (4) coinventors, one of
whom Sheryar Durrani, is also listed as one of the two (2)
coi nventors of the present application. Thus, the present
application and the Scharboneau patent share one conmon
i nventor, nanely Sheryar Durrani. As a further point of
i nformati on, the present application and the Scharboneau
patent currently are not commonly assigned. The specification
of the present application includes all of the subject matter
di scl osed in the Scharboneau patent, and in addition includes
Figures 16 and 17 drawn to anot her arrangenent for attaching
t he nodul ar steering wheel and airbag conbination to a
steering colum. The present application and the Scharboneau
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patent are both related to and based upon provisiona

application No. 60/003,934, filed Septenber 15, 1995.

The sole reference relied upon by the examner in the
final rejection is:

Schar boneau et al. (Scharboneau) 5,692,770 Dec.
1997

(filing date Cct. 24,
1995)

Clains 1-11 stand rejected under 35 U. S.C. § 102(e) as
bei ng anti ci pated by Scharboneau.

Clainms 1-11 stand further rejected under the judicially
created doctrine of double patenting over the clains of
Schar boneau “since the [appealed] clains, if allowed, would
i nproperly extend the ‘right to exclude’ already granted in
the patent” (answer, page 3).

Ref erence is nade to appellants’ main, supplenental and
reply briefs (Paper Nos. 11, 17 and 22) and to the exam ner’s
answer (Paper No. 20) for the respective positions of
appel l ants and the exam ner regarding the nerits of these

rej ections.

The Doubl e Patenting Rejection
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We shall take up first for consideration the double
patenting rejection based on the Scharboneau patent.

At the outset, we observe that during exam nation of the
parent application, the PTO nade a restriction requirenent
requiring applicants therein to elect for prosecution in that
case clains directed to either a nodul ar steering wheel and
ai rbag conbi nati on or a nmethod of assenbling a steering whee
and airbag. Applicants elected to prosecute the clains
directed to the nodul ar steering wheel and airbag conbi nation.
In that the above noted restriction requirenment did not
i nvolve restriction between the various aspects of the nodul ar
steering wheel and airbag conbination clainmed in the
Schar boneau patent and the present application, and in that
the subject matter clainmed in the present application is, for
the nost part, also disclosed in the application that natured
into the Scharboneau patent, it appears that, as a broad
proposi tion, appellants were not prevented by the restriction

requi renment made in the parent application fromclaimng the
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subject matter of the presently appealed clains in the parent

application.?

Looki ng at the examiner’s rationale in rejecting the
appeal ed clains under the judicially created doctrine of
doubl e patenting, the exam ner states (answer, pages 3-4):

The subject nmatter clained in the instant
application is fully disclosed in the patent and is
covered by the patent since the patent and the
application are claimng common subject natter.

That is, both the clainms of the patent and the
application claima nodul ar steering wheel and

ai rbag conbi nati on conprising a steering whee
assenbly and an airbag assenbly wherein the steering
wheel assenbly includes a hub plate and “structure
to secure the hub plate to a steering colum.”

Furthernore, there is no apparent reason why the
appl i cant was prevented from presenting cl ai ns
corresponding to those of the instant application

2l n conparing the disclosures of the parent application
and the present continuation-in-part application, we
appreciate that Figures 16 and 17 and the portions of the
specification describing said figures were added to the
di scl osure of the present application. Accordingly, to the
extent any of the presently appealed clains are directed to
features disclosed exclusively in Figures 16 and 17, such
cl ai ms obviously could not have been presented in the parent
appl i cation.
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during prosecution of the application which natured
into a patent. In re Schneller, 397 F.2d 350, 158
USPQ 210 (CCPA 1968). See also MPEP § 804. The
exam ner notes that the patent disclosure provides
full support for the clainms of the instant

application, i.e. the clains of the instant
application read on at least figure 5 and 6A of the
pat ent .

Appel | ants argue on pages 8-10 of the nmain brief that the
present case is distinguishable fromlIn re Schneller in that
here there are several reasons why clains corresponding to the
appeal ed cl ainms could not have been presented during
prosecution of the application that matured into the
Schar boneau patent. Specifically, appellants argue that (1)
the clains in the present application will not lead to an
unjustified tine wi se extension of the right to excl ude
granted in the Scharboneau patent because any clains all owed
fromthe present application will expire on the sane date as
the clains of the Scharboneau patent, (2) “the present
application is exactly the ‘exanple’ set forth iniIn re
Schnel l er of when two separate applications are appropriate
[ because] [t]he inventors of the present application are not
the inventors of the [Scharboneau] patent” (main brief, page

9), and (3) the Scharboneau patent and the present application
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are not commonly assigned, such that “[t]he clainms in the
present application could not have been made in the

[ Scharboneau] patent. Thus, it was necessary to claimthe
i nventions in separate applications” (main brief, page 10).

In the position we take infra in deciding the propriety
of the exam ner’s double patenting rejection, it is not
necessary for us to deci de whether any of the above noted
argunments constitute a sufficient reason why clains
corresponding to the appeal ed clains could not have been
presented during prosecution of the application that matured
into the Scharboneau patent. Accordingly, we need not address
t he above noted argunents.

The di scussion in the MPEP concerning Schneller-type
doubl e patent rejections indicates that rejections of this
type are based on certain “unique circunstances.” Taking a
closer ook at the facts in Schneller, the applicant therein
had stated that the preferred and best node of practicing the
i nvention was a conbi nation of elenents the court designated
ABCXY, of which the conbination ABC was old. In the patent

that fornmed the basis for the rejection, the clains were
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directed to BCX and ABCX using the open “conprising” format.
In the continuing application under rejection, the clains were
directed to the conbinati ons ABCY and ABCXY. In affirmng the
exam ner’ s doubl e patenting rejection, the court stated at 397
F.2d 355-56, 158 USPQ 216 that:
The conbi nati on ABC was old. He [Schneller]
made two i nprovenents on it, (1) adding X and (2)
adding Y, the result still being a unitary clip of
enhanced utility. While his invention can be
practiced in the forns ABCX or ABCY, the greatest
advant age and best node of practicing the invention
as disclosed is obtained by using both inventions in
t he conbi nati on ABCXY. . . . Anyone undertaking to
utilize what [Schneller] disclosed in the patent
in the preferred and only formin which he
descri bed these clips, would thus run afoul of a

still unexpired patent if the appealed clains were
allowed. [Iltalics in original.]

Thus, anong the “uni que circunstances” present in Schneller

was the circunstance that the preferred and only forns of the

i nvention disclosed by applicant were covered by both the

patent clains and the clains of the application under appeal.
Turning to the present application, the invention

di scl osed in the Scharboneau patent and the continuation-in-

part application is a nodul ar steering wheel and airbag

conmbi nation. The conbi nati on may be regarded as conprising a
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plurality of elenents, nanely, a steering wheel assenbly (A
conprising several subelenents, an airbag assenbly (B)
conprising several subelenents, neans (C) for securing the
subel enents of the steering wheel assenbly together, nmeans (D)
for securing the steering wheel assenbly and airbag assenbly
together, and neans (E) for securing the assenbl ed steering
wheel and airbag conbination as a unit to a steering columm.
The Schar boneau patent discloses three (3) enbodi nents of E,
nanely, the enbodi nent E, of Figures 9A and 10, the enbodi nent
E, of Figures 7 and 8, and the enbodi nent E, of Figures 5, 6A
and 6C. The clainms of the Scharboneau patent include three

I ndependent clains: claiml, directed to the conbinati on ABCE,
where E is generically clainmed; claim5, directed to the

conbi nati on of ABDE, where E is once again generically
claimed; and claim8, directed to the conbinati on ABE,, where
the specific enbodinent E, is clainmed. The disclosure of the
present application includes everything disclosed in the

Schar boneau patent, and al so di scl oses an additiona

enbodi nent E,, see Figures 16 and 17, for securing the
assenbl ed steering wheel and airbag conbination as a unit to a
steering colum. The clainms of the present application
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i nclude two i ndependent clainms: claiml, directed to the
conbi nati on ABE,,,, where the claimis readable on both E; and
E, but not E, or E,; and claim 103 directed to ABE,,, Wwhere the
claimis once again readable on both E, and E, but not E, or E,.
Upon side by side conparison of the clains of the present
application and the Scharboneau patent, it is clear to us that
the concerns voiced by the court in Schneller that |led the
court to conclude that issuance of a second patent would | ead
to an unjustified tine wi se extension of the right to excl ude
do not exist here. This is so primarily because several ways
are disclosed in the Scharboneau patent for practicing the
i nvention thereof, but only one of said ways is specifically
claimed therein. Thus, upon expiration of the Scharboneau
patent, the public would be free to practice the invention of
the i ndependent clainms of the patent by using either E, or E,
notwi t hstandi ng that appellants in the present application

m ght have the right to exclude others from maki ng, using, or

3Claim 10 also calls for “a plastic cover integrally
nol ded to said steering wheel and over said airbag assenbly,”
which limtation, for purposes of this appeal, we consider to
be irrelevant to the double patenting issues raised in this
appeal .
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selling subject nmatter corresponding to appealed clains 1 and
10. In short, the fact pattern presented here sinply does not
conformto the “unique circunstances” present in Schneller,
such that the rationale used by the court in Schneller in
affirmng the examner’s rejection is not applicable here.

In light of the foregoing, we shall not sustain the
doubl e patenting rejection of the appeal ed cl ai ns.

The 35 U.S.C. 8 102(e) Rejection

In rejecting the appeal ed clains as being antici pated by
t he Scharboneau patent, the exam ner states that “[b]ased upon
the earlier effective U S. filing date of the .
[ Scharboneau patent], it constitutes prior art under 35 U S. C
§ 102(e)” (answer, page 3).

We cannot accept this position. As set forth in 35
UusS. C
8§ 120, in order for a claimin a continuing application to
receive the benefit of an earlier filed parent case, the
subject matter of that claimnmnust be disclosed in the nanner
provi ded by the first paragraph of 35 U S.C. § 112 in the

parent case. That is, in order to claimbenefit of earlier
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filing, there nmust be descriptive support within the nmeaning
of the first paragraph of 35 U S.C. 8§ 112 in the parent case

for the subject matter claimed in the continuing application.

Here, the disclosures of the Scharboneau patent and the
present application are for the nost part the sane in that the
only subject matter in the present application that does not
al so appear in the Scharboneau patent is Figures 16 and 17 and
the portions of the specification relating to these figures.
Concerning the appealed clains, either a claimis directed to
subject matter disclosed in the parent Scharboneau patent or
it is not. As to aclaimdirected to subject matter fully
di scl osed in the parent Scharboneau patent, said claimwould
have an effective filing that coincides with the 35 U S.C. §
102(e) date of the patent, such that the 35 U S.C. § 102(e)
date of the patent would not predate the effective filing date
of the claim and the Scharboneau patent woul d not constitute
prior art as to said claim On the other hand, a claim
directed to subject matter that is not fully disclosed in the

parent Scharboneau patent (e.g., a claimspecifically directed

12



Appeal No. 00-0910
Application No. 08/821,176

to the Figures 16 and 17 enbodi nent) woul d have an effective
filing date that corresponds to the filing date of the
conti nuing application,* such that the 35 U . S.C. § 102(e) date
of the Scharboneau patent in that instance would predate the
effective filing date of the claim However, the Scharboneau
pat ent under those circunstances would not anticipate the
cl ai m because the subject matter to which the claimis
directed is not disclosed in the Scharboneau patent. Thus, in
ei ther case, the Scharboneau patent would not constitute a
proper anticipatory reference.?

We therefore shall not sustain the anticipation rejection

of the appeal ed cl ai ns based on Scharboneau.

‘See I n re Van Langenhoven, 458 F.2d 132, 137, 173 USPQ
426, 429 (CCPA 1972) (As to any given clai med subject nmatter,
only one effective date is applicable; the fact that sone
el ements of a claimhave descriptive support in a parent
appl i cati on does not change the result.)

°In that the effective filing date of any appeal ed cl ai m
directed specifically to the enbodi nent of Figures 16 and 17
woul d be the filing date of the present continuing
application, the exam ner may wi sh to consi der whet her any
such cl ai m woul d have been obvious under 35 U.S.C. §8 103 in
view of the disclosure of the Scharboneau patent.
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Concl usi on

Nei t her of the standing rejections of the appeal ed cl ains
i s sustai nabl e.
The decision of the examner is therefore reversed.

REVERSED

JENNI FER D. BAHR
Adm ni strative Patent Judge

| AN A, CALVERT )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
LAVRENCE J. STAAB ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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