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RUGE ERO, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal fromthe final rejection
of clainms 1 and 4-17, which are all of the clains pending in
the present application. Cains 2 and 3 have been cancel ed.
An anmendnent filed June 4, 1999 after final rejection was
approved for entry by the Exam ner. At page 4 of the Answer,
t he Exam ner has indicated that, on reconsideration of the

rejection in view of argunents presented by Appellants in the
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Brief, dependent clains 12-16 contain allowabl e subject matter
subject to being rewitten in independent formto include al
the limtations of their parent clainms. Accordingly, only the
rejection of clainms 1, 4-11, and 17 is before us on appeal.

The clainmed invention relates to a sel f-contai ned hands
free electrical signal nmeasurenent device in which a system
unit having a central processing unit (CPU and a speech
recognition systemis carried on or attached to the person of
a technician. |In operation, the technician connects a test
probe to an electrical test point and operates the neasurenent
devi ce by issuing spoken conmands. The speech recognition
systemresponds to the spoken conmands to direct and navi gate
through a di spl ayed user interface in order to operate the
el ectrical signal neasurenent functions.

Caimlis illustrative of the invention and reads as
fol | ows:

1. A self-contained hands free electrical signa
nmeasur enent devi ce conpri si ng:

a systemunit which is attachable to or worn on the
person of a technician, the systemunit including a
central processing unit (CPU) and associated circuitry
runni ng speech recognition software, a speech recogni zer
communi cating with the CPU to operate electrical signal
nmeasur enent functions in response to spoken conmands, a
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menory conmuni cating with the CPU to store digitized
neasurenents, and a port to all ow downl oadi ng of
digitized neasurenents stored in the nmenory for the
pur pose of further analysis at a renote |ocation;

a test probe connected to said systemunit and
connectable to an electrical test point for making an
el ectrical signal neasurenent, the CPU digitizing a

measured el ectrical signal and formatting the digitized

signal for display and storing in the nmenory; and

an integrated visual display and an audio link to
the systemunit, the audio |link generating electrica

signals in response to spoken conmands by the technician,

whi ch spoken conmmands are recogni zed by the speech
recogni tion software running on the CPU and associ at ed

circuitry to direct and navigate through a di splayed user

interface in order to operate electrical signa

nmeasur enent devi ce functions, including storing digitized

measurenents in nenory, and the CPU providing user
f eedback and nmessages whereby all neasurenents nay be
made in a hands free manner.

The Exam ner relies on the following prior art:

Jani k 5,581, 492 Dec.
1996
Fournier et al. (Fournier) 5,671, 158 Sep.
1997

(filed Sep. 18,
1995)

Clains 1, 4-11, and 17 stand rejected under 35 U S. C
8 103 as being unpatentabl e over the conbined teachi ngs of

Four ni er and Jani k.

03,

23,

Rat her than reiterate the argunments of Appellants and the
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Exam ner, reference is made to the Briefs® and Answer for the

respective details.

! The Appeal Brief was filed June 4, 1999 (Paper No. 11). In response
to the Exami ner’s Answer dated August 13, 1999 (Paper No. 14), a Reply Brief
was filed October 13, 1999 (Paper No. 15) which was acknow edged and entered
by the Exam ner as indicated in the comruni cation nailed January 3, 2000
(Paper No. 17).
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OPI NI ON

We have carefully considered the subject matter on
appeal ,
the rejection advanced by the Exam ner, the argunents in
support of the rejection and the evidence of obvi ousness
relied upon by the Exam ner as support for the rejection. W
have, |ikew se, reviewed and taken into consideration, in
reachi ng our decision, Appellants’ argunents set forth in the
Briefs along with the Examiner’s rationale in support of the
rejection and argunents in rebuttal set forth in the
Exam ner’s Answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the |evel of skill in
the particular art would not have suggested to one of ordinary
skill in the art the invention set forth in clains 1, 4-11,
and 17. Accordi ngly, we reverse.

In rejecting clains under 35 U S.C. 8§ 103, it is
I ncunbent upon the Exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837
F.2d 1071, 1073-74, 5 USPQR2d 1596, 1598 (Fed. Cir. 1988). 1In
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Yo}
doi ng, the Exam ner is expected to nmake the factua

deternmi nations set forth in G ahamv. John Deere Co., 383 U.S.

1,

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clainmed invention. Such reason nust stemfrom sone
teachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skil
In

the art. Uniroval. Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USP@d 1434, 1438 (Fed. Cr.), cert. denied, 488 U S.

825

(1988); Ashland G 1, Inc. v. Delta Resins & Refractories,

I nc.,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

deni ed, 475 U. S. 1017 (1986); ACS Hosp. Sys., lnc. V.
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Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the Exam ner are an essenti al
part

of conplying with the burden of presenting a prinma facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

UsPQd
1443, 1444 (Fed. CGr. 1992).
Wth respect to the Exam ner’s obvi ousness rejection of
I ndependent claim 1, Appellants’ argunments in the Brief assert

a failure of the Examner to set forth a prinma facie case of

obvi ousness since proper notivation for the Exam ner’s
proposed conbi nati on of Fournier and Jani k has not been
established. In addition, Appellants assert that, even if the
ref erences were conbined, the resultant structure would not
neet the specific requirenents of claim1l.

After careful review of the applied Fournier and Janik
references in light of the argunents of record, we are in
agreenent with Appellants’ argunents as set forth in the
Briefs. In our view, the Exam ner has conbi ned the genera
conmputer wearability teachings of Janik with the neasurenent
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i nstrument system of Fournier in sone vague nmanner Ww thout
specifically describing how the teachi ngs woul d be conbi ned,
nor how any such conbi nation woul d satisfy the requirenents of
appeal ed claim 1. Thi s does not persuade us that one of
ordinary skill in the art having the references before her or
him and using her or his own know edge of the art, would have
been put in possession of the clainmed subject nmatter. The
mere fact that the prior art may be nodified in the manner
suggested by the Exam ner does not nake the nodification

obvi ous unless the prior art suggested the desirability of the

nodi fi cati on. In re Fritch, 972 F.2d 1260, 1266 n. 14, 23

USPQ2d 1780, 1783-84 n.14 (Fed. Cir. 1992).

A review of the Exami ner’s analysis (Answer, page 4)
reveal s an i nplied suggestion of the obviousness to the
skilled artisan of noving the CPU fromthe instrunent console
14 in Fournier to the person of the technician 21 in view of
t he advantages associated with the wearability of nodul ar
conput er conponents suggested by Janik. W agree with
Appel l ants (Brief, page 11), however, that, even if this
nodi fication of Fournier were made, the resultant conbination

woul d not satisfy the clained requirenents. Although the
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renoval of the CPU fromthe console to the person of the
techni cian woul d ostensibly elimnate the requirenent for
Fournier’s wireless conmunication |ink between the technician
and the console CPU, the resulting systemwould not be self-
contai ned as cl ainmed since sone formof transducer unit woul d
still be required to relay test information fromthe device
under test to the nmeasurenent technician.

As to the Exam ner’s further suggestion (Answer, page 5)
that, using the conputer wearability teachings of Janik, the
skilled artisan woul d have found it obvious to nodify Fournier
so that the entire neasurenent systemis worn by the
technician, we find no basis on the record to support such a
suggestion. W agree with Appellants (Brief, page 10; Reply
Brief, page 4) that any attenpt to incorporate the entire
nmeasur enent system of Fournier on to the personage of the
technician would result in substantially elimnating the
nobility of the technician resulting in a substantial |oss of
the primary intended function of the systemof Fournier. |If
any proposed nodification renders a prior art invention that
is being nodified unsatisfactory for its intended purpose,
then there is no suggestion or notivation to nmake the proposed
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conbination. |In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125,

1127 (Fed. Cir. 1984). Gven the factual situation presented
tous, it is our view that any suggestion to nmake the

conbi nati on suggested by the Exam ner could only cone from
Appel I ants’ own di scl osure and not from any suggestions in the
references thensel ves.

In conclusion, we are left to specul ate why one of
ordinary skill would have found it obvious to nodify the
applied prior art to nmake the conbi nati on suggested by the
Exam ner. The only reason we can discern is inproper
hi ndsi ght reconstructi on of Appellants’ clained invention. In
order for us to sustain the Examner’s rejection under 35
US C 8§ 103, we would need to resort to specul ation or
unf ounded assunptions or rationales to supply deficiencies in

the factual basis of the rejection before us. 1n re Warner,

379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967), cert.

deni ed, 389 U.S. 1057 (1968), reh’'g denied, 390 U S. 1000

(1968) .
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Accordingly, since we are of the opinion that the prior
art applied by the Exam ner does not support the obvi ousness
rejection, we do not sustain the rejection of independent
claim1, nor of clainms 4-11 and 17 dependent thereon.
Therefore, the decision of the Exam ner rejecting clains 1, 4-

11, and 17 under 35 U.S.C. § 103 is reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
JOSEPH F. RUGE ERO APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

HOMRD B. BLANKENSHI P
Adm ni strative Patent Judge
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