The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1 to
20, all the clains in the application.
The clains on appeal are drawn to a reinforced tube joint

(clainms 1 to 9), and a nethod for fabricating such a joint
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(clainms 10 to 20), and are reproduced in the appendi x of
appel l ants' brief.?

The references applied in the final rejection are:

Boi ce 2,917,822 Dec. 22,
1959
Apblett, Jr. 4,175,779 Nov. 27,
1979

Claims 1 to 20 stand finally rejected as unpatentabl e
over Apblett in view of Boice, under 35 U.S.C. § 103(a).

The basis of the rejection, as explained by the exam ner
on pages 4 and 5 of the answer, is:

Apbl ett, Jr. discloses the clainmed device with first
tube 44, stress collar 48 fitted about the first
tube with the end of the first tube extendi ng beyond
the collar and into a second tube or wel dol et 46
which is secured via weld 52 to both the tube and
the collar.[? Apblett differs fromthe present
invention in that inner dianmeter of collar 48 is
just slightly larger than the outer dianmeter of the
first tube 44 (see colum 4, lines 45-50 and is
therefor not in an interference fit therewth.

Inreviewing the clains, it appears that in clains 3 and
12 appellants intended "first tube" (first occurrence) to be
--stress collar--. See page 6, lines 20 to 22 of the
speci fication.

2 The joint disclosed by Apblett appears to be essentially
the sane as that disclosed in appellants' Fig. 2, which is
described as being in accordance with the prior art, and
shoul d be so | abeled. MPEP § 608. 02(qg).
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Boi ce discloses that it is known in the art to

provide a simlar type coupling having the

configuration of the first tube 2 extendi ng beyond

the collar 9 on body second tube 4 wherein the

collar 9 is press fit onto the first tube 2. See

colum 3, lines 1-5. It would have been obvious to

one having ordinary skill in the art at the time the

invention was made to press fit collar 48 onto tube

44 of Apblett, Jr. such as taught by Boice, in order

to provide a nore secure coupling for the inserted

tube and further to insure the two el enents stay

t oget her during the wel ding process.

After fully considering the record in light of the
argunments presented in appellants' brief and reply brief, and
in the exam ner's answer, we conclude that the examner's
position is not well taken. Boice discloses a different type
of joint fromthat of Apblett, and although Boice discloses in
a general way holding a collar 9 to be welded in position by
means of a shrink (interface) fit, we do not consider that
this woul d suggest to one of ordinary skill in the art that
the collar 48 of Apblett be held in position in the sanme
manner. Apblett discloses that the inner dianeter of the
collar is "just slightly larger” than the outer dianmeter of
tube (pigtail) 44 (col. 4, lines 46 to 49), and attributes to

this arrangenent displacenment of the point of maxi mum bending

movenent of tube 44 fromweld 51 to the free end 48a of the
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collar (col. 6, lines 9 to 19). Absent any teaching or
suggestion that providing an interference fit would favorably
(or at |east not adversely) affect the | ocation and/or
magni tude of the stress in the tube, i.e., would not increase
the failure problemwhich Apblett's joint was intended to
solve (col. 1, lines 31 to 39), one of ordinary skill would
not have found it obvious to shrink fit collar 48 on to tube
44 sinmply for ease of assenbly.

However, notw thstandi ng our disagreenent with the
exam ner's position, we will sustain the exam ner's position
because i ndependent clains 1 and 10 are both readabl e on
Boi ce. The Boice patent discloses first and second tubes 2,
1, a
collar 9 fitted with an interference fit about first tube 2
(col. 3, lines 3 to 6) with the end portion 12 of tube 2
ext endi ng beyond the end 11 of collar 9 (as shown in Fig. 2,
the ends are tapered inwardly, see col, 2 lines 24 to 28), and
second tube 1 having fitting 4 rigidly connected to the ends
of collar 9 and first tube 2 by weld 14. Wile this is
tantamount to a holding that clainms 1 and 10 are anti ci pated

by Boi ce under
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35 U.S.C. §8 102(b), the 8 103 rejection will be sustained
since "The conpl ete disclosure of an invention in the prior

art is the ultimate or epitone of obviousness.” |In re Avery,

518 F.2d 1228, 1234, 186 USPQ 161, 166 (CCPA 1975). The
rejection of dependent clains 2 to 9 and 11 to 20 w ||

i kewi se be affirmed, inasmuch as appellants have grouped them
with their respective parent clains (brief, page 4).

Al though we will sustain the 8§ 103 rejection, we wll
designate our action as a new ground of rejection pursuant to
37 CFR 8 1.196(b), since the basis of our conclusion of
unpatentability differs fromthat of the examner. Cf. Inre
Meyer, 599 F.2d 1026, 1031, 202 USPQ 175, 179 (CCPA 1979).

Rej ection Pursuant to 37 CFR § 1.196(b)

Pursuant to 37 CFR § 1.196(b), claim9 is additionally
rejected for failure to conply with 35 US.C § 112, second
par agraph. Reading claim9 on appellants' disclosure, it
requires the end 12a of the second tube (furnace tube 12) to
be wel ded to the stress collar 118 and the end portion of the
first tube 16. Wiile this is consistent with appellants
di scl osure at page 4, lines 22 and 23, and page 8, lines 1 to
4, that in sonme instances a fitting may not be used, it is
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inconsistent wwth parent claim1, which requires a fitting.
Thi s i nconsi stency between claim9 and the specification

renders the claimindefinite. See In re Cohen, 438 F.2d 989,

993, 169 USPQ 98, 98 (CCPA 1971).
Concl usi on

The exam ner's decision to reject clains 1 to 20 is
affirmed, but the affirmance is designated a new ground of
rejection under 37 CFR 8 1.196(b). daim9 is also rejected
pursuant to 37 CFR 1.196(b) on an additional ground.

In addition to affirm ng the examner’s rejection of one
or nore clains, this decision contains new grounds of
rejection pursuant to 37 CFR §8 1.196(b) (anmended effective
Dec. 1, 1997, by final rule notice, 62 Fed. Reg. 53, 131, 53,
197 (Cct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice
63, 122 (Cct. 21, 1997)). 37 CFR § 1.196(b) provides that
“new grounds of rejection shall not be considered final for
pur poses of judicial review”

Regardi ng any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellants may file a single request for

rehearing within two nonths fromthe date of the
ori gi nal deci sion.
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37 CFR 8 1.196(b) al so provides that appellants, WTH N

TWO MONTHS FROM THE DATE OF THE DECI SI ON, mnust exerci se one of

the followng two options with respect to the new grounds of
rejection to avoid term nation of proceedings (37 CFR
8§ 1.197(c)) as to the rejected cl ai ns:

(1) Submit an appropriate anendnent of the clains

so rejected or a showing of facts relating to the

clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the

application will be remanded to the exam ner.

(2) Request that the application be reheard under

8§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the sanme record. :

Shoul d the appellants elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8 1.196(b)(1), in
order to preserve the right to seek review under 35 U S.C. 8§
141 or 145 with respect to the affirnmed rejection, the
effective date of the affirmance is deferred until concl usion
of the prosecution before the exam ner unless, as a nere
incident to the limted prosecution, the affirmed rejection is
over cone.

| f the appellants el ect prosecution before the exam ner
and this does not result in allowance of the application,

abandonnent or a second appeal, this case should be returned
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to the Board of Patent Appeals and Interferences for final
action on the affirnmed rejection, including any tinmely request

for rehearing thereof.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED: 37 CFR § 1. 196(b)
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