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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1-11, 14 and 15. dains 12 and 13, the
only other clainms pending in the application, stand objected

to as bei ng dependent on a rejected claim

BACKGROUND
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The appellants' invention relates to a tract wound
irrigation tip (clains 1-11) and a nmethod for irrigating a
tract wound (clains 14 and 15). A copy of the clainms under
appeal is set forth in the appendi x to the appellants' brief.

The exam ner relied upon the followng prior art

references of record in rejecting the appeal ed clains:?

Abr anmson 4,508, 533 Apr. 2, 1985
Mut o 5,167, 622 Dec. 1
1992

(1) dains 1-5, 14 and 15 stand rejected under 35 U. S. C

8§ 102(b) as being anticipated by Abranson.

(2) dains 1-3, 5, 8 and 9 stand rejected under 35 U. S.C,

8§ 102(b) as being anticipated by Mito.

(3) dains 10 and 11 stand rejected under 35 U.S.C. § 103(a)
as bei ng unpatent abl e over Mito.

(4) dainms 6 and 7 stand rejected under 35 U S.C. §8 103(a) as
bei ng unpat ent abl e over Abranson.
Rat her than reiterate the conflicting viewoints advanced

by the exam ner and the appellants regardi ng the above-noted

! Gven the subject matter of appellants' clains, it appears to us that
a search of appropriate commerci al databases and nedi cal journals would be
advi sable in the event of further prosecution in this or a continuing
application. There is no indication in the record that such a search has been
conduct ed.
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rejections, we nake reference to the answer (Paper No. 26) for
the exam ner's conpl ete reasoning in support of the rejections
and to the brief (Paper No. 25) for the appellants' argunents
t her eagai nst . 2
OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we make the
determ nati ons which foll ow.

Rej ection (1)

| ndependent claim1 requires an elongate shaft which is
"sufficiently longitudinally flexible to be bendable along its
length, including its distal end, to a radius as small as
about 5/8 inch wi thout kinking." Independent claim14 recites
a step of advancing a flexible shaft into and through a tract
wound, the shaft being "sufficiently flexible to enable it to

bend through at | east an angle of 90° at a radius at |east as

2 Appel lants' "REPLY BRI EF" (Paper No. 27) has not been entered (see
Paper No. 28).
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smal|l as five-eighths of an inch w thout adversely affecting
the functioning of the |unens.”

Abr anson di scl oses a surgical drain conprising a catheter
10 made of | atex, polyvinyl chloride (PVC) or, preferably,
silicone rubber. Abranson is silent with regard to the
di mrensions or material properties of the catheter but does
di sclose, in colum 6, lines 1-9, that the holes 57, 58
provided in the distal portions of the walls of lunmens 12, 14
and 16 "weaken the wall strength of the plastic at the distal
end of catheter 10" and thus permt "easier flexing, bending,
and novenent of that portion as it is pushed agai nst the body
ti ssues on insertion of the drain into the wound." G her
means for providing a "softened portion at the distal end"

i nclude filanmentation of the plastic walls there, formng a
porous grid in themor attachnment of a softer piece of
material at the distal end.

In rejecting clains 1-5, 14 and 15 under 35 U S.C. 8§
102(b) as being anticipated by Abranson, the exam ner's
position, as expressed on page 4 of the answer, is that

[ Abramson' s] catheter is made of pol yvinyl chloride

(PVC) as Applicant's(see Applicant's specification
page 9 lines 9-11) and the shaft could inherently
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performthe functions as clained such as being
sufficiently longitudinally flexible to be bendabl e
along its length including its distal end. Also, by
addi ng holes at the distal end increases the

flexibility and bendability of the catheter(see col.

6, lines 1-13). An attachnment of a softer piece can

be adhered to the distal end of the catheter as well
known in the art to be defined as an outl et nozzle

or projecting part fromthe shaft.

Under principles of inherency, when a reference is silent

about an asserted i nherent characteristic, it nmust be clear
that the m ssing descriptive matter is necessarily present in

the thing described in the reference, and that it would be so

recogni zed by persons of ordinary skill. Continental Can Co.

v. Mnsanto Co., 948 F.2d 1264, 1268, 20 USPQRd 1746, 1749

(Fed. Gr. 1991). As the court stated in In re Celrich, 666

F.2d 578, 581, 212 USPQ 323, 326 (CCPA 1981) (quoting Hansgirg
v. Kemmer, 102 F.2d 212, 214, 40 USPQ 665, 667 (CCPA 1939)):

| nher ency, however, may not be established by
probabilities or possibilities. The nere fact that
a certain thing may result froma given set of
circunstances is not sufficient. [Citations
omtted.] If, however, the disclosure is sufficient
to show that the natural result flowng fromthe
operation as taught would result in the performance
of the questioned function, it seens to be well
settled that the disclosure should be regarded as
sufficient.

In this case, the exam ner concedes on page 7 of the

answer that "one of ordinary skill in the art would have
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recogni zed that there are different types of PVC material

al ready invented having different properties and
characteristics fromwhere an artisan can chose [sic]" and
sonmehow concludes fromthis that one skilled in the art would
have recogni zed that the properties and characteristics

m ssing from Abranson are inherent to the material. The
examner's logic inthis regard is flawed. The recognition in
the art of the existence of various types of PVC materi al
having different properties |eads us to conclude that the PVC
cat heter of Abranson may possess the recited flexibility
properties but does not necessarily possess these properties.
As di scussed above, the nere fact that a certain thing may
result is not sufficient to establish inherency.

It is apparent that Abranson's catheter 10 is provided,
at least at the distal portion thereof, with a degree of
flexibility to permt flexing and bendi ng upon insertion.
However, the exam ner has not set forth a sufficient basis for
concl udi ng that Abranmson's catheter inherently or necessarily
conprises the particular degree of flexibility recited in

claims 1 and 14, as well as clains 2-5 and 15 which depend
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fromclainms 1 and 14. Therefore, we cannot sustain rejection
(1).
Rej ection (2)
The exam ner rejects clains 1-3, 5, 8 and 9 as being

anticipated by Muto. |ndependent claim8 recites, inter alia,

that the shaft is sufficiently flexible to enable it to bend
t hrough at |east an angle of 90° without any substantial drop
in the stagnation pressure of the emtted liquid. The
exam ner's sole basis for concluding that Muto's catheter
i nherently neets the flexibility imtations of independent
clains 1 and 8 is that it is disclosed as being made of PVC
(col. 5, |. 52). The examner's position in this regard is
not well taken for the very sanme reasons di scussed above with
regard to rejection (1) and we discern no other teaching in
Mut o which would | ead us to conclude that Mito's catheter
neets the flexibility limtations of clains 1 and 8, as well
as clainms 2, 3, 5 and 9 which depend therefrom Accordingly,
we will not sustain rejection (2).
Rej ection (3)
| ndependent claim 10 recites a tract wound irrigation tip

conprising a shaft being between four and sixteen inches |ong,
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having an outer dianmeter of about 9 French to about 18 French
(1.e., about 0.117 to about O0.234 inches), a nodul us of

el asticity between about 1000 psi to about 2000 psi, a
specific gravity between about 1.05 grams per cc to about 1.25
grans per cc and a duroneter between about 70 Shore A to about
90 Shore A, with the area defined by |unmens conprising between
about 30% and 60% of the cross-sectional area of the shaft.
The exam ner finds that Mito does not disclose the clained

| ength, dianmeter, nodulus of elasticity, specific gravity and
duroneter, but considers themnere matters of "obvi ous design
choice to fulfill Applicant's intention" (answer, p. 5). As
for the material properties of the PVC, fromwhich Mito's
catheter is preferably nade (col. 5, |Il. 51-52), the exam ner
poi nts out that one skilled in the art would have recogni zed
that there are different types of PVC al ready invented having
different properties and that, as such, these properties and
characteristics are inherent in the material.® This reasoning

is flawed, for the reasons di scussed above.

3 Although the statenent of the examiner's position is confusing, it
appears that the exam ner is taking alternative positions with regard to the
material properties of the catheter, nanely, the material properties are
ei ther inherent or obvious matters of design choice.
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Mit o does di scl ose a catheter outer dianmeter of 0.18
inches (col. 2, |I. 66), which falls within the range recited
in appellants' claim10. Further, given the inner dianeter of
0.108 inches specified by Muto (col. 2, |I. 67), the portion of
the cross-sectional area of the catheter conprised by the
lumens is 36% thus falling wwthin the range recited in claim
10. However, we, like the examner, find no specific
teachings with regard to the nodulus of elasticity, specific
gravity and duroneter of Muto's catheter. It is quite
apparent from appel |l ants' disclosure (specification, p. 9)
that the recited conbi nati on of dinensions and materi al
properties assists in achieving the required softness and
flexibility of appellants' catheter. Accordingly, the
exam ner's characterization of these properties as nerely
obvi ous design choice is, in our opinion, inappropriate.

Furt hernore, even assum ng, as the exam ner seens to suggest,
that a PVC material having the recited material properties was
known in the art at the tinme of appellants' invention, the
exam ner's recognition that various grades of PVC material,
having different material properties, were known at the tine

of appellants' invention, belies the exam ner's assertion that
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the particular properties recited in claim 10 are inherent in
the PVC material of Muto's catheter. Wiile it is probably
true that a catheter could have been nmade froma known PVC
material having the recited properties, Miuto provides no
suggestion to do so. The nere fact that the prior art could
be so nodified would not have nade the nodification obvious
unl ess the prior art suggested the desirability of the

nodi fication. See Inre MIls, 916 F.2d 680, 682, 16 USPQd

1430, 1432 (Fed. Cir. 1990); In re Gordon, 733 F.2d 900, 902,

221 USPQ 1125, 1127 (Fed. Cir. 1984).

For the foregoing reasons, we conclude that Muito is not
sufficient to establish that the subject matter of claim 10,
or claim 11 which depends fromclaim10, would have been
obvious to one skilled in the art at the tine of appellants’

invention. Thus, we will not sustain rejection (3).
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Rej ection (4)

Claim 6 depends fromclaim1l and further recites an
obturator dinensioned to be slidably receivable in the suction
| umen. The exam ner concedes that such an obturator is not
di scl osed by Abranson but contends that it would have been
obvious to one skilled in the art to insert any nedi cal
i nstrunment, including an obturator, in any of the |unmens of
Abr anson's cat heter, depending on the procedure being
performed (answer, p. 6). The examner's rejection |acks any
expl anation or evidence as to why one skilled in the art would
have been led to provide an obturator dinensioned to be
slidably receivable in the suction |lunmen of Abranson as
recited in claim®6.

Rej ections based on 35 U . S.C. 8 103 nust rest on a
factual basis. In making such a rejection, the exam ner has
the initial duty of supplying the requisite factual basis and
may not, because of doubts that the invention is patentable,
resort to specul ation, unfounded assunptions or hindsi ght
reconstruction to supply deficiencies in the factual basis.

In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA

1967), cert. denied, 389 U S. 1057 (1968). 1In this instance,
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in the absence of any evidence which teaches or suggests the
provi sion of an obturator for use with Abranson's catheter
which is slidably receivable in the suction |unen thereof, it
appears to us that the examner's rejection of claim6 stens
from i nperm ssible hindsight using appellants' disclosure as a
tenplate to reconstruct appellants' clained invention.
Accordingly, we shall not sustain the exam ner's rejection of

claim6, or claim7 which depends therefrom
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CONCLUSI ON

To summari ze, none of the examner's rejections is
sustai ned. The decision of the exam ner is reversed.

REVERSED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT

JOHN P. McQUADE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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