The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 1 through 5, all of the clains pending in

this application.

Appel lant’s invention relates to a lighted fishing rod

assenbly that includes a |ight source (20) disposed on the rod
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menber towards a free end thereof and spaced a slight distance
apart froma tip of the free end. The light source is

provi ded within a housing (24), which housing is disposed
within the rod nenber (i.e., forns a part of the rod nenber)
at a slight distance apart froma tip of the free end. See
Figures 1, 3, 4 and 5 of the application draw ngs, and the
specification at pages 3, 4 and 5. |Independent claim1l is
representative of the subject matter on appeal and a copy of

that claimcan be found in the Appendix to appellant’s brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

War d 5, 586, 403 Dec.
24, 1996
Kel l'y 5, 644, 864 Jul . 8,
1997
(filed Nov. 13,
1995)

Claims 1 through 5 stand rejected under 35 U.S.C. §

103(a) as being unpatentable over Kelly in view of \Ward.

Rat her than reiterate the examner's full statenent of
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t he above-noted rejection and the conflicting viewoints
advanced by the exam ner and appell ant regarding the
rejection, we nake reference to the final rejection (Paper No.
18, mailed August 6, 1999) and the exam ner's answer (Paper
No. 21, mailed March 24, 2000) for the reasoning in support of

the rejection, and to

appellant’s brief (Paper No. 20, filed January 10, 2000) and
reply brief (Paper No. 22, filed May 25, 2000) for the

argunent s thereagai nst.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellant’s specification and cl ai s,
to the applied prior art references, and to the respective
positions articul ated by appellant and the examner. As a
consequence of our review, we have nade the determ nation

whi ch foll ows.
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In rejecting clains 1 through 5 under 35 U.S.C. § 103(a)
on the basis of the collective teachings of Kelly and Ward it
is the exam ner’s position (final rejection, page 3), that
Kelly shows all of the elenents recited except for the |ight
source being spaced a slight distance fromthe rod tip free
end. To address this difference, the exam ner turns to Ward,
urging that this reference discloses a fishing rod (10) with a
I ight source (46) |located on the rod towards a free end
t hereof and spaced a slight distance apart froma tip of the
free end. Fromthese teachings, the exam ner has concl uded
that it would have been obvious to one of ordinary skill in
the art “to provide Kelly with the light source nounted a
slight distance fromthe rod tip as shown by Ward since the
exact location of the light is a matter of design choice to be

determ ned by routine experinmentation.”

Havi ng revi ewed and eval uated the applied references, we
are of the opinion that the exam ner’s position regarding the
pur ported obvi ousness of clains 1 through 5 on appeal

represents a classic case of the exam ner using inpermssible
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hi ndsight in order to reconstruct appellant’s clainmed subject
matter. In our opinion, there is no notivation or suggestion
in the applied patents to Kelly and Ward whi ch woul d have
reasonably |l ed one of ordinary skill in the art to nodify the
rod of Kelly in the particular nmanner urged by the exam ner so
as to provide that rod with a light source in a housing
wherein the housing is disposed within the rod nenber and
spaced a slight distance apart froma tip of the free end of
the rod nenber. |In fact, it appears to us that if one of
ordinary skill in the art were inclined to alter the fishing
rod of Kelly in view of the teachings and suggestions found in
Ward, they would have either nerely included an additi onal
Iight source like that specifically showm in Ward on the rod
of Kelly, retaining the light source at the tip of the rod in
Kelly, or elimnated the light source at the tip of the rod in
Kelly and replaced it with a light source applied to the rod

in the particular manner shown and taught by Ward.

As urged by appellant (reply brief, page 2), the broad

concept of having a |light source spaced a slight distance from
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the tip of a fishing rod as in Ward does not itself provide
sufficient teaching, suggestion or notivation for structurally
nmodi fying the rod nenber in Kelly so as to have a |ight source
and housing structure incorporated therein as specifically
called for in appellant’s claim1l on appeal. The exam ner’s
added reliance on design choice to sonehow justify the

conmbi nation of Kelly and Ward is al so m spl aced.

We note that the nere fact that the prior art could be
nodi fied in the manner urged by the exam ner would not have
made such nodification obvious unless the prior art suggested

the desirability of the nodification. See In re Gordon, 773

F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cir. 1984) and In re
Fritch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1783-84 (Fed.
Cr. 1992). In this case, it is our opinion that the exam ner
has i nperm ssibly drawn from appellant’s own teachi ng and
fallen victimto what our review ng Court has called “the

i nsidious effect of a hindsight syndrone wherein that which
only the inventor has taught is used against its teacher.”

WL. Gore & Associates, Inc. v. Garlock, Inc., 721 F.2d 1540,




Appeal No. 2000-2015
Application 08/843, 060

1553, 220 USPQ 303, 313 (Fed. Cir. 1983).

Since we have determ ned that the teachings and
suggestions that would have been fairly derived fromKelly and
Ward woul d not have made the subject nmatter as a whol e of
claim1 on appeal obvious to one of ordinary skill in the art
at the time of appellant’s invention, we nust refuse to
sustain the exam ner’s rejection of that claimunder 35 U S. C
§ 103(a). It follows that the examiner's rejection of
dependent clains 2 through 5 under 35 U.S.C. 8 103(a) based on

Kelly and Ward will al so not be sustai ned.

In light of the foregoing, the decision of the exam ner
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to reject clains 1 through 5 under 35 U . S.C. 8§ 103(a) is

rever sed

REVERSED

| RWN CHARLES COHEN
Adm ni strative Patent Judge

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

JENNI FER D. BAHR
Adm ni strative Patent Judge
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