The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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ON BRI EF

Before WLLIAM SM TH, Adninistrative Patent Judge, MKELVEY,
Seni or Adnini strative Patent Judge, and POTEATE
Admi ni strative Patent Judge.

POTEATE, Adnmi nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U. S.C
8§ 134 fromthe examner's final rejection of clains 1-3, 5 and
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6, which are all of the clains pending in the application.
Caim4 is cancell ed.

Claimlis illustrative of the subject matter on
appeal and is reproduced bel ow

1. An inproved powder coating conposition suitable
for use in autonotive |lacquer, which is free of carboxyl -
functional polyesters, conprising a binder consisting of one
or nore than one poly(nmeth)acrylic resin having free carboxyl
groups and, as hardener for the poly(nmeth)acrylic resin, one
or nore than one epoxy resin having a nol ecul ar wei ght of up
to 1500, wherein the epoxy resin is a cycloaliphatic
pol ygl yci dyl pol ycarboxyl ate or m xtures thereof, the
cycl oal i phatic pol ygl yci dyl pol ycarboxyl ate bei ng sel ect ed
fromthe group consisting of diglycidyl hexahydro- phthal ate,
di gl yci dyl hexahydroterephthalate, triglycidyl 1,2,4-
cycl ohexanetri carboxyl ate and triglycidyl 1,3, 5-
cycl ohexanetri - carboxyl ate, wherein the coating
conposition flows and cures at tenperatures in the range of
about 100EC to about 150EC to a snmooth form

The references relied upon by the exam ner are:

M zunmura et al. (M zunura) 4, 255, 553 Mar. 10,
1981
Cotting et al. (Cotting) 5,294, 683 Mar. 15,
1994
Japan Synthetic Chem ca

| ndustry Co., Ltd. 53- 140395 Dec. 7
1978

(Japanese Kokai)

G ounds of Rejection
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In the Exam ner's Answer (Paper No. 13), the
exam ner withdrew Great Britain Patent No. 1,542,709 fromthe
obvi ousness-type double patenting and 35 U.S.C. § 103
rejections on the basis that it did not further add to the
teachings of Cotting. 1In addition, since the close of the
briefing period, copending Application No. 09/016,619 issued
as U S. Patent No. 6,265,487 on July 24, 2001, thereby
converting the provisional obviousness-type double patenting
rejection to an actual rejection. Thus, the clains currently
stand rejected as foll ows:

1. dains 1-3 and 6 are rejected under the
judicially created doctrine of obviousness-type double
patenti ng as bei ng unpatentable over clains 1-5 of U S. Patent
No. 6,265,487 in view of Cotting; and

2. Cains 1-3, 5 and 6 stand rejected under 35
U S.C. 8 103(a) as unpatentable over M zunura and the Japanese

patent in view of Cotting.
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Appel l ant has failed to present argunents traversing
t he doubl e patenting rejection. Therefore, this rejectionis
affirned.?

For the reasons discussed below, the rejection of

the clains under 35 U . S.C. § 103(a) is reversed.

Backgr ound

Powder coating conpositions are resinous materials
which primarily consist of a binder and a hardener. The
bi nder conponent is generally a conpound havi ng car boxyl
groups such as a polyester or acrylic resin. The clainms in
the present application are directed to a powder coating
conposition in which the binder consists of one or nore than
one poly(meth)acrylic resin having free carboxyl groups. The
clainms further require that the conposition is free of

car boxyl -functional polyesters.

! W note that in the anendnent nail ed January 6, 2000
(Paper No. 9, page 2) Appellant stated that a term nal
di sclaimer would be tinmely filed upon the Exam ner's
acknow edgnent that the present application was otherw se in
condition for all owance.
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The hardener conponent in conventional powder
coating conpositions is typically a conpound havi ng epoxy
gr oups. Claim1l specifies that the hardener conponent is
one or nore than one epoxy resin with a nol ecul ar wei ght of up
to 1500. daim1l further requires that the epoxy resinis a
cycl oal i phati c pol ygl yci dyl pol ycarboxylate or a m xture
t hereof and that the cyclo- aliphatic polyglycidyl
pol ycarboxyl ate is selected fromthe group consisting of
di gl yci dyl hexahydropht hal ate, diglycidyl hexa-
hydr ot er epht hal ate, triglycidyl 1,2, 4-
cycl ohexanetri car boxyl at e
and triglycidyl 1,3,5-cyclohexanetricarboxylate. According to
the inventor, the clainmed powder coating conpositions harden
qui ckly and conpletely and have good fl ow properties at |ow
tenperatures conparative to prior art coating conpositions.
(Specification, page 1.) Caim1l requires that “the coating
conposition flows and cures at tenperatures in the range of
about 100EC to about 150EC to a snooth form” In contrast,
conventional prior art powder coatings are typically used at

t enper at ures above 160EC because of poor flow characteristics
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at | ower tenperatures which result in an orange peel effect.

| d.
Di scussi on
The initial burden of presenting a prima facie case
of obvi ousness rests on the exam ner. In re Cetiker, 977 F.2d

1443, 1445, 24 USPQRd 1443, 1444 (Fed. Gr. 1992). To

establish a prima facie case of obvi ousness, there nust be:

1. sonme suggestion or notivation to nodify a
reference or conbi ne reference teachings;

2. a reasonabl e expectation of success; and

3. a teaching or suggestion of all of the claim

l[imtations in the prior art reference or conbi ned references.

See, generally, Manual of Patent Exam ning Procedure (MPEP)

88 2142-2143.

The wordi ng of the Exam ner’s rejection i s anbi guous
and we find it unclear as to precisely how the references are
conbi ned. Therefore, we interpret the Exam ner’s rejection
based on what we consider the strongest argunents agai nst
patentability given the teachings of the cited references,
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namely, Mzumura in view of Cotting or the Japanese patent in
view of Cotting. We reference the Exami ner’s Answer? for the
Exam ner’s reasoning in support of the rejections and
Appel lant’s Brief® and Reply Brief* for Appellant’s argunents
in favor of patentability

M zunura teaches a powder coating conposition
containing (a) a conpound having at |east two epoxy groups in
the nol ecule, (b) a polyester or acrylic resin having a
nmol ecul ar wei ght of 1,000 to 7,000 and an acid val ue of not
| ess than 20 having at |east two carboxyl groups, and (c) a
specific quaternary nitrogen-containi ng conpound as cat al yst
for a reaction of
t he epoxy and carboxyl groups. (Brief on Appeal, page 6.)
M zunura states that “[t]he main object of the present
invention is to provide a powder coating conposition which can
be thernoset at a |ow tenperature and forma paint film having

excel l ent surface snoothness.” (M zunmura, colum 2, |ines 10-

2Paper No. 13, nmailed July 21, 2000.
SPaper No. 12, received June 29, 2000.
‘Paper No. 14, received Septenber 21, 2000.
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13.) M zunmura utilizes a mninmumtenperature of 180EC for
curing. (See col. 8, |. 30-34.)

The Japanese patent discloses a process for
preparation of acrylic resins which are suitable for use in
powder coating conpositions. The Japanese patent utilizes
standard epoxy
conpounds such as triglycidyl isocyanurate as hardeners. (Page
7.) No indication of curing tenperature is given other than
in the exanples wherein the conpositions are cured at 180EC.
(See pages 9-15.)

Cotting is directed to formul ating pol ygl yci dyl
conmpounds whi ch nay be used in powder coating conpositions to
replace triglycidyl isocyanurate w thout essential changes in
t he ot her conponents of the conpositions or production of the
finishes. (Col. 10, |. 36-45.) Cotting states that the powder
coating conpositions are cured at a tenperature of not |ess
t han 100EC and preferably at a tenperature of 150-250EC
(Col. 11, |. 43-45.)

According to the Exam ner

It woul d have been obvious to enploy the
di gl yci dyl hexahydr ot er epht hal at e di scl osed
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in Mzunura et al and Cotting et al in the
curing of the carboxyl groups-containing
acrylic resin of Mzunura et al and the
Japanese patent in order to 1) elimnate
the toxicity endemc to the nore comonly
utilized triglycidyl isocyanurate (Cotting
et al, col. 10, lines 36-45) and 2) use a
pol ygl yci dyl conmpound in solid formw thout
resorting to conplicated and expensive
purification operations to produce a solid
pol ygl yci dyl compound for powder coati ngs
(Cotting et al, col. 1, lines 36-45).

It woul d have been obvious to conduct
the curing of the powder coatings of
M zunura et al and the Japanese patent at a
tenperature of as | ow as 100EC as per
Cotting et al in order to reduce the energy
expenditure required of a higher curing
t enper at ure.

(Exam ner’s Answer, page 5.)

Where an obvi ousness determ nation is based on a
conbi nation of prior art references, there nust be sone
“teachi ng, suggestion or incentive supporting the

conbination.” 1n re Ceiger, 815 F.2d 686, 688, 2 USPQ2d 1276,

1278 (Fed. Cir. 1987). The notivation for one of ordinary
skill in the art to have conbined the references need not be

the sane as that of the inventor. See Inre Dillon, 919 F. 2d

688, 693, 16 USPQ2d 1897, 1901 (Fed. G r. 1990)(en banc) cert.
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denied, 500 U S. 904 (1991). Fine, 837 F.2d at 1075, 5 USPQd
at 1599 (citations omtted). However, “[0]ne cannot use

hi ndsi ght reconstruction to pick and choose anong i sol ated

di sclosures in the prior art to deprecate the clained

invention.” In re Fine, 837 F.2d 1071, 1075, 5 USPQ2d 1596,

1600 (Fed. Gir. 1988).

Al t hough we find tenuous the Exam ner’s reasoning
for picking and choosi ng anobngst the nunerous conponents
disclosed in the cited references, even assum ng, arguendo,
that the references were properly conbi ned, the Exam ner has
failed to

establish a prima facie case of obviousness. The Exanm ner has

not provided any support for his conclusion that the coating
conposition obtained by his proposed conbinati on would fl ow
and cure at tenperatures in the range of about 100EC to 150EC
to a snoboth formas required by the present cl ains.

Both M zunura and t he Japanese patent discl ose
coating conpositions which are curable at 180EC. Cotting
t eaches that powder coating conpositions nay be cured at

tenperatures as | ow as 100EC, but indicates that tenperatures
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of 150EC to 250EC are preferred. M zunmura teaches that it is
known in the art to | ower curing tenperatures by accel erating
the therno-setting reaction rate. However, M zunura notes
that “fluidity of the conposition in a nolten state is reduced
and it becones difficult to forma snooth film” (M zunura,
col. 1, |I. 26-31.) The Exami ner opines that it would have
been obvi ous to have cured the powder coatings of M zunura and
t he Japanese patent at a tenperature of as |ow as 100EC as per
Cotting in order to reduce the energy expenditure required at
a higher tenperatures. See supra, p.7. Gven the teachings of
the references to the contrary and the Examner’'s failure to
provi de support for his position, we find that the Exam ner’s
obvi ousness determ nation can only be based upon i nproper

hi ndsi ght reasoning. See W L. Gore & Assoc. v. Garl ock,

Inc., 721 F.2d 1540, 1550, 220 USPQ 303, 311 (Fed. G

1983) (it is error to find obviousness where references
“diverge fromand teach away fromthe invention at hand ”).
“To inmbue one of ordinary skill in the art with know edge of
the invention in suit, when no prior art reference or

references of record convey or suggest that know edge, is to
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fall victimto the insidious effect of a hindsight syndronme
wherein that which only the inventor taught is used agai nst

its teacher.” W L. CGore, 721 F.2d at 1553, 220 USPQ at 312-

13.

Because we reverse for failure to establish a prim
faci e case of obviousness, we need not reach the issue of
whet her Appell ant's experinental evidence provides a
conparison with the closest prior art. See Fine, 837 F.2d at

1076, 5 USPQ@2d at 1600.

Tine Period for Response

No tinme period for taking any subsequent action in

con- nection with this appeal may be extended under 37 CFR §

1.136(a).
AFFI RVED- | N- PART
WLLIAMF. SM TH )
Adm ni strative Patent Judge )
)
)
) BOARD OF
PATENT
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FRED E. McKELVEY ) APPEALS
AND
Seni or Adm nistrative Patent Judge )
| NTERFERENCES
)
)
)
LI NDA R POTEATE )
Adm ni strative Patent Judge )
LP: psb

13



Appeal No. 2001-0008
Appl i cation 09/ 298, 572

Lyon & Lyon LLP

633 West Fifth Street
Suite 4700

Los Angeles, CA 90071
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