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DECI SI ON ON_APPEAL

This is an appeal fromthe final

t hrough 14 and 21 through 31. These clains constitute al

the clains remaining in the application.

Appel l ant’s invention pertains to a brake disk for

vehi cl e brake.

rejection of clains 9

33

A basi c understanding of the invention can be
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derived from a readi ng of exenplary claim9, a copy of which

appears in the appendix to the brief (Paper No. 28).

As evi dence of obviousness, the exam ner has applied the

docunents |isted bel ow

Stehl e 3,809,192 May 7, 1974

Goodyear 1,433, 090 Apr. 22, 1976
(Great Britain)

Oyano? 58[1983] -13237 Jan. 25, 1983

(Japan)? (JP * 237)

The followi ng rejections are before us for review

1 The exam ner refers to this docunent as JP ‘237, while
appel l ant uses the first name of the inventor, i.e., Sadataka,
to identify this reference. W shall refer to this Japanese
reference as JP ‘ 237.

2 Qur understanding of this docunent is derived froma
reading of a translation thereof prepared in the United States
Patent and Trademark Office, which translation we refer to in
the opinion set forth below. A copy of this translation is
appended to this opinion. W are aware of a translation of
this docunent provided by appellant (Paper No. 23).
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Claims 9 through 12 and 21 through 30 stand rejected
under 35 U.S.C. 8 103 as bei ng unpatentable over JP *237 in

vi ew of Goodyear.

Claims 13, 14, and 31 stand rejected under 35 U.S.C. 8§
103 as bei ng unpatentable over JP 237 in view of Goodyear and

St ehl e.

The full text of the exami ner’s rejections and response
to the argunment presented by appellant appears in the office
action dated Septenber 2, 1998 and the answer (Paper Nos. 18
and 29), while the conplete statenment of appellant’s argunent

can be found in the brief (Paper No. 28).

In the Gouping of Claims section of the brief (page 5),
appel l ant groups the clainms on appeal as follows. As to the
first ground of rejection, clains 9 through 12 and 21 t hrough
28 are indicated to stand or fall together, while clainms 29
and 30 are considered to be separately patentable and do not
stand or fall with the former clainms. Wth respect to the
second ground of rejection, appellant specifies that clains
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13, 14, and 31 stand or fall together. In light of the above,
and consistent with 37 CFR 1.192(c)(7), we shall focus our
attention, infra, exclusively upon selected clains 9, 29, and
13. The remaining clainms shall respectively stand or fall

with the claimselected fromtheir group.

OPI NI ON

I n reaching our conclusion on the obviousness issues
raised in this appeal, this panel of the board has carefully
assessed appellant’s specification and clainms, the applied

t eachi ngs,® the declaration of inventor and appell ant Rol and

3 1n our evaluation of the applied prior art, we have
considered all of the disclosure of each docunent for what it
woul d have fairly taught one of ordinary skill in the art.
See In re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510 (CCPA
1966). Additionally, this panel of the board has taken into
account not only the specific teachings, but also the
i nferences which one skilled in the art would reasonably have
been expected to draw fromthe disclosure. See In re Preda,
401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968).

(continued...)
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Martin (Paper No. 20), which declaration was executed Decenber
16, 1998, and the respective argued points of view of
appel lant and the exam ner. As a consequence of our review,

we nmake the determ nations which foll ow

The rejection of claims 9 through 12

and clains 21 through 28

We sustain the rejection of claim9. It follows that we
i kewi se sustain the rejection of clainms 10 through 12 and 21
t hrough 28 since, as earlier indicated, these clainms stand or

fall with claim?9

Claim9 reads as foll ows.

A brake disk for a vehicle disk brake
conprising a material selected fromthe
carbon group and configured as an
internally ventil ated brake di sk,

i ncl udi ng:

a pair of friction rings, and

3(...continued)
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a plurality of pins connecting the friction

ri ngs together, said

friction rings being

connected together only

by said plurality of

pi ns,
said pins each having a thickened center
part serving to space the friction rings
from one another and respective end parts
secured in respective bores in the friction
rings by a heating process.

It is worthy of noting at this point that in our
obvi ousness eval uation of the content of claim9, relative to
the collective teachings of JP ‘237 and Goodyear, we have
wei ghed declarant Martin's stated perceptions of the applied
prior art as set forth in the declaration (paragraphs 8

t hrough 12).

In applying the test for obviousness,* we reach the

conclusion it would have been obvious to one having ordinary

4 The test for obviousness is what the conbi ned teachings
of references would have suggested to one of ordinary skill in
the art. See In re Young, 927 F.2d 588, 591, 18 USPQ@d 1089,
1091 (Fed. Cir. 1991) and In re Keller, 642 F.2d 413, 425, 208
USPQ 871, 881 (CCPA 1981).
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skill in the art, froma conbi ned consi deration of the applied
teachings, to fabricate the two annul ar disks (rings) 8, 8g of
JP 237 (Figs. 1 through 3) froma carbon group materi al
follow ng the suggestion therefor that woul d have been derived
fromthe teaching of Goodyear (page 2, lines 11 through 16).
This conclusion is buttressed by the express disclosure in the
JP ‘237 docunent itself of the alternative of “carbon fiber”
for the two annul ar disks (translation, page 6, lines 7 and
8). As so nodified, we appreciate the resulting brake disk

pl ate of JP ‘237 as being responsive to the structure of the

brake disk set forth in claim?9.

The argunent advanced by appellant in the brief and the
statenents of declarant Martin sinply do not persuade us that

the exam ner erred in rejecting claim9 under 35 U S.C. § 103.

Appel | ant argues (brief, page 6) that the exam ner’s
under standing of the JP *327 is not correct in the assertion
that the rings (disks) are connected only by way of pins
(hollow rivets). As appellant sees it, the disks of JP ‘327

are connected together by “both hollowrivets 11 and | egs 2-
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6". We disagree with appellant’s point of view. The JP ‘327
docunment (translation, page 3, lines 14, 15) makes it quite
apparent to us that leg parts (2-6) are nerely “sandw ched

bet ween” the annul ar disks (Fig. 2), while only hollow rivets>®

structurally connect the disks(rings) together.

Responsive to appellant’s and declarant’s conmmentary
regardi ng the Goodyear reference (brief, page 7), we sinply
poi nt out that the Goodyear teaching was not relied upon by
the exam ner for a disclosure of a connection between friction

rings “only” by a plurality of pins, as now cl ai med.

It is also asserted in the brief (pages 7 through 9) that
there is no suggestion in the applied art for pins “secured in
respective bores. . . by a heating process” as in claim9. In
t he decl aration (paragraphs 8, 10, and 12), declarant |ikew se
addresses a | ack of suggestion for securenent by a heating
process. The argunent appears to be prem sed upon the view

that the process limtation in article claim9 is

S1In the declaration (paragraphs 8 and 12), decl arant
Martin references the rivets as “pins” or “bolts”.
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determ native of the patentability of that claim W do not
share that viewpoint. The patentability of claim9 nust be
predi cat ed upon the structure of the clainmed article and not
t he argued nmet hod by which the article my have been nade. In

ot her words, the determ nation of patentability in a product-

by- process claimis based on the product itself, even though
the claimmy be linmted and defined by the process. The
product or article in such a claimis unpatentable if it is

t he same as or obvious fromthe product of the prior art, even
if the prior product or article was made by a different pro-

cess. See |In re Thorpe, 777 F.2d 695, 697, 227 USPQ 964, 966

(Fed. Cir. 1985). Wth the above particularly in mnd, we
note that neither appellant nor declarant has pointed to any
structural securenment difference that woul d be perceived in
the final disk brake product resulting fromthe broadly

cl ai med “heating process” that would distinguish the secured
pin and bore structure of the clained brake disk fromthe
secured pin and bore structure of JP ‘237, and we perceive
none. Thus, the examner’s rejection of claim9, in

particular, under 35 U . S.C. 8§ 103 is well founded.
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The rejection of clains 29 and 30

We reverse the rejection of claim 29 and 30.

I n appellant’s specification (page 2, line 22 to page 3,
line 2), it is indicated that the conbi nati on of pocket bores
and t hrough-bores for accommodating the end parts of the
di stancing pieces (pins) is contenplated according to certain
enbodi nrents of the invention. Further, appellant teaches
(specification, page 4) and shows this conmbination in detail

in Figure 3.

Li ke the exam ner (answer, page 5), we fully appreciate
that the applied teachings reveal that pocket bores for
i solation parts (Figures 10(b),(c),(d),(e),(f), and (g) of JP
*327) and through-bores for hollow rivets (JP *327; Figure 3)
were well known at the time of appellant’s invention.
However, the difficulty we have with the rejection of claim?29
(and claim 30) is that the evidence of obviousness before us
woul d clearly not have been suggestive to one having ordinary
skill in the art of using other than either all pocket bores
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or all through-bores for the respective hollow rivets and

isolation parts. As such, we are constrained to reverse the

rejection of clains 29 and 30.

The rejection of clains 13, 14, and 31

We sustain the rejection of claim13. W also sustain
the rejection of claims 14 and 31 since these clainms stand or

fall with claim 13 as nenti oned above.

Cl aim 13 addresses “open through bores” interposed al ong

radi ally extendi ng channel s between rows of pins.

As seen in appellant’s Figs. 1 through 3, friction rings
2,3 have “through-bores 7" (specification, page 4, line 3).
Fig. 2 shows a distribution of pins 30 with through-bores 7

t her ebet ween.

From our perspective, it would have been obvious to one
having ordinary skill in the art, at the tinme of appellant’s
invention, to provide the two annul ar disks of JP ‘327 with
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t hr ough- bores (recesses) between the rows of rivets 11 (Fig.
1), following the teaching of Stehle. Mre specifically, it
is clear to us that the incentive on the part of one having
ordinary skill in the art for making the noted nodification
woul d have sinply been to gain the recogni zed cooling benefit
t hr ough- bores or recesses (Fig. 8) would provide, as discussed

by Stehle (colum 1, lines 44 through 47).

Appel | ant acknow edges that Stehle does illustrate
t hrough- bores, but faults the rejection as being hindsight
based since Stehle does not include pins (brief, pages 10 and
11). Therefore, according to appellant, Stehle could not
possi bly suggest interposing through-bores in any particul ar
| ocation with respect to pins in an already ventil ated di sk
such as in JP *327. For the reasons given above, we are not
in accord with appellant’s conclusion that the rejection is
based upon inpermnissible hindsight. To reiterate the point
made, the conbined prior art teachings thenselves clearly
woul d have been suggestive of the addition of through-bores in

the ventil ated brake disk of JP *327 for cooling purposes.
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I n summary, this panel of the board has sust ai ned the
rejection of clainms 9 through 12 and 21 through 28 under
35 U.S.C. 8 103 as being unpatentable over JP ‘237 in view of

Goodyear, but has not sustained the rejection of clainms 29 and

30 on the sanme statutory ground. Additionally, we have
sustained the rejection of clainms 13, 14, and 31 under 35
U S.C. 8 103 as being unpatentable over JP ‘237 in view of

Goodyear and Stehle.

The decision of the examner is affirmed-in-part.

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).
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