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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1, 4, 5, 7-16 and 21, which are all of the
clainms pending in this application. dainms 17-20 were
cancel ed subsequent to the final rejection (see Paper Nos. 9

and 10).
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1 An English |l anguage translation of this reference, prepared by the

Pat ent and Trademark O fice (PTO),

i s appended hereto.
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(1) dains 1, 4, 8, 14 and 16 stand rejected under 35 U. S. C

8 103(a) as being unpatentable over Mesenhdller in view of
Kenti sh.

(2) dains 9 and 10 stand rejected under 35 U.S.C. § 103(a)
as bei ng unpat ent abl e over Mesenhdller in view of Kentish and
ei ther Harrigan or Davis.
(3) dains 11 and 12 stand rejected under 35 U.S.C. 8§ 103(a)
as bei ng unpatentabl e over Mesenhdller in view of Kentish and
| noue.
(4) dains 13 and 15 stand rejected under 35 U S.C. § 103(a)
as bei ng unpat ent abl e over Mesenhdller in view of Kentish and
G i neur.
(5) dains 5 and 7 stand rejected under 35 U.S.C. § 103(a) as
bei ng unpat ent abl e over Mesenhdller in view of Kentish and
ei ther Henson or Packer.
(6) Cdaim2l stands rejected under 35 U. S.C. 8§ 103(a) as
bei ng unpat ent abl e over Mesenhdller in view of either Henson
or Packer.

Ref erence is nade to the brief and reply brief (Paper

Nos. 12 and 15) and the answer (Paper No. 14) for the
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respective positions of the appellants and the exam ner with
regard to the nerits of these rejections.
CPI NI ON

In arriving at our decision on the obviousness issues
raised in this appeal, we have given careful consideration to
the appellants' specification and clains, the teachings of the
applied prior art references, the Brekke declaration (Paper
No. 9) supplied by appellants, and the respective positions
articul ated by appellants and the exam ner. Having revi ewed
all of the evidence before us, we nake the determ nations
whi ch foll ow

Turning first to the examner's rejection of claim1l as
bei ng unpat ent abl e over Mesenhdller in view of Kentish, we
note that Mesenholler discloses a first ratchet wench
enbodi nent (Figures 1-5) having an operating head 3 pivotably
coupled to a handle 2 including a handle shank 1 provided with
two angul ar slots 16, 17 and a rod 9 disposed within a bore
(gui de channel 8) and joined to an annul ar slider 15 encl osing
t he handl e shank by neans of a dianetral pin 14 passing
through the slots. To change the angularity of the handle
relative to the head, the user draws back the slider 15
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axially against the force of a conpression spring 19 to
di sengage a tab 12 on the end of the rod froma | ocking
opening 13 on the head. In order not to have to hold the
slider back continuously against the force of the spring 19,
the slider 15 can be turned approxi mately 30 degrees to pl ace
the pin 14 in the |l ocking position showm in Figure 5. The
exam ner recogni zes that the retaining structure of
Mesenhdl ler's first enbodi nent | acks a | ock stem "having a
termnal first end coupled to the rod and di sposed in the
first bore. Rather, both ends of the dianetral pin 14 are
out si de the handl e shank 1.

The retaining structure of Mesenhédller's second
enbodi nent (Figures 8 and 9) differs fromthe first enbodi nent
in that the tubular shank 36 contains an el ongate slot 35,
rat her than two angular slots as in the first enbodi nent, and
the slider 33 is not annular and is coupled to the rod 34 by a
pin 14 which has only one end extending out fromthe rod.
Thi s second enbodi nent | acks a retaining slot comrunicating
with the second slot end of the engagenent slot (el ongate sl ot

35), as called for in claiml.
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Kentish discloses a ratchet wench which is simlar to
the second enbodi nent of Mesenhéller, in that it includes a
ratchet pin 12 slidably disposed in an axial bore 13 of a
housing 2, with an el ongated slot 16 provided in the housing
and a pin 15 extending radially outward from one side of the
ratchet pin 12 through the el ongated slot 16 and secured in a
t hunmb pad 18.

In rejecting claim1l, the examner's position, as
expressed on page 7 of the answer, is that

it woul d have been an obvi ous nechani cal equi val ent

to formthe engagi ng structure of Mesenhdller in the

formas taught by Kentish since such structure

perfornms substantially the sane function, in

substantially the sane manner, to produce

substantially the same results. Kentish [has]

clearly teaches user engagi ng structure for sliding

arodto arelease position to adjust a ratchet head

to a variety of positions. The user engagi ng

structure of Kentish has only one end of a pin which

extends outwardly fromthe rod as cl ai ned by

appel | ant [ s].
We understand the nodification proposed by the exam ner to be
repl acenent of the ring or slider 15 and di anetral (through)

pin 14 of Mesenhéller's first enbodinent wwth a button

extending around only a small portion of the handl e shank
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circunference and a pin extending fromonly one side of the
r od.

Wil e the exam ner nay be correct that the substitution
of the button and pin arrangenent taught by Kentish for that
di scl osed by Mesenhél |l er woul d perform substantially the same
function in substantially the sane manner to produce
substantially the same results, thereby nmeking the proposed
nodi fication feasible, the nere fact that the prior art could
be so nodi fied woul d not have nade the nodification obvious
unl ess the prior art suggested the desirability of the

nodi fication. See Inre MIls, 916 F.2d 680, 682, 16 USPQd

1430, 1432 (Fed. Gr. 1990); In re Gordon, 733 F.2d 900, 902,

221 USPQ 1125, 1127 (Fed. Gr. 1984). In this instance, the
prior art discloses a slider ring and through pin arrangenent
in conbination with two angul ar slots (Mesenhéller first
enbodi nent) and a button and non-through pin arrangenent in
conmbi nation with a single elongate slot (Mesenhdller second
enbodi nent and Kentish). W find nothing in the teachings of
Mesenhdl | er and Kentish which woul d have suggested a button
and non-through pin arrangenent in conbination with an angul ar
slot (i.e., an engagenent slot having first and second sl ot

7
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ends and a retaining slot comunicating with the second sl ot
end of the engagenent slot), as recited in claiml.

From our perspective, the only suggestion for putting the
sel ected pieces fromthe references together in the manner
proposed by the exam ner is found in the |uxury of hindsight
accorded one who first viewed the appellants' disclosure.

This, of course, is not a proper basis for a rejection. See

In re Fritch, 972 F.2d 1260, 1266, 23 USPQR2d 1780, 1784 (Fed.

Cr. 1992). In light of the foregoing, we shall not sustain
the examner's rejection of claiml1, or clains 4, 8, 14 and 16
whi ch depend therefrom as being unpatentabl e over Mesenhdl | er
in view of Kentish.

The deficiency in the conbination of Mesenhdl |l er and
Kentish with respect to the subject matter recited in claim1l
finds no cure in the various references applied to support the
obvi ousness rejections of the clains which respectively depend
fromclaiml1l. Accordingly, we also shall not sustain the
examner's rejections of clains 9 and 10 as bei ng unpatentabl e
over Mesenhdller in view of Kentish and Harrigan or Davis,
clains 11 and 12 as bei ng unpatentabl e over Mesenhéller in
vi ew of Kentish and I noue, clains 13 and 15 as being

8
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unpat ent abl e over Mesenhdller in view of Kentish and Qi neur
and clainms 5 and 7 as bei ng unpatentabl e over Mesenhdller in
vi ew of Kentish and Henson or Packer.

| ndependent cl aim 21, unlike claim1l, does not require
that the lock stemhave a termnal first end disposed in the
first bore. Rather, with regard to the retaining structure,
claim?2l1 recites

a lock stemcoupled to the rod and axially novabl e

I n the engagenent sl ot and receivable in the

retaining slot to retain the rod in its non-engaged

condi tion, wherein the engagenent slot and the

retaining slot respectively have centra

| ongi tudi nal planes inclined with respect to one

anot her and form ng an angl e t herebetween of | ess

t han 90°.

The exam ner and appel |l ants appear to be in agreenent
that Mesenholler (first enmbodi nent) neets all of the
limtations of claim21 with the exception of the angle of
inclination of the central |ongitudinal planes of the
engagenent and retaining slots being | ess than 90°. Wth
respect to the angle between the slots, the exam ner notes
t hat Henson and Packer discl ose bayonet-type slots wherein the

retaining slot is inclined with respect to the engagenent sl ot

by | ess than 90 degrees and appellants do not contest this
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assertion. The exam ner contends that it would have been
obvi ous to one having ordinary skill in the art to formthe
retaining slot of Mesenhdller such that it is inclined with
respect to the engagenent slot by |less than 90 degrees to | ock
t he connection as taught by Henson or Parker.

Appel  ants argue that neither Henson nor Parker is
anal ogous prior art with respect to appellants' invention.
For the reasons which follow, we do not agree.

The test for non-anal ogous art is first whether the art
is within the field of the inventor's endeavor and, if not,
whether it is reasonably pertinent to the problemw th which

the i nventor was i nvol ved. In re Whod, 599 F.2d 1032, 1036,

202 USPQ 171, 174 (CCPA 1979). A reference is reasonably
pertinent if, even though it may be in a different field of
endeavor, it logically would have conmended itself to an
inventor's attention in considering his problem because of the

matter with which it deals. In re day, 966 F.2d 656, 659, 23

UsPQ2d 1058, 1061 (Fed. Cr. 1992).

In this instance, appellants' invention addresses the
probl em of providing an inproved | ocki ng arrangenent between
two tel escopi ng nmenbers by providing engagenent and ret ai ni ng

10



Appeal No. 2001-0099
Application No. 09/042, 431

slots in the outer nenber inclined with respect to one anot her
at an angle of less than 90 degrees. Henson discloses the use
of such an arrangenent to securely |l ock the sleeve 20 of a nop
head 12 in the sleeve 24 of a handle 10 and Packer discl oses
the use of such an arrangenent to securely |ock a beater rod
29 to a hollow drive shaft 23. One of ordinary skill in the
art woul d have readily understood that the acute angl e between
the slots permts the biasing spring (32 in Henson, 51 in
Packer) to aid in keeping the retaining pin in the |ocking
position, thereby inproving the |Iocking. As Henson and
Packer, |ike appellants' invention, are directed to the
provision of a retaining and | ocki ng arrangenent for fixing
the position of tel escoping sleeve nenbers relative to one
anot her, the teachings of either Henson or Packer woul d have
conmended thenselves to the attention of the skilled artisan
for use on a ratchet handle including an axially slidable

| ocki ng rod disposed therein.?2 Further, the skilled artisan

woul d have appreci ated the advantages of furnishing such an

2 I'n cases such as this, involving relatively sinple everyday-type
mechani cal concepts, it is reasonable to permt inquiry into other areas where
one of even limted technical skill would be aware that simlar problens
exist. |nre Heldt, 433 F.2d 808, 812, 167 USPQ 676, 679 (CCPA 1970).

11
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arrangenent on the Mesenhol |l er ratchet handle shank 1 to
provide a nore secure |locking of the slider 15 and pin 14 in
the position shown in Figure 5.

In light of the above, we are satisfied that the conbi ned
teachi ngs of Mesenhdl | er and either Henson or Packer are

sufficient to establish a prinma facie case of obvi ousness of

the subject matter of claim21.
Havi ng concl uded, for the reasons di scussed above, that
the teachings of the applied references are sufficient to

establish a prima facie case of obviousness® of the subject

matter of claim 21, we recogni ze that evidence of secondary
consi derations, such as the declaration of David Brekke
presented by the appellants in this application, nust be
considered en route to an ultimte determ nation of

obvi ousness or nonobvi ousness under 35 U. S.C. 8§ 103.

3 Like the Court in In re Cetiker, 977 F.2d 1443, 1445, 24 USPQd 1443,
1444 (Fed. Cir. 1992), we recognize that the concept of a "prina facie" case
of obviousness is a procedural tool of patent exam nation which allocates the
burdens of going forward as between the exam ner and the appellants, and that
the determ native issue regarding patentability in this, and any case based on
obvi ousness, is whether the record as a whole, by a preponderance of the
evidence with due consideration to persuasiveness of argunent and secondary
evi dence, supports the legal conclusion that the invention clained would have
been obvious at the tine the invention was nmade to a person having ordi nary
skill in the art.

12
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Accordi ngly, we consider anew the issue of obviousness under
35 U S.C 8 103, carefully evaluating and wei ghing both the
evi dence relied upon by the exam ner and the evi dence provided

by the appellants. See In re Piasecki, 745 F.2d 1468, 1472,

223 USPQ 785, 788 (Fed. Cir. 1984) and Stratoflex Inc. V.

Aeroquip Corp., 713 F.2d 1530, 1538, 218 USPQ 871, 879 (Fed.
Cr. 1983).

Appel  ants submtted the Brekke decl arati on as evi dence
of the commercial success of the appellants' clained
I nvention. The declaration states that, at the tinme of the
decl arati on, Snap-on Tools Conpany (Snap-On) was selling
flexi ble hand ratchet wenches "substantially identical to
those shown in Figures 1-7 of the present application ...
except that the central planes of engagenent slot 140 and
retai nment slot 145 form an angle of about 90°. " As of August
18, 1999, at l|least 37,176 Snap-on ratchet wenches had been
sold. Several dealers told declarant that they like the
proximty of the |lock button to the handl e and the nechani sm
which allows the user to retain the | ocking teeth away from
the ratchet head to allow adjustnent of the angle of the head

relative to the handl e without renpving the user's hand from

13
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the handle, as well as the secure | ocking of the wench. The
decl arant states a belief that the noted sal es denonstrate
commerci al success for the product and that the sal es success
Is directly attributable to the clained features of the |ock
button and retai ni ng mechani sm

We concl ude that the Brekke decl aration does not
per suasi vely establish comrercial success of the clained
invention. |In that regard, the declaration provides no data
concer ni ng whet her the amount of sal es of the Snhap-on ratchet
wrenches represents a substantial share in this market. Qur
reviewi ng court has noted in the past that evidence rel ated
solely to the nunber of units sold provides a very weak

showi ng of commercial success, if any. See In re Huang, 100

F.3d 135, 137, 40 USPQ@d 1685, 1689 (Fed. G r. 1996); Cable

Elec. Prods.., Inc. v. Genmark, Inc., 770 F.2d 1015, 1026-27,

226 USPQ 881, 888 (Fed. G r. 1985) (finding that sales of 5
mllion units represent a mnimal show ng of comerci al
success because "[without further econom c evidence ... it
woul d be inproper to infer that the reported sales represent a

substanti al share of any definable market"); see also In re

Baxter Travenol Lab., 952 F.2d 388, 392, 21 USPRd 1281, 1285

14
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(Fed. Cir. 1991) ("[I]nformation solely on nunbers of units
sold is insufficient to establish conmmercial success.").
Even assum ng that appellants had sufficiently

denonstrated comerci al success, that success is relevant in
t he obvi ousness context only if it is established that the
sales were a direct result of the unique characteristics of
the clained invention, as opposed to other econom c and
comrercial factors unrelated to the quality of the cl ai ned

subject matter. See Cable Elec., 770 F.2d at 1027, 226 USPQ

at 888. Furthernore, it is well settled that evidence of
nonobvi ousness nust be comrensurate in scope with the clains

to which it pertains. 1n re denens, 622 F.2d 1029, 1035, 206

USPQ 289, 296 (CCPA 1980); In re Dill, 604 F.2d 1356, 1361,

202 USPQ 805, 808 (CCPA 1979) and In re Tiffin, 448 F.2d 791,

792, 171 USPQ 294, 294 (CCPA 1971). See also In re Gasselli

713 F.2d 731, 743, 218 USPQ 769, 778 (Fed. Cr. 1983).

The Snap-on ratchet wench di scussed in the Brekke
decl aration, wherein the central planes of the engagenent and
retaining slots forman angle of "about 90° " is not the
ratchet wench recited in appellants' claim21, which recites
that the central |ongitudinal planes of the slots forman

15
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angl e therebetween of "less than 90°." Additionally, the
Brekke declaration states that dealers specifically Iiked the
proximty of the |Iock button to the handle, a feature which is
not recited in claim2l1. 1In light of the differences between
the product sold and the subject matter of claim 21, we cannot
conclude that the sales were a direct result of the unique
characteristics of the clainmed invention.

Mor eover, evi dence of secondary considerations, such as
commerci al success, is but a part of the "totality of the
evi dence" that is used to reach the ultinmate concl usion of

obvi ousness. See Richardson-Vicks Inc. v. Upjohn Co., 122

F.3d 1476, 1483, 44 USPQd 1181, 1187 (Fed. Cr. 1997).

After reviewing all of the evidence before us, including
the totality of the appellants' evidence, it is our conclusion
that, on bal ance, the evidence of nonobviousness fails to
out wei gh the evi dence of obvi ousness di scussed above and,
accordingly, the subject matter of claim 21 would have been
obvious to one of ordinary skill in the art within the neaning
of 35 U S.C. § 103 at the tinme the appellants' invention was

made. See |d.

16
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Accordi ngly, we shall sustain the exam ner's rejection of
claim 21.

REMAND TO THE EXAM NER

This application is remanded to the exam ner to consider
the patentability of the subject matter of claim1, and any of
the clains depending therefrom in light of the disclosures of
U S Pat. No. 5,943,924, issued to Jarvis on August 31, 1999
on an application filed June 18, 1997 (Jarvis '924) and U. S
Pat. No. 6,167,787, issued to Jarvis on January 2, 2001 on an
application filed February 17, 1998 (Jarvis '787).% The
Jarvis patents appear to disclose that which was found
| acki ng, supra, in the conbination of Mesenhdl |l er and Kentish
(i.e., aretaining slot comunicating with one end of an
engagi ng slot in the handle in conbination with a |ock stem
having a first end coupled to the | ocking rod and di sposed in
the bore of the handle) with regard to the subject matter of

claim1.

4 The Jarvis patents were brought to the attention of this panel by
appel l ants' counsel at the oral hearing. Copies of these patents are appended
her et o.
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The examiner's attention is directed to colum 7, |ines
14-62, of Jarvis '924, as well as to Figure 52 of Jarvis '924,
whi ch appears to illustrate a retaining slot extending
outwardly at a right angle fromone end of an engagenent sl ot.
Wth regard to Jarvis '787, the examner's attention is
directed to the disclosure at colum 4, line 3, to colum 5,
line 7, and Figures 6, 6A, 6B and 7.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clains 1, 4, 5, 7-16 and 21 under 35 U.S.C. 8 103 is affirned
as to claim?21 and reversed as to clains 1, 4, 5 and 7-16.
Additionally, the application is remanded to the exam ner for
consi deration of the issues noted above.

In addition to affirmng the examner's rejection of one
or nore clains, this decision contains a remand. 37 CFR
8§ 1.196(e) provides that

Whenever a decision of the Board of Patent Appeals and

Interferences includes or allows a renmand, that decision

shall not be considered a final decision. Wen

appropriate, upon concl usion of proceedi ngs on renand
bef ore the exam ner, the Board of Patent Appeals and

Interferences may enter an order otherw se making its
deci sion final.

18
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Regardi ng any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

origi nal decision

The effective date of the affirmance is deferred until
concl usi on of the proceedi ngs before the exam ner unless, as a
nmere incident to the limted proceedings, the affirned
rejection is overcone. |If the proceedings before the exam ner
do not result in allowance of the application, abandonnent or
a second appeal, this case should be returned to the Board of
Pat ent Appeals and Interferences for final action on the

affirmed rejections, including any tinely request for

reheari ng thereof.
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART AND REMANDED

NEAL E. ABRAMS
Adm ni strative Patent Judge

BOARD OF PATENT

JOHN P. M QUADE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge

N N N N N N N N N N N N N
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HARCLD V. STOTLAND
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42ND FLOOR
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