The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI S| ON ON APPEAL

Leo Lonbardo et al. appeal fromthe final rejection of
claims 18 and 23 through 26. dains 21, 22 and 27 through 34,
the only other clains pending in the application, stand
W t hdrawn from consi deration pursuant to 37 CFR 8 1.142(b).

The subject matter on appeal relates to a nmethod of
producing imaged mailers frommailer type business form
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internedi ates. Representative claim 18 reads as foll ows:

18. A nethod of producing inmaged mailers frommail er
type business forminternmedi ates conprising: a substantially
gquadr ate sheet of paper having first and second faces, top and
bott om edges substantially parallel to each other, and first
and second side edges substantially perpendicular to the top
and bottom edges and substantially parallel to each other; the
top and bottom edges spaced a first distance, and the side
edges spaced a second distance, less than the first distance;
first and second |ines of weakness formed in the sheet
adj acent, but spaced fromand substantially parallel to, the
first and second side edges, respectively, to define first and
second renovabl e side margin portions; at |least one fold |ine,
including a first fold line fornmed in the sheet substantially
parallel to the top and bottom edges, and defining the sheet
into panels on opposite sides thereof; and a pattern of
pressure activated cohesive in each of the side margin
portions on at least the first face, the patterns for
substantially preventing cupping so that inproper feeding,
jamm ng, and m sfolding of the sheet is substantially avoi ded;

said nethod conprising the steps of: stacking the
internediates in a tray of a |aser printer, and feeding the
internediates one at a tine fromthe tray through the | aser
printer so that the side edges of the internediates do not
cup; imaging at |east one face of each of the internedi ates;
ultimately folding the sheet about the at |east one fold |ine
to forma mailer; and then passing each mailer through a
pressure sealer to act on the pressure cohesive to apply a
seal ing pressure of at |east about 100 psi to each namiler to
seal each internediate into a sealed mailer.

Clains 18 and 23 through 26 stand rejected under 35
U S C

§ 103(a) as being unpatentable over U S. Patent No. 5,067, 305
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to Baker et al. (Baker) in viewof U S. Patent No. 4,972, 655

to Ogawa.

Attention is directed to the appellants’ main and reply
briefs (Paper Nos. 14 and 16) and to the exam ner’s answer
(Paper No. 15) for the respective positions of the appellants
and the exam ner with regard to the nerits of this rejection.

Baker, the examner’s primary reference, discloses a
mai | er apparatus (see Figure 1) conprising a |laser printer 5
having an infeed tray T1 for envel ope forns and an infeed tray
T2 for sheets, a folder sealer 6 having infeed trays T3 and T4
for pre-printed sheets, and an output stacker 7. In use,
“after printing, sheets are passed fromlaser printer 5 to
fol der sealer 6 where they are accunul ated with an envel ope
form folded and seal ed, and output to stacker 7.

[T]rays T3 and T4 . . . nmay be used to add pre-printed sheets
to the mail piece” (colum 4, |lines 34 through 39).

O particular interest in this appeal is the envel ope
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form 10 shown in Baker’s Figure 2. As described in the
ref erence,

[florm 10 i ncludes an upper panel 12 havi ng an upper
(or trailing) flap 14 and a pair of side flaps 16.
Panel 12 may al so be provided with a wi ndow 18 so
that the mail piece fornmed when form 10 is fol ded
and seal ed may be delivered to an address printed on
a sheet in the mail piece. An adhesive Ais applied
to flaps 14 and 16 to provide for sealing of form 10
to forman envel ope. Preferably adhesive Ais
applied to flaps 14 and [16] as spaced stripes or
spots so that form 10 may be driven through the
apparatus of FIG 1 by segnented rollers contacting
form 10 in the spaces between the stripes or spots
of adhesive A to prevent contam nation of the

roll ers when adhesive A is noistened prior to
sealing and, also, to reduce curling of the form
Adhesive A is preferably a renoi stenabl e adhesi ve
which is noistened for sealing . . ., but the use of
sel f -adhesi ve or other suitable nethods of sealing
is within the contenplation of the subject

invention. Flaps 14 and 16 are attached to upper
portion 12, as is a rectangular |ower portion 20,
along preforned fold lines 24, which are preferably
pre-creased to facilitate uniformfol ding [colum 5,
lines 39 through 60].

Li kening Baker’s form 10 to the internedi ates involved in
the method recited in claim 18, the exam ner concedes (see
page 4 in the answer) that the form 10 does not neet the claim
[imtation requiring the internmediates to conprise “first and
second |ines of weakness fornmed in the sheet adjacent, but

spaced from and substantially parallel to, the first and
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second side edges, respectively, to define first and second
renmovabl e side margin portions.”

Ogawa di scl oses a conti nuous sheet 71 of envel ope bl anks
72. The continuous sheet includes perforation |lines 73 al ong
its longitudinal edges (apparently to facilitate gripping and
feeding the sheet), split lines 74 adjacent to and inboard of
the perforation lines for separating themfromthe sheet, and
tearabl e transverse weakening lines 75 at regular intervals

al ong

the sheet delimting individual envel ope blanks. Each bl ank
conprises first and second folding lines 76 and 77 defining a
sealing flap 78, a front area 79 and a rear area 80, first
adhesi ve- agent coated zones 81 on the rear area 80 along the

i nner edge of the perforation split lines 74, a second
adhesi ve- agent coated zone 82 traversing the sealing flap 78,
and a perforated line 87 parallel with the inner edge of either
of the first adhesive-agent coated zones 81 for opening the
seal ed envel ope.

I n proposing to conbi ne Baker and Ogawa to reject claim
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18, the exam ner concludes that it would have been obvious at
the tinme the invention was made to a person havi ng ordinary
skill in the art “to provide first and second |ines of weakness
formed in the sheet adjacent and spaced fromthe side edges in
the Baker et al. process, as taught by Ogawa, so that the side
mar gi ns may be renoved after processing” (answer, page 4). 1In
response to the appellants’ argunent (see pages 12 and 13 in
the main brief and page 6 in the reply brief) that this

nodi ficati on woul d destroy the essence of Baker’s envel opes by
renmoving the side flaps fromthe mail pieces, the exam ner

further explains that

[t]he feed format of Ogawa includes |ines of weakness
separating the product and feed strips with holes

. These types of strips would inherently be
added by one of ordinary skill in the art if the
apparatus of Baker et al. were converted to a
conti nuous feed format such as shown in the Ogawa
apparatus [answer, pages 7 and 8].

If the Baker apparatus were converted to a continuous feed
format as proposed by the exam ner, the resulting nethod would
not nmeet the limtation in claim18 requiring the feeding of

the internediates one at a tine fromthe tray through the | aser
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printer. Simlarly, if first and second |ines of weakness and
renovabl e first and second side margi ns having feed
perforations of the sort disclosed by Ogawa were added to
Baker’s envel ope forns as suggested by the exam ner, the forns
woul d not neet the Iimtation in claim18 requiring each of the
renovabl e side
margin portions to have a pattern of pressure activated
cohesive. Hence, even if Baker were nodified in view of Ogawa
in the manner proposed, the nmethod recited in claim18 woul d
not result.

Accordi ngly, we shall not sustain the standing 35 U.S. C
8 103(a) rejection of claim18, or of clains 23 through 26
whi ch depend therefrom as being unpatentabl e over Baker in

vi ew of QOgawa.

The deci sion of the examner is reversed.

REVERSED
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