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DECI S| ON ON APPEAL

Ki yoshi Tsuji et al. appeal fromthe fi
(Paper No. 35) of clains 64, 68, 70 and 71,
pending in the application.?

THE | NVENTI ON

The invention relates to an electronic

which is defined in representative claim®64

nal rejection

all of the clains

endoscope system

as foll ows:

! Cdaim68 has been anended subsequent to final rejection.
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64. An el ectroni c endoscope system conpri sing:

an el ectroni c endoscope including an el ongated intubation
unit, an objective optical systemfor formng an optical imge
of

a subject illumnated by illumnation light emtted froma
di stal end side of said intubation unit, and an inmagi ng

el enent for photoelectrically converting an optical inmage
based on said objective optical system

a signal transmtting cable connected to said inaging
el enent, said signal transmitting cable having a portion
covering transm ssion |ines;

a signal processor connected through said signal
transmtting cable for processing signals for said inmaging
el ement ;

a connecting part connecting said signal processor and
said signal transmtting cable;

a nmetal cylinder covering said connecting part; and

an el ectromagneti c energy absorbing and attenuating neans
consisting of a ring-shaped ferrite core for absorbing
el ectromagneti c waves, said signal transmtting cable passing
t hrough said el ectromagneti c energy absorbi ng and attenuating
neans,

wherein said el ectromagneti c energy absorbing and
attenuating neans is arranged at an end portion of said
portion of said signal transmtting cable near an el ectrical
contact point of said connecting part and a small distance
away and apart fromsaid netal cylinder along said signa
transmtting cabl e.

THE PRI OR ART

The references relied on by the exam ner as evidence of
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obvi ousness ar e:

Nakaj i ma 4,974,075 Nov. 27, 1990
(filed July 20, 1988)

“The Expanded Cabl e and Connector EM Suppressor Kit,” Fair-
Rite Products Corp., Engineering Bulletin, pp. 1-12 (May 1989)
(Fair-R te)

“Cabl es and Connectors . . . Howto Stop EM Leaks,”
Suppl enent to EDN Magazine, Vol. 39, No. 2, pp. S71-S77
(January 20, 1994) ( EDN)

THE REJECTI ON

Clainms 64, 68, 70 and 71 stand rejected under 35 U.S. C
8§ 103(a) as being unpatentable over Nakajima in view of Fair-
Rite.

Attention is directed to the appellants’ main and reply
briefs (Paper Nos. 42 and 44) and to the exam ner’s answer
(Paper No. 43) for the respective positions of the appellants
and the examner with regard to the nerits of this rejection.?

DI SCUSSI ON

|. The EDN reference

2In the final rejection, claim®68 also stood rejected
under 35 U.S.C. 8§ 112, first paragraph. The record indicates
that the exam ner has wthdrawn this rejection as a result of
t he amendnent of claim®68 subsequent to final rejection.
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As acknow edged by the exami ner, the EDN reference “was
not relied upon per se in the ground of rejection, but was
made of record and used to support what the Exam ner believes
[is] comon know edge in the art” (answer, pages 5 and 6,
n.2). The exam ner further explains that “[s]uch know edge,
whi ch was relied upon fromthe begi nning of prosecution
and is pertinent to the Examner’s rejection, pertains to the
hi gh susceptibility of EM in a cabl e-to-connector interface
and a connector-to-connector interface. Wen questioned by
Appel lant[s] to provide evidence to this fact, the Exam ner

provi ded the EDN reference” (answer, page 8).

The exam ner’s explanation of the rejection (see pages 5
through 10 in the answer) and response to the appellants’
argunent (see pages 10 through 14 in the answer) confirmthat
the EDN reference is an integral part of the examner’s
evi dentiary showi ng. Nonethel ess, the exam ner has chosen not
to include this reference in the statenent of the rejection.
Were a reference is relied on to support a rejection, whether
or not in a mnor capacity, there is no excuse for not

positively including the reference in the statenent of the
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rejection. See In re Hoch, 428 F.2d 1341, 1342 n.3, 166 USPQ

406, 407 n.3 (CCPA 1970). It is also noted that the
publication date of the EDN reference (January 20, 1994) is
wel | subsequent to the effective filing date to which the

i nstant application appears on the record to be entitled,?

whi ch woul d nake the reference neaningless in terns of
denonstrati ng conmon know edge in the art at the time the
appel l ants’ invention was made. G ven these circunstances, we
have not considered the EDN reference in evaluating the

propriety of the exam ner’s conclusion of obviousness.

II. The conmbi ned teachings of Nakajinma and the Fair-Rite

ref erence

3 Onits face, the record indicates that the instant
application (1) is a continuation of Application 08/ 570, 936,
filed Decenber 12, 1995, now abandoned, which is a division of
Appl i cation 08/ 026,203, filed March 2, 1993, now U. S. Patent
No. 5,543,831, granted August 6, 1996, which is a continuation
of Application 07/642,749, filed January 18, 1991, now
abandoned, and (2) is derived, via its U S. parent
applications, from Japanese Application 315106, filed Novenber
20, 1990.
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Nakaj i ma di scl oses an el ectroni c endoscope system
conprising an el ectronic endoscope 2 including an el ongated
insertion portion 8, a light guide 11, an objective 16 and an
i mge pickup device 17, a signal processing unit 5 including a
vi deo processor 6 connected to a nonitor 7, a universal cord 3
joining the endoscope and the signal processing unit, and a
signal cable 18 having a plurality of signal |ines extending
fromthe insertion portion of the endoscope, through the
uni versal cord and to the signal processing unit. The signal
cabl e communi cates with the signal processing unit through
connectors 21 and 22. Connector 21 includes contact pins 62a,
62b joined to the ends of signal lines 44, an inner shielding
frame 61, an outer shielding frane 60, and a netallic
shielding frame 64, these elenments being operatively
associ ated as shown in Figure 1.

It is not disputed that Nakajim responds to all of the
l[imtations in independent clains 64 and 68 except for those
calling for an el ectronmagneti c energy absorbi ng and
attenuating neans consisting of a ring-shaped ferrite core.
Both clains require this nmeans to be arranged at an end
portion of the signal transmtting cable near an el ectrical

contact point of the connecting part and a snmall di stance away
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and apart fromthe netal cylinder covering the connecting
part. The Nakajinma system has no such neans.*

Fair-Rite discloses a cable and connector EM suppressor
kit having ring-shaped ferrite cores anong its conponents.

In proposing to conbine Nakajina and Fair-Rite to reject
t he appeal ed cl ai ns, the exam ner concl udes

that at the tinme the invention was nmade it woul d
have been obvious to one of ordinary skill in the
art to have provided a ring-shaped ferrite core, as
taught by Fair-Rite, along the cable of Nakajima to
reduce or prevent reception or |eakage of EM. In
addition, since Fair-Rite does not specify a
preferred | ocation along the cable, the skilled
artisan, faced with the decision of where along the
cable to place the ferrite core, would naturally
drawn [sic] upon his/her own ordinary skill and
know edge readily available at the tinme, to place
the ferrite core in the nost beneficial |ocation

al ong the cabl e.

Nakaj i ma recogni zes the existence of EM in the
connector-to-connector interface . . . and provides
a netallic shielding frame (60) to hel p reduce
interference at the point of connection. However,
no EM protection is provided along the cable at the
cabl e-to-connector interface. As would be
recogni zed by the skilled artisan, the cabl e-to-
connector interface of Nakajima . . . is a point
that is highly susceptible to EM | eakage and is not
covered by the netallic shielding franme (60). Thus,
use of a ring-shaped ferrite core along the cable
woul d nost obvi ously and advant ageously be pl aced at

4 Counsel acknow edged at the oral hearing that the
assertion on page 5 in the main brief that the Nakajinm system
includes a ferrite ring is m staken.
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t he cabl e-to-connector interface [answer, pages 8
and 9].

The exam ner’s position here rests on the proposition
that Nakajima s cabl e-to-connector interface is susceptible to
EM | eakage, and thus in want of a ring-shaped ferrite core of
the sort disclosed by Fair-Rite, because it is not covered by
shielding frame 60. To the extent that Nakajima’ s cabl e-to-
connector interface extends beyond the shielding frame 60,
however, it is enconpassed by netallic shielding frane 64.
Since frames 60 and 64 are joined together to conpletely
surround the cabl e-to-connector interface, they ostensibly
woul d function to prevent EM | eakage at this point, thus
obvi ating any need for additional EM shielding or attenuating
means. In this light, it is evident that the only suggestion
for conmbining Nakajinma and Fair-Rite in the manner proposed by
t he exam ner stens frominperm ssible hindsight know edge
derived fromthe appellants’ disclosure.

Accordingly, we shall not sustain the standing 35 U.S. C

8 103(a) of clains 64 and 68, and of clainms 70 and 71 which
depend from claim 68, as being unpatentable over Nakajima in

view of the Fair-Rite reference.
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SUMMARY
The decision of the examner to reject clains 64, 68, 70
and 71 is reversed.

REVERSED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT

JOHN P. McQUADE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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ARVMSTRONG, WESTERMAN, HATTORI,
MCLELAND AND NAUGHTON
1725 K STREET N.W, SU TE 1000
WASHI NGTON, D. C. 20006
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January 28, 2002
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