The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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Bef ore STAAB, McQUADE, and BAHR, Admi nistrative Patent Judges.

McQUADE, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

Janet H Ellis Calvo et al. appeal fromthe final
rejection of clains 1, 3, 6 and 10. Cdainms 7 and 9, the only
other clains pending in the application, stand objected to as

depending froma rejected base cl aim
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THE | NVENTI ON

The invention relates to a funnel designed to fit over
and seal against container fill openings of different size.

Representative claim 1l reads as foll ows:

1. A funnel adapted to fit over fill openings of
containers conprising a unitary plastic body generally
i ncluding a tapered portion having an enlarged fill opening

and a small er discharge opening and a portion engagi ng the
di scharge opening of the tapered portion;

sai d engagi ng portion having [an] outer generally
cylindrical wall for extending over a container fill opening;

sai d engagi ng portion also including an inner wall which
engages the contai ner;

said inner wall of the engaging portion termnating in a
sealing rimfor sealing engagenent with the top of a contai ner
at its fill opening;

sai d engagi ng portion includes an outward extendi ng
portion defining the sealing rimand a dowward extendi ng
tubul ar portion defining the portion engaging the container
when in use;

said funnel having a plurality of generally coaxial
engagi ng portions for engagenment with a plurality of different
size fill opening containers;
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whereby the funnel may engage a plurality of different
size fill opening containers in the region of its fill opening
and seal with a surface at its fill opening.?

THE PRI OR ART

The references relied on by the exam ner to support the

final rejection are:

Smith 5,762,120 Jun. 9,
1998

Stj ernqui st 121, 519 Apr. 20,
1948 (Swedi sh Pat ent Docunent) 2

Interpreting the appealed clains in |ight of the
under | yi ng disclosure, we understand (1) the recitation in
claim1 of the engaging portion inner and outer walls as
readi ng on the inner and outer surfaces of disclosed engagi ng
portions 21, 22, (2) the recitation in the |last clause of
claim1 of the fill opening as referring to each respective
fill opening of the plurality of different size fill opening
containers previously recited in the clause, and (3) the
recitation in claim3 of “said engaging portion,” which |acks
a proper antecedent basis due to the recitation in parent
claiml1l of a plurality of engaging portions, to read as --each
sai d engagi ng portion—-.

2 An English | anguage transl ation of this reference,
prepared by the United States Patent and Trademark O fice, is
appended hereto.
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THE REJECTI ON

Clainms 1, 3, 6 and 10 stand rejected under 35 U. S. C
8 103(a) as being unpatentable over the Swedish reference in

view of Smth.

Attention is directed to the appellant’s main and reply
briefs (Paper Nos. 9 and 11) and to the exam ner’s answer
(Paper No. 10) for the respective positions of the appellants

and the examner with regard to the nerits of this
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rejection.?®*

Dl SCUSSI ON

The Swedi sh reference discloses a funnel having two
t hreaded engaging portions 1 and 2 with respective
stop/ seal i ng shoulders 3 and 4 for engagi ng and sealing

agai nst threaded container fill openings of different size.

Smth discloses a funnel which “is advantageously one

®In the final rejection (Paper No. 6), clains 1 and 3
al so stood rejected under 35 U.S.C. 8 112, second paragraph,
as being indefinite. Upon reconsideration (see page 2 in the
answer), the exam ner has withdrawn this rejection.

“On page 4 in the answer, the exam ner refers to U.S.
Patent No. 2,703,670 to Voight to support his position. This
pat ent, however, does not appear in the statenment of the
appeal ed rejection. Were a reference is relied on to support
a rejection, whether or not in a mnor capacity, there is no
excuse for not positively including the reference in the
statenent of the rejection. See In re Hoch, 428 F.2d 1341,
1342 n. 3, 166 USPQ 406, 407 n.3 (CCPA 1970); and MPEP §
706.02(j). Accordingly, we have not considered the teachings
of Voight in reviewng the nerits of the appeal ed rejection.

5
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contiguous piece of machined material such as |ightwei ght

al um num or nolded material such as plastic” (colum 3, |ines
46 through 48). The funnel 100 consists of an upper conical
part 120, 130, and a lower cylindrical part 140 for engagi ng
the nouth of a jar. O the lower cylindrical part, Smth

t eaches t hat

an engagi ng nenber such as threads [160] is provided
on the funnel so that the funnel can be firmy
affixed to the nmouth of jars. 1In a preferred

enbodi ment, threads are provided on the inside of a
| ower, cylindrical part [140] of the funnel for jars
with threads on the outside of the nouth.

In addition to the threads, the | ower
cylindrical part of the funnel has a rim][150],
above the threads. The rimcovers the rimof the
jar mouth and thereby facilitates a tight, stable
coupling between the funnel and the jar and a tight
seal between the funnel and the jar. The rimalso
prevents | eakage of the contents of the funnel
bet ween the funnel threads and jar threads during
pouring [colum 1, lines 21 through 38].

In rejecting the appeal ed clains under 8§ 103(a), the

exam ner finds that the Swedi sh reference responds to all of
the limtations therein except for those in independent clains
1 and 6 calling for the body of the clained funnel to be

“plastic,” and concludes that it would have been obvious to
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one of ordinary skill in the art “to nmake the apparatus of
[the] Swedish [reference] fromplastic as a unitary, one piece
nmol d[ i ng] as, for exanple, taught by Smith, in order to
provide a |ightweight, easily nolded and non corrosive

mat erial” (answer, pages 3 and 4).

The appel l ants do not dispute that Smth woul d have
suggest ed nmaki ng the Swedi sh funnel of plastic. They do
argue, however, that the rejection is unsound because the
exam ner’s determ nation that the Swedi sh reference neets the
[imtations in clains 1 and 6 requiring the funnel body to be
“unitary” is speculative and in fact inconsistent with the
fair teachings of the reference. The appellants al so contend
that to the extent the examner is nowrelying on Smth as

bei ng suggestive of a

funnel having a “unitary plastic body” as recited in clainms 1

and 6, the rejection is an inproper new ground of rejection
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whi ch “shoul d be disregarded in its entirety” (reply brief,

page 4).

The question of whether the explanation of the appeal ed
rejection in the exam ner’s answer (as conpared with the
explanation in the final rejection) constitutes an inproper
new ground of rejection is one which is not directly connected
with the nerits of the rejection. Hence, it is reviewable by
petition to the Conm ssioner, rather than by appeal to this

Board (see In re Hengehold, 440 F.2d 1395, 1403-1404, 169 USPQ

473, 479 (CCPA 1971)), and thus will not be further addressed

in this decision.

As for the nerits of the rejection, whether or not the
Swedi sh reference fairly teaches that the funnel disclosed
therein has a “unitary” body, Smth would have provided the
artisan with anple suggestion or notivation to nake the
Swedi sh funnel of a unitary plastic body for the uncontested
sel f-evident benefits noted by the examner, i.e., to gain a

funnel which is |ightweight, corrosion-resistant and easily
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manuf actured. Moreover, viewi ng the references froma

di fferent perspective, the funnel disclosed by Smth responds
to all of the limtations in the appeal ed cl ai s except for
those in clains 1 and 6 requiring a plurality of engaging
portions for engagenent with or attachnent to a plurality of
different size fill opening containers, and the Swedi sh
reference woul d have suggested providing the Smth funnel with
such a plurality of engagenent portions for the advantage,
expressly stated in the Swedi sh reference, of permtting
attachnment to a plurality of different sized fill opening

containers.?®

Thus, the conbi ned teachings of the applied references
fully support the exam ner’s conclusion that the differences
bet ween the subject natter recited in the appeal ed clains and

the prior art are such that the subject matter as a whole

*\Were a rejection is predicated on two references each
cont ai ni ng pertinent disclosure which has been pointed out to
an applicant, it is of no significance, but nerely a matter of
exposition, that the rejection is stated to be on A in view of
B instead of on Bin viewof A or to termone reference
primary and the other secondary. In re Bush, 296 F.2d 491,
131 USPQ 263 (CCPA 1961).
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woul d have been obvious at the tinme the invention was nade to
a person having ordinary skill in the art. W shall therefore
sustain the standing 35 U.S.C. 8§ 103(a) rejection of clains 1,

3, 6 and 10.

SUMVARY

The decision of the examner to reject clains 1, 3, 6 and

10 is affirned.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RVED

LAWRENCE J. STAAB
Adm ni strative Patent Judge
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JOHN P. McQUADE
Adm ni strative Patent Judge

JENNI FER D. BAHR
Adm ni strative Patent Judge

JPQ pgg

John E. \Wagner

Wagner, M ddl ebrook & Ki nbel l
3541 Ccean Vi ew Bl vd.

d endal e, CA 91208
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