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NASE, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1, 2 and 4, which are all of the clains

pending in this application.!?

Y'In the status of clains section of the brief (p. 2), the
appel l ants canceled clains 5 and 6. The exam ner indicated in
the answer (p. 2) that the status of the clains contained in
the brief was correct, which we understand to be the
exam ner's approval of the cancellation of clains 5 and 6. W
note that this cancellation of clainms 5 and 6 has not been
clerically perforned.
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We REVERSE.
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BACKGROUND

The appel lants' invention relates to vacuum punps. A
copy of the clains under appeal is set forth in the appendi x

to the appellants' brief.

The prior art of record relied upon by the exam ner in
rejecting the appealed clains is:

(Gsada et al. (GCsada) 5,222,878 June 29,
1993

The appel l ants' adm ssion of prior art (specification, page 1

line 17 to page 3, line 8; Figures 1-2) relating to a vacuum
unit (Admtted Prior Art).

Clainms 1, 2 and 4 stand rejected under 35 U.S.C. 8 103 as
bei ng unpatentabl e over the Admtted Prior Art in view of

Csada.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejection, we nake reference to the answer (Paper No. 11
mai | ed Septenber 19, 2000) for the exam ner's conplete

reasoni ng in support of the rejection, and to the brief (Paper
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No. 10, filed August 11, 2000) for the appellants' argunents

t her eagai nst .
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OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art, and to the respective
positions articul ated by the appellants and the exam ner.
Upon eval uation of all the evidence before us, it is our
conclusion that the evidence adduced by the exam ner is

insufficient to establish a prina facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 1, 2 and 4
under 35 U.S.C. 8 103. Qur reasoning for this determ nation

foll ows.

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prina facie case of

obvi ousness is established by presenting evidence that woul d
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clai ned

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd
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1596, 1598 (Fed. Cr. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

The teachings of the Admtted Prior Art are adequately

summari zed on page 3 of the answer.

Gsada's invention is related to an el ectromagnetic
reci procating punp, and particularly to an el ectromagnetic
reci procating punp which enables the piston drive section to be
cooled with a sinple structure and the punp to be manufactured
at alowcost. An inlet port for introducing the fluid is
provi ded so as to open to the side of the initial position of
the piston biased by a spring, the main shaft is forned into a
hol | ow cyl i nder and the inside and outside of the casing
communi cate with each other through the central through hole of
the holl ow main shaft and the inlet port, and the piston is
provided with suction ports and suction valves for sucking the
fluid into the pressure chanber, whereby the fluid introduced
into the casing can be guided to the rear part of the casing
t hrough the internal passage of the hollow main shaft,

thereafter caused to pass by the el ectromagnet and arnmature,
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and then introduced into the suction ports of the piston. The
fluid introduced into the closed casing is not directly

i ntroduced into the pressure chanber, but guided to the

i ntegral passage of the hollow nain shaft, and it is caused to
pass through the hollow main shaft in the axial direction to
cool it, thereby it prevents the tenperature of the holl ow main
shaft itself fromincreasing. The fluid having passed through
the hollow main shaft is then guided around the el ectromagnetic
circuit arranged on the outer periphery of the holl ow main
shaft and cools the el ectromagnetic circuit to suppress its
tenperature increase, and thereafter it is guided into the
pressure chanber to be conpressed and di scharged as in the

conventional el ectromagnetic reciprocating punp.

Gsada teaches (colum 8, lines 2-10) that

[t]he direction of the fluid flowin the punp nay be
reversed. That is, it is possible that the directions of
the suction val ves, discharge valve and the |ike are
reversed, and the fluid is sucked fromthe closed tank
51B (in this case, not closed) and the pressurized fluid
is discharged fromthe air introducing chanber 51A (in
this case, it should be closed). This has an advant age
that the pul sation of the pressurized fluid is snoothed
by the resistance of the fluid passage 5A

Gsada further teaches (columm 8, lines 30-40) that
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Since the fluid is introduce into the closed casing
t hrough the hollow main shaft or the pressurized fluid is
di scharged through the hollow main shaft, the distance
between the fluid introducing portion/pressurized fluid
di scharging portion and the pressure chanber is |onger as
conpared with the conventional el ectromagnetic
reci procating punp, which produces a pul sation absorption
effect, and the pul sation sound of the fluid generated in
conpression/attraction of the fluid | ess often | eaks out,
whi ch can contribute to the noise elimnating effect.

The real issue presented in this appeal is whether or not
it would have been obvious at the tinme the invention was nade
to a person of ordinary skill in the art to have reversed the
direction of the fluid flowin the vacuumunit of the Admtted
Prior Art in view of the teachings of Osada. On this issue,
we find ourselves in agreenent with the position of the
appellant as set forth in the brief. 1In our view Osada, at
best, would have made it obvious at the tine the invention was
made to a person of ordinary skill in the art to reverse the
direction of the fluid flowin a punp only if this would
result in the pulsation of the pressurized fluid being
snoot hed by the resistance of a fluid passage simlar to the
fluid passage 5A in OGsada's hollow main shaft 5. Since the

pl enum base 16 in the vacuumunit of the Admtted Prior Art
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al ready, in our opinion, functions to snooth pul sation of the
pressuri zed fluid being discharged fromport 20, there would
be no notivation fromthe teachings of Osada for a person of
ordinary skill in the art to have reversed the flowin the

vacuumunit of the Admtted Prior Art.

In our opinion, the only suggestion for nodifying the
vacuumunit of the Admtted Prior Art in the manner proposed
by the examner to arrive at the clained invention stens from
hi ndsi ght know edge derived fromthe appellants’ own
di scl osure. The use of such hindsi ght know edge to support an
obvi ousness rejection under 35 U.S.C. §8 103 is, of course,

inpermssible. See, for exanple, W L. Gore and Assocs., Inc.

v. Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-13

(Fed. GCr. 1983), cert. denied, 469 U S. 851 (1984). It

foll ows that we cannot sustain the exam ner's rejections of

clains 1, 2 and 4.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject

claine 1, 2 and 4 under 35 U S.C. § 103 is reversed.
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REVERSED

| RW N CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT

CHARLES E. FRANKFORT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge

N N N N N N N N N N N N N N



Appeal No. 2001-0735 Page 11
Application No. 09/135, 390

QUARLES & BRADY LLP

411 E. W SCONSI N AVENUE
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