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DECI S| ON ON APPEAL

The application is on appeal fromthe final Ofice action
mai |l ed May 22, 2000 (Paper No. 7). The clains before us on
appeal are clains 15 to 18 and the statutory basis for

rejection is 35 US.C. 8§ 251. Both parties are in agreenent

! Application filed April 15, 1999, for reissue of U S.
Patent No. 5, 865, 353 (Application No. 08/917,772, filed August
27, 1997), which patent issued on February 2, 1999.
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that the sole issue before us is whether the scope of reissue
clains 15 to 18 is estopped under 35 U.S.C. § 251 (reissue
recapture estoppel ) (Appeal Brief? page 4; Exam ner's Answer:3,
page 2). Cains 1 to 14 have been allowed. No claimhas been

cancel ed.

W REVERSE

FI NDI NGS
A review of the history of the exam ner's actions and the

appel l ant's responses reveals the follow ng facts:

Activity in Application No. 08/917.772
(now U.S. Patent No. 5,865, 353)

1. On August 27, 1997, Application No. 08/917,772 was filed
with 15 original clainms. Oiginal claiml read as foll ows:

A di spensing cap for a reservoir containing a liquid
or viscous product, conpri sing:

arigid or semrigid body having at |east one
di spensi ng openi ng; and

2 Paper No. 14, filed Novenber 7, 2000.

® Paper No. 15, mmil ed Novenber 29, 2000.
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arigidor semrigidlid articulated to the body
around an articulation axis so as to stopper the
di spensing opening in a storage position of the lid,
wherein a gripping zone fornmed of an el astoneric
material is arranged on at |east one of the |id and the
body to facilitate opening and the closing of the lid.
2. On June 16, 1998, the first Ofice action by the exam ner
was mail ed (Paper No. 6). In that Ofice action, the exam ner
rejected clains 1, 3, 8, 9, 11, 12 and 15 under 35 U. S. C
8§ 102(b) and claims 2, 4 to 7, 10, 13 and 14 under 35 U.S.C

§ 103(a).

3. On Septenber 11, 1998, the applicant responded to the
examner's first Ofice action by anending clains 1, 6 to 8
and 15 and canceling claim 13 (Paper No. 9). On page 4 of
this response the applicant stated that as agreed during an
interview held on August 11, 1999, the anended cl ai ns now
recite features which "define over the prior art of record

including Maguire et al, Inbery Jr., Ikeda et al, and von

Schuckmann, none of which disclose a connecting el enent which

is elongated along its length and passes in the region of the
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articulation axis."” In this response, claim1l was anended* to

read as foll ows:

A di spensing cap for a reservoir containing a liquid
or viscous product, conpri sing:

arigid or semrigid body having at |east one
di spensi ng openi ng; [ and]

arigidor semrigidlid articulated to the body
around an articulation axis so as to stopper the
di spensing opening in a storage position of the lid[,]._
and

at | east one connecting elenent overnplded in a
thernpplastic material, and elastically deformable in
el ongation along a length of the at | east one connecting
elenent to forma spring. one of the ends of the
connecting el enment being connected to the body, the other
end being connected to the lid, and the connecting
el enent being mounted in such a way as to be situated on
one side of the articulation axis in an open position and
on the other side of the axis in a closed position of the
lid; and wherein when the connecting el enent passes from
one of the positions to the other, the at |east one
connecting elenment is subjected to an el ongati on whose
nmaxi numi s reached when connecting el enent passes in the
region of the articulation axis,

wherein a gripping zone fornmed of an el astoneric
material is arranged on at |east one of the |id and the
body to facilitate opening and the closing of the lid.

4. On Septenber 22, 1998, a Notice of Allowability was

mai l ed indicating that "[a]ll clains being allowable,

4 Additions to original claim1l have been shown by
underlining and del etions fromoriginal claim1l1l have been
shown by brackets.
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PROSECUTI ON ON THE MERITS IS (OR REMAINS) CLOSED in this
application" and that the "allowed clains are 1-13 and 15

[sic, clainms 1-12, 14 and 15]" (Paper No. 10).

5. On Septenber 30, 1998, the applicant subnmitted a paper
(Paper No. 12) entitled "Supplenental Amendnent." This paper
presented new claim 16 which read as foll ows:

A di spensing cap for a reservoir containing a liquid
or viscous product, conpri sing:

arigid or semrigid body having at |east one
di spensi ng openi ng; and

arigidor semrigid lid articulated to the body
around an articulation axis so as to stopper the
di spensi ng opening in a storage position of the lid, the
articulation is formed by a filmhinge so that the body
and the lid constitute one single piece,

wherein a gripping zone fornmed of an overnol ded
el astonmeric material is arranged on at |east one of the
lid and the body to facilitate opening and the cl osing of
the 1id.

On page 2 of this paper the applicant argued that the prior

art references of Monnet, Bolen, Jr. et al., Gach, Hazard,

Maquire et al, Inbery Jr., lkeda et al., and von Schuckmann

| ack the clained structure of "a gripping zone fornmed of an
over nol ded el astoneric material is arranged on at |east one of
the lid and the body to facilitate opening and the cl osing of

the lid,"” as recited in new claim16. Additionally, on page 3
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of this paper the applicant argued that the prior art

references of Monnet, Bolen, Jr. et al., Gach, Muguire et al,

lkeda et al., and von Schuckmann | ack "a filmhinge so that

the body and the |id constitute one single piece," as recited

in new cl ai m16.

6. On February 2, 1999, Application No. 08/917,772 issued as

U S. Patent No. 5, 865, 353.

7. Al so on February 2, 1999, the USPTO nailed a notice

(Paper No. 13) that infornmed the applicant that the anendnent

recei ved on Septenber 30, 1998, had not been entered.

Activity in Reissue Application No. 09/292 334

8. On April 15, 1999, the applicant filed Rei ssue
Application No. 09/292,334. This reissue application
presented clains 1 to 14 of the patent w thout change and
presented new claim15 which read as foll ows:

A di spensing cap for a reservoir containing a liquid

or viscous product, conprising: arigid or semrigid body
havi ng at | east one di spensing opening; and a rigid or
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semirigid lid articulated to the body around an
articulation axis so as to stopper the dispensing opening
in a storage position of the lid, the articulation is
formed by a filmhinge so that the body and the lid
constitute one singe [sic, single] piece, wherein a

gri ppi ng zone fornmed of an overnol ded el astoneric
material is arranged on at |east one of the lid and the
body to facilitate opening and the closing of the lid.

9. On July 6, 1999, the applicant filed a Reissue

Decl arati on (Paper No. 3) asserting an error in "claimng nore
[sic, less] than | had a right to claimin the patent."” The
decl aration provides in paragraph 8 that

A first error resulting ny claimng nore [sic, |ess]
than I had a right to claimis the failure to include a
claimreciting a dispensing cap for a reservoir
containing a liquid or viscous product, conprising a
rigid or semrigid body having at | east one di spensing
opening; and a rigid or semrigid lid articulated to the
body around an articulation axis so as to stopper the
di spensing opening in a storage position of the lid, the
articulation is forned by a filmhinge so that the body
and the lid constitute one single piece, wherein a
gri pping zone fornmed of an overnol ded el astoneric
material is arranged on at |east one of the lid and the
body to facilitate opening and the closing of the lid.

10. On Decenber 21, 1999, the examner rejected clains 1
to 15 as based upon a defective reissue declaration under 35

usS. C
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8§ 251 and rejected claim15 under the equitable "recapture”
doctrine (35 U S.C. § 251) (Paper No. 5). dCains 1 to 15 were

al so rejected under 35 U . S.C. 8§ 103(a).

11. On March 21, 2000, the applicant filed an amendnment which
amended claim 15 and presented new clains 16 to 18 dependent
on claim15 (Paper No. 6). Caim15 was anended® to read as
fol | ows:

A di spensing cap for a reservoir containing a liquid
or viscous product, conpri sing:

arigid or semrigid body having at | east one
di spensi ng openi ng; [and]

arigidor semrigidlid articulated to the body
around an articulation axis so as to stopper the
di spensing opening in a storage position of the lid, the
articulation is forned by a filmhinge so that the body
and the lid constitute one [singe] single piece, wherein
a gripping zone fornmed of an overnol ded el astoneric
material is arranged on at |east one of the lid and the
body to facilitate opening and the closing of the lid.

12. On May 22, 2000, the examner finally rejected clainms 15

to 18 under 35 U. S.C. § 251 "as being an inproper recapture of

® Additions to original reissue claim15 have been shown
by underlining and deletions fromoriginal reissue claim15
have been shown by brackets.
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cl ai med subject nmatter deliberately canceled in the
application for patent upon which the present reissue is

based" (Paper No. 7). Cains 1 to 14 were all owed.

13. On August 9, 2000, the applicant submtted a proposed
anendnent to claim 15 (Paper No. 8) which anendnent was
entered for purposes of appeal (See Paper No. 10). Caim15
was anmended® to read as foll ows:

A di spensing cap for a reservoir containing a liquid
or viscous product, conpri sing:

arigid or semrigid body having at | east one
di spensi ng openi ng; [and]

arigidor semrigidlid articulated to the body
around an articulation axis so as to stopper the
di spensing opening in a storage position of the lid, the
articulation is forned by a filmhinge so that the body
and the lid constitute one [singe] single piece, wherein
a gripping zone fornmed of [an overnol ded] a bi-injected
el astoneric material is arranged on at |east one of the
lid and the body to facilitate opening and the cl osing of
the |id.

THE EXAM NER S PCSI T1 ON

¢ Additions to original reissue claim15 have been shown
by underlining and deletions fromoriginal reissue claim15
have been shown by brackets.
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In the final rejection (page 3), the examner's basis for
the recapture rejection noted above is that the applicant
surrendered the right to present clainms which are broader in
scope than patent claim1 by limting the patent clains to
what is recited therein in order to overcone the prior art.
Therefore, the exam ner concludes that the applicant may not
obtain by reissue any claimwhich omts any limtation set

forth in patent claiml.

The exam ner believes (answer, pages 3-4) that the
appel l ant's anal ysis that recapture does not apply in this
case because reissue claim15 is narrower in all respects than

originally presented claim1l does not apply to the present

case. The exam ner states that the reissue clains are broader
in an aspect germane to a prior art rejection, but narrower in
anot her aspect conpletely unrelated to the rejection. In that
regard, the exam ner notes that reissue claim 15 requires that
the gripping zone be forned of a "bi-injected" elastoneric

material. Patent claiml1 (as well as originally presented

claim1l) required only that the gripping zone be forned of an

elastoneric material. The exam ner then concl udes that
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clearly this limtation with respect to the gripping zone is

not barred by the recapture rule.

Next the exam ner states that the recapture rule applies
to this case with respect to the region of the device between
the lid and the body. Reissue claim15 states "the
articulation is formed by a filmhinge so that the body and
the lid constitute one single piece". Patent claim1l states

at | east one connecting el enent overnolded in a
thernoplastic material, and elastically deformable in

el ongation along a length of the at | east one connecting
elenment to forma spring, one of the ends of the
connecting el enent being connected to the body, the other
end being connected to the |id, and the connecting

el ement being nounted in such a way as to be situated on
one side of the articulation axis in an open position and
on the other side of the axis in a closed position of the
lid; and wherein when the connecting el enent passes from
one of the positions to the other, the at |east one
connecting elenent is subjected to an el ongati on whose
maxi mum i s reached when connecting el enent passes in the
region of the articulation axis.

The exam ner concludes that clearly, reissue claim15 is
broader than patent claiml1l with respect to the region of the
devi ce between the lid and the body and accordingly that

rei ssue clainms 15-18 are broader in a way that attenpts to

reclai msubject matter that has been surrendered.
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THE APPELLANT' S POSI TI ON

The appel lant states (brief, page 3) that reissue claim
15 includes all of the limtations of original application
claim1, as well as a further limtation concerning the
articulation between the |id and the body, to wit: "the
articulation is forned by a filmhinge so that the body and
the lid constitute one single piece.” In addition, the
appel l ant points out that reissue claim15 further recites the
new limtation that the gripping zone is forned of a "bi-

I njected" elastoneric material .

The appel | ant argues (brief, pages 4-6) that there can be
no rei ssue recapture if the reissue clains are narrower in
scope in all respects than clains canceled fromthe origina
application to obtain a patent. The appellant point outs that
it 1s inportant to enphasize that this conparison is nmade
bet ween the reissue clains and those clainms which were
canceled in order to obtain a patent, and not between the

rei ssue clainms and the resulting patent clains.

PRECEDENT
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Ex parte Feissel, 131 USPQ 252, 254 (Bd. App. 1960)

provi des that

Upon careful consideration of the issues involved,
we do not agree with the exam ner as to the instant
rejection. We do not have here before us a situation
falling strictly within the general rule that where a
claimin a first application is deliberately cancelled or
restricted in response to a rejection thereof on prior
art, the cancelled claimor a claimnerely w thout the
restrictive anmendnment that was added cannot be obtai ned
in a reissue. Nor does the instant situation involve a
claimin a reissue application which differs fromthat
cancelled in the first application only in being broader,
whi ch woul d be barred as denoted in In re Byers, 43 CCPA
803, 109 USPQ 53, 230 F.2d 451, 1956 C.D. 183, 705 O G
444. Here, in the original application, the claimwhich
was in effect first cancelled contained neither the
anplifier limtation nor the further limtation referred
to by the exam ner, while the claimthat was | ater
cancel l ed contained only the anplifier limtation. There
was no cancellation in that application of any clai m of
the scope of that here before us on appeal, nanely,
containing only said further [imtation but not the
anplifier limtation. Viewing the clains here involved
in their entireties, as we nust, rather than in their
disjointed parts, it is apparent that clains of the
particul ar scope of those at bar were never presented and
asked for in the original application, and there
abandoned by appell ant upon a refusal thereof.

InInre WIlingham 282 F.2d 353, 356-57, 127 USPQ 211,

215-16 (CCPA 1960) the court found that the reissue clains,

whi |l e broader in scope than allowed cl ai m15, were sonewhat
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narrower in scope than deleted claim12. The court then
stated that

The deli berate cancellation of a claimof an original
application in order to secure a patent cannot ordinarily
be said to be an "error"” and will in nost cases prevent
the applicant from obtaining the cancelled claimby

rei ssue. The extent to which it nmay al so prevent him
fromobtaining other clains differing in formor
substance fromthat cancell ed necessarily depends upon
the facts in each case and particularly on the reasons
for the cancell ation.

In the instant case, the reasons for the deletion of
claim 12 of the original application do not appear of
record, and we may not properly speculate as to what they
may have been and base our decision on the results of
such specul ation. The appealed clains differ materially
fromcancelled claim12 and there is nothing of record on
whi ch to base a holding that the cancellation of claim12
was in any sense an adm ssion that the reissue clainms on
appeal were not in fact patentable to appellant at the
time claim12 was del et ed.

The court in In re Wesseler, 367 F.2d 838, 151 USPQ 339

(CCPA 1966) reversed a rejection under 35 U . S.C. 8§ 251 wherein
the clains presented on appeal defined patentable subject
matter and were narrower in scope than the cancelled clains in
the application which resulted in the appellant's patent but
wer e broader than the patent clainms. The court noted (id. at

849, 151 USPQ at 348) that since there is no objection to the
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appeal ed cl ains based on the prior art, they did not think the
statenment in Shepard’, arising fromthe facts therein stated,
is applicable here. The court then stated that Shepard may be
support for the rule that "one who deliberately adds a
limtation to avoid the prior art cannot omt that limtation
in reissue clains so as to encroach upon the prior art, but
that is not the situation here as the board's opinions clearly
point out." Lastly, the court found (id. at 850, 151 USPQ at
349) as a factual nmatter that a m stake occurred in the
prosecution of the patent application. That m stake was in
not then presenting the appealed clains with the result that
the appellant's patent clained | ess than he had the right to
claim The court also found that the record establishes that
the appell ant erroneously considered he was securing

protecti on commensurate with the invention disclosed in the

" Shepard v. Carrigan, 116 U. S. 593, 597 (1886) states
t hat

Where an applicant for a patent to cover a new

conbi nation is conpelled by the rejection of his

application by the Patent O fice to narrow his claim by

the introduction of a new el enent, he cannot after the

i ssue of the patent broaden his claimby dropping the

el ement which he was conpelled to include in order to

secure his patent.
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original application. There was no evidence that the

appel lant intentionally omtted or abandoned the clai ned
subject matter. Thus, the court found that while appellant
acted "deliberately"” he did so in error. This error, in view
of the facts of record, was held to be an "error w thout any
deceptive intention" which entitled the appellant to secure a

rei ssue of his patent under the provisions of 35 U S.C. § 251.

The court in Inre R chman, 409 F.2d 269, 161 USPQ 359,

(CCPA 1969) reversed a rejection under 35 U . S.C. 8§ 251 wherein
the clains rejected were narrower in scope than the cancell ed
clainms in the application which resulted in the appellant's
pat ent but were broader than the patent clains. The court set
forth (id. at 274, 161 USPQ at 362) that the recapture
guestion raised in the appeal was whet her the appeal ed clai ns
are of the same scope as the cancelled clains, not whether
they lack sonme specific recitation absent fromthe cancell ed

clainms but included in the patent clains.
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The court in In re Wadlinger, 496 F.2d 1200, 1207-08, 181

USPQ 826, 832 (CCPA 1974) stated that

in its decisions both before and after Wssel er, has nade
it clear that a reissue applicant is, at nost, prevented
by interpretations of the | anguage of 8 251, and its
predecessor statute R S. 4916, from obtai ning clains

whi ch are of the sane scope as the clains previously
cancelled in the original application. As for obtaining
clainms on reissue which are different, no prohibition

ari ses nerely because of the | anguage of the reissue
statute. Still apropos and basic is our statenent in
Wessel er, 151 USPQ at 348:

We think the term"error,"” arising as it does in a
renmedi al provision designed to advance both the
rights of the public and the inventor, is to be
interpreted as Congress has stated it, "error

wi t hout any deceptive intention,” and in |ight of
Suprene Court decisions favoring the |iberal
construction of reissue statutes in order to secure
to inventors protection for what they have actually
I nvent ed.

See In re Richman, 56 CCPA 1083, 409 F.2d 269, 161 USPQ
359 (1969), holding there was "error w thout any
deceptive intention” under 8 251 where the reissue clains
differed in scope fromcancelled clainms and al so found,
as in Wesseler, that "while appellant acted
"deliberately', he did so in error."

The court in Wadlinger reversed the rejection under 35 U S. C

8§ 251 of clains which were narrower in scope than the

cancelled clains in the application but were broader in scope

than the patent cl ai ns.
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The Court of Appeals for the Federal Circuit first

di scussed the recapture rule in Ball Corporation v. United

States, 729 F.2d 1429, 1435-36, 221 USPQ 289, 293-95 (Fed.
Cr. 1984). The Court provided that

Rei ssue is not a substitute for Patent O fice appea
procedures. Reissue is an extraordi nary procedure and
nmust be adequately supported by the circunstances
detailed in
35 U S.C. §8 251 (1976) and in the inplenenting
regul ations, 37 CF.R 8 1.175 (1982). The Gover nnment
asserts that the nature of error that will justify
reissue is narrowy circunscribed to ensure that reissue
remai ns the exception and not the rule. Relying on
Edward MIller & Co. v. Bridgeport Brass Co., the
Governnment contends that "a nere error of judgnment” is
not adequate to support reissue; rather the error nust be
"a real bona fide m stake, inadvertently commtted."

The 1952 revision of the patent | aws nade no
substantive change in the definition of error under
section 251. Wiile deliberate cancellation of a claim
cannot ordinarily be considered error, the CCPA has
repeatedly held that the deliberate cancell ation of
clains nmay constitute error, if it occurs wthout
deceptive intent. In re Petrow, the CCPA went so far as
to state that error is sufficient where the deliberate
cancel l ati on of clains does not anmbunt to an adm ssion
that the reissue clains were not patentable at the tine
the original clains were canceled. Simlarly, inlInre
Wessel er, the CCPA stated that error is established where
there is no evidence that the appellant intentionally
omtted or abandoned the clainmed subject matter. Thus,
t he CCPA has construed the termerror under section 251
broadl y.

The Ninth Crcuit enployed a nore rigid standard in
Riley v. Broadway-Hale Stores, Inc. stating: "when the
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chi ef el enment added by rei ssue has been abandoned whil e
seeking the original patent, the reissue is void." The
trial judge sought to determ ne whether Ball has nade a
del i berate judgnment that clains of substantially the sanme
scope as the new rei ssue clainms woul d have been
unpat ent abl e. The Governnent, arguing fromRil ey,
submts that the trial judge's approach | oses sight of
the feature given up by a patentee in order to secure the
original patent. W decline to adopt the rigid standard
applied in Riley, in favor of the nore |iberal approach
taken by the CCPA. Petrow clearly establishes the
vitality of the standard enployed by the trial judge
under this court's precedent.

Further, the Governnent argues that we need not
reach the issue of claimscope because the sufficiency of
error is a threshold issue. Wile claimscope is no
oracle on intent, the Governnent fails to apprehend its
role. Rarely is evidence of the patentee's intent in
canceling a claimpresented. Thus, the court nay draw
i nferences from changes in claimscope when ot her
reliable evidence of the patentee's intent is not
avai l able. Cdaimscope is not the | odestar of reissue.
Rat her, the court's reliance on that indicator in the
case | aw appears to be born of practical necessity as the
only avail abl e reliable evidence.

The Governnent relies heavily on Haliczer v. United
States which also involved a suit under 28 U S.C. § 1498.
The Court of Clains in that case held the reissue clains
i nval i d because the patentee sought to acquire through
rei ssue the sane clains that had earlier been cancel ed
fromthe original application. The recapture rule bars
the patentee fromacquiring, through reissue, clains that
are of the sane or of broader scope than those clains
that were canceled fromthe original application. On the
ot her hand, the patentee is free to acquire, through
rei ssue, clains that are narrower in scope than the
canceled clainms. |If the reissue clains are narrower than
the cancel ed clains, yet broader than the original patent
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cl ai ms, reissue nust be sought within 2 years after grant
of the original patent.

Thus, the applicability of the recapture rule and
the sufficiency of error under section 251 turn in this
case, in the absence of other evidence of the patentee's
intent, on the simlarity between the reissue and the
canceled clains. Narrower reissue clains are allowabl e;
broader reissue clains or reissue clains of the same
scope as the canceled clains are not. The subject matter
of the clainms is not alone controlling. Simlarly, the
focus is not, as the Governnment contends, on the specific
limtations or on the elenents of the clains but, rather,
on the scope of the clains. [Footnotes omtted]

The Court in Ball found (729 F.2d at 1438, 221 USPQ at 296)
that the reissue clains (which were broader than the cancel ed
clainms in one respect and narrower than the canceled clains in
sone respects) were valid. Specifically, the Court found that
the non-material, broader aspects of Ball's reissue clains do
not deprive them of their fundanental narrowness of scope
relative to the canceled clainms. Thus, the reissue clains

were sufficiently narrower than the canceled clains to avoid

the effect of the recapture rule.

The court in Wiittaker Corp. v. UNR Industries Inc., 911

F.2d 709, 713, 15 USPQ2d 1742, 1745 (Fed. Cir. 1990) stated
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Since we hold that the clains of the reissue patent
are narrower in scope than the cancelled original clains
of the application that resulted in the '882 patent, the
'453 patent cannot be held invalid under the recapture
rule as described in Ball Corp. v. United States, 729
F.2d 1429, 1436, 221 USPQ 289, 295 (Fed. Cir. 1984) ("the
patentee is free to acquire, through reissue, clains that
are narrower in scope than the canceled clains."

The court in Mentor Corp. v. Coloplast, Inc., 998 F.2d

992, 995, 27 USPQ@d 1521, 1524 (Fed. G r. 1993) stated that

Rei ssue "error" is generally liberally construed,
and we have recognized that "[a]n attorney's failure to
appreciate the full scope of the invention"” is not an
uncommon defect in claimng an invention. In re WIder,
736 F.2d 1516, 1519, 222 USPQ 369, 371 (Fed. Cir. 1984),
cert. denied, 469 U S. 1209 (1985). However, the reissue
procedure does not give the patentee "a second
opportunity to prosecute de novo his origina
application,” In re Wiler, 790 F.2d 1576, 1582, 229 USPQ
673, 677 (Fed. GCir. 1986).

The del i berate cancellation of a claimof an
original application in order to secure a patent
cannot ordinarily be said to be an "error" and wl|
i n nost cases prevent the applicant from obtaining
the cancelled claimby reissue. The extent to which
it may al so prevent himfrom obtaining other clains
differing in formor substance fromthat cancelled
necessarily depends upon the facts in each case and
particularly on the reasons for the cancell ation.

In re Wllingham 282 F.2d 353, 357, 127 USPQ 211, 215
( CCPA 1960) .

If a patentee tries to recapture what he or she
previously surrendered in order to obtain all owance of
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original patent clains, that "deliberate w thdrawal or
amendnment . . . cannot be said to involve the

i nadvertence or m stake contenplated by 35 U. S.C. § 251,
and is not an error of the kind which will justify the
granting of a reissue patent which includes the matter
withdrawn.” Haliczer v. United States, 356 F.2d 541, 545,
148 USPQ 565, 569 (Ct. d. 1966). "The recapture rule
bars the patentee from acquiring, through reissue, clains
that are of the same or of broader scope than those
clainms that were cancelled fromthe origina
application.”™ Ball Corp., 729 F.2d at 1436, 221 USPQ at
295 (citations omtted).

The reissue clains before the court in Mentor were narrower in
sonme respects than the cancel ed clains and broader in others
respects than the canceled clains. The court in Mentor
asserted (998 F.2d at 996, 27 USP@@d at 1525) that reissue
clainms that are broader in certain respects and narrower in
ot hers than the surrendered subject matter may avoid the
effect of the recapture rule; thus, if a reissue claimis
broader in a way that does not attenpt to reclai mwhat was
surrendered earlier, the recapture rule may not apply. The
court in Mentor held that the reissue clains did not avoid the
recapture rule since

the reissue clains are broader than the original patent

clainms in a manner directly pertinent to the subject

matter surrendered during prosecution. Mentor thus
attenpted to reclaimwhat it earlier gave up. Moreover
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the added Iimtations do not narrow the clainms in any
mat eri al respect conpared with their broadeni ng.

The court in In re GOenent, 131 F.3d 1464, 1468-70, 45

USPQ2d 1161, 1163-65 (Fed. Cir. 1997) stated that

An attorney's failure to appreciate the full scope of the
i nvention qualifies as an error under section 251 and is
correctable by reissue. Inre Wlder, 736 F.2d 1516,

1519, 222 USPQ 369, 370-71 (Fed. Cir. 1984).

Nevert hel ess, "deliberate wthdrawal or anmendnent

cannot be said to involve the inadvertence or mn stake
cont enpl at ed by

35 US. C 8§ 251." Haliczer v. United States, 356 F. 2d
541, 545, 148 USPQ 565, 569 (Ct. d. 1966). The recapture
rule, therefore, prevents a patentee from regaining

t hrough rei ssue the subject nmatter that he surrendered in
an effort to obtain allowance of the original clains. See
Mentor, 998 F.2d at 995, 27 USPQ2d at 1524. Under this
rule, clainms that are "broader than the original patent
clainms in a manner directly pertinent to the subject
matter surrendered during prosecution” are inpermssible.
Id. at 996, 27 USPQRd at 1525.

The first step in applying the recapture rule is to
determ ne whet her and in what "aspect"” the reissue clains
are broader than the patent clains. For exanple, a
reissue claimthat deletes a limtation or elenment from
the patent clains is broader in that |imtation's aspect.
Cl ement argues that the board focused too nmuch on the
specific limtations that were omtted fromthe reissue
claims. Although the scope of the clains is the proper
inquiry, In re R chman, 409 F.2d 269, 274, 161 USPQ 359,
362 (CCPA 1969), claimlanguage, including limtations,
defines claimscope. Abtox, Inc. v. Exitron Corp., 122
F.3d 1019, 1023, 43 USPQ2d 1545, 1548 (Fed. Cir. 1997);
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Bel | Communi cations Research, Inc. v. Vitalink

Conmuni cations Corp., 55 F.3d 615, 619, 34 USPQ2d 1816,
1819 (Fed. CGir. 1995) ("[T]he I anguage of the claim
defines the scope of the protected invention."). Under
Mentor, courts nust determne in which aspects the

rei ssue claimis broader, which includes broadening as a
result of an omtted |[imtation. The board did not err by
determining which [imtations Cenment deleted fromthe
pat ent cl ai ns.

The second step is to determ ne whet her the broader
aspects of the reissue clains relate to surrendered
subject matter. To determ ne whet her an applicant
surrendered particul ar subject matter, we |l ook to the
prosecution history for argunents and changes to the
claims made in an effort to overcone a prior art
rejection. See Mentor, 998 F.2d at 995-96, 27 USPQ2d at
1524-25; Ball Corp. v. United States, 729 F.2d 1429,
1436, 221 USPQ 289, 294-95 (Fed. Cir. 1984).

Al t hough the recapture rule does not apply in the
absence of evidence that the applicant's anmendnent was
"an adm ssion that the scope of that claimwas not in
fact patentable,” Seattle Box Co. v. Industrial Crating &
Packing, Inc., 731 F.2d 818, 826, 221 USPQ 568, 574 (Fed.
Cir. 1984), "the court may draw i nferences from changes
in claimscope when other reliable evidence of the
patentee's intent is not available,” Ball, 729 F.2d at
1436, 221 USPQ at 294. Deliberately canceling or amendi ng
aclaimin an effort to overcone a reference strongly
suggests that the applicant admts that the scope of the
cl aim before the cancellation or anendnent is
unpatentable, but it is not dispositive because ot her
evi dence in the prosecution history nay indicate the
contrary. . . . Amending a claim"by the inclusion of
an additional limtation [has] exactly the sane effect as
if the claimas originally presented had been cancel ed
and replaced by a newclaimincluding that limtation."
In re Byers, 230 F.2d 451, 455, 109 USPQ 53, 55 (CCPA
1956) .
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Once we determ ne that an applicant has surrendered
the subject matter of the canceled or anended claim we
then determ ne whether the surrendered subject nmatter has
crept into the reissue claim Conparing the reissue claim
with the canceled claimis one way to do this. In re
Wadl i nger, 496 F.2d 1200, 1204, 181 USPQ 826, 830 (CCPA
1974); Richman, 409 F.2d at 274, 161 USPQ at 362. If the
scope of the reissue claimis the sanme as or broader than
that of the canceled claim then the patentee is clearly
attenpting to recapture surrendered subject nmatter and
the reissue claimis, therefore, unallowable. Ball, 729
F.2d at 1436, 221 USPQ at 295 ("The recapture rule bars
the patentee fromacquiring, through reissue, clains that
are the sane or of broader scope than those clains that
were canceled fromthe original application.") (enphasis
omtted); Byers, 230 F.2d at 456, 109 USPQ at 56. In
contrast, a reissue claimnarrower in scope escapes the
recapture rule entirely. Ball, 729 F.2d at 1436, 221 USPQ
at 295.

Some reissue clainms, however, are broader than the
canceled claimin sone aspects, but narrower in others.
In Mentor, for exanple, the issued claim which was
directed to a condom catheter, recited an adhesi ve neans
that was transferred froman outer to an inner surface
wi t hout turning the condom i nside-out. 998 F.2d at 993,
27 USPQ2d at 1523. The issued claimalso recited, inter
alia, that the condom catheter included a "thin
cylindrical sheath nenber of resilient material rolled
outwardly upon itself to formconsecutively larger rolls
Coe One canceled claimrecited an adhesi ve nmeans
between the rolls, but did not specify that the adhesive
was transferred fromthe outer to the inner surface
wi t hout turning the condom i nside-out. Another cancel ed
claimrecited that adhesive was transferred fromthe
outer to the inner surface, but did not specify that this
operati on was done wi thout turning the condom i nside-out.
The prior art rejections focused on the obvi ousness of
t he adhesi ve nmeans positioned between the rolls and the
process of transferring adhesive to the inner surface of
t he condom
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I n maki ng anendnents to the claim the applicant
argued that "none of the references relied upon actually
showed the transfer of adhesive fromthe outer surface to
the inner surface as the sheath is rolled up and then
unrolled.” Id. at 995-96, 27 USPQ2d at 1524-25 (enphasis
omtted). The reissue claimelimnated the limtation
t hat adhesive was transferred fromthe outer to the inner
| ayer, and was, therefore, broader in this aspect. The
rei ssue claimwas also narrower than the cancel ed cl aim
because it recited that the catheter included "a thin,
flexible cylindrical nmenber of resilient material rolled
outwardly upon itself to forma single roll. ...
(Enphasis omtted). W held that, although the "flexible"
and "single roll”™ limtations made the reissue claim
narrower than both the canceled and issued clains, it did
not escape the recapture rule because these limtations
did not "materially narrow the claim
[ ]1." Ld. at 996-97, 27 USPQ2d at 1525-26.

SSimlarly, in Ball, the issued claimrecited "a
plurality of feedlines" and a "substantially cylindrica
conductor."” 729 F.2d at 1432-33, 221 USPQ at 291-92. The
canceled claimrecited "feed neans includ[ing] at |east
one conductive lead," and a "substantially cylindrica
conductor." The prosecution history showed that the
pat ent ee added the "plurality of feedlines" limtation in
an effort to overcone prior art, but the cylindrica
configuration limtation was neither added in an effort
to overconme a prior art rejection, nor argued to
di stinguish the clains froma reference. 1d. The reissue
claimincluded Iimtations not present in the cancel ed
clainms that related to the feed neans el enent, but
allowed for nultiple feedlines. On balance, the clai mwas
narrower than the canceled claimwth respect to the feed
nmeans aspect. The reissue claimalso deleted the
cylindrical configuration limtation, which nmade the
cl ai m broader with respect to the configuration of the
conductor. |d. at 1437, 221 USPQ at 295. W allowed the
rei ssue cl ai m because the patentee was not attenpting to
recapture surrendered subject matter. 1d. at 1438, 221
USPQ at 296.
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In both Mentor and Ball, the relevance of the prior
art rejection to the aspects narrowed in the reissue
claimwas an inportant factor in our analysis. Fromthe
results and reasoni ng of those cases, the foll ow ng
principles flow
(1) if the reissue claimis as broad as or broader than
the cancel ed or anended claimin all aspects, the
recapture rule bars the claim (2) if it is narrower in
all aspects, the recapture rule does not apply, but other
rejections are possible; (3) if the reissue claimis
broader in sone aspects, but narrower in others, then:
(a) if the reissue claimis as broad as or broader in an
aspect germane to a prior art rejection, but narrower in
anot her aspect conpletely unrelated to the rejection, the
recapture rule bars the claim (b) if the reissue claim
IS narrower in an aspect germane to prior art rejection,
and broader in an aspect unrelated to the rejection, the
recapture rule does not bar the claim but other
rejections are possible. Mentor is an exanpl e of
(3)(a); Ball is an exanple of (3)(b).

The court in denent held that reissue claim49 was both
broader and narrower in areas relevant to the prior art
rejections. Conparing reissue claim49 with claim42 before
the May 1988 and June 1987 anendnents, the court found that
claim49 was narrower in one area, nanely, the brightness is
"at least 59 1SOin the final pulp.”™ This narrow ng rel ated
to a prior art rejection because, during the prosecution of
the '179 patent, Cl enent added this brightness Iimtation in

an effort to overcone Burns. The court's conparison al so

reveal ed that reissue claim49 was broader in that it
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el imnates the roomtenperature and specific energy
limtations of step (a), and the tenperature, specific energy,
and pH val ues of steps (c) and (d). This broadening directly
related to several prior art rejections because, in an effort
to overcome Otner, Clenent added to step (a) the limtation
that it is carried out "at roomtenperature,” and applies
"specific nmechanical energy |lower than 50 KWH Ton to forma
punpabl e slurry.” On balance, the court held that reissue
claim49 was broader than it was narrower in a manner directly
pertinent to the subject matter that C enent surrendered

t hroughout the prosecution and accordingly the court affirmed
the board' s decision to sustain the examner's rejection of

claim49 under 35 U S.C. 8§ 251 based on the recapture rule.

The court in Hester Indus., Inc. v. Stein, Inc., 142 F.3d

1472, 1479-84, 46 USPQRd 1641, 1647-51 (Fed. Cr. 1998)
provi ded

In considering the "error" requirenment, we keep in
m nd that the reissue statute is "based on fundanental
principles of equity and fairness, and should be
construed liberally." In re Weiler, 790 F.2d 1576,
1579, 229 USPQ 673, 675 (Fed. G r. 1986). W also keep in
m nd that "not every event or circunstance that m ght be
| abel ed "error' is correctable by reissue.” 1d. |ndeed,
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the rei ssue procedure does not give the patentee the
right "to prosecute de novo his original application.”
Id. at 1582, 229 USPQ at 677; see also Mentor Corp. V.
Coloplast, Inc., 998 F.2d 992, 995, 27 USPQ@d 1521, 1524
(Fed. Cir. 1993).

One of the nost commonly asserted "errors” in
support of a broadening reissue is the failure of the
patentee's attorney to appreciate the full scope of the
i nvention during the prosecution of the original patent
appl i cation. See Anpbs, 953 F.2d at 616, 21 USPQR2d at
1273; In re Wlder, 736 F.2d 1516, 1519, 222 USPQ 369,
371 (Fed. Gir. 1984). This formof error has generally
been accepted as sufficient to satisfy the "error”
requi renent of 8§ 251. See denent, 131 F.3d at 1468, 45
UsP@d at 1163; Wlder, 736 F.2d at 1519, 222 USPQ at
371. WIllians asserted this formof error as the basis
for his reissue applications, and the Patent Ofice
accepted his assertion as adequate.

However, the district court concluded that there was
no such error by Wllians' attorney. Hester, 963 F. Supp.
at 1411. In reaching this conclusion, the court was
particul arly persuaded by the prosecution history of the
original patent. The court concluded that the attorney's
repeated attenpts to distinguish WIllians' invention on
the basis of the "solely wwth steanf and "two sources of
steamt limtations belied WIIlians' assertion that his
attorney failed to appreciate the full scope of his
invention. Id. at 1409-11. The court al so determn ned
that there was no other formof 8§ 251 "error" and thus
hel d the asserted reissue clains invalid. Id. at 1411-12.

2

W share the district court's disconfort with
WIllians' attenpt to renove, through reissue, the "solely
with steamt and "two sources of steant |imtations after
having relied so heavily on those limtations to obtain
al | omance of the original patent clains over the prior
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art. This concern is addressed npost squarely by the
"recapture rule,” recently discussed at length in
Cenment, 131 F.3d 1464, 45 USPQ2d 1161. The recapture
rule "prevents a patentee fromregai ning through reissue
subject matter that he surrendered in an effort to
obtai n all owance of the original clains." d enent, 131
F.3d at 1468, 45 USPQ2d at 1164. The rule is rooted in
the "error" requirenent in that such a surrender is not
the type of correctable "error” contenpl ated by the
rei ssue statute. See Mentor, 998 F.2d at 995-96, 27
UsP@d at 1525.

Inits notion for summary judgnent, Stein presented
the recapture rule as one basis for finding the asserted
reissue clainms invalid, and Stein repeats this argunent
on appeal as one basis for affirmng the summary judgnent
of invalidity. While the district court did not
explicitly rule on this ground, its opinion indicates the
view that Hester, through the reissue patents, recaptured
surrendered subject matter. Hester, 963 F. Supp. at 1412
(stating that through the reissues, Hester obtained
claims covering "ovens with characteristics repeatedly
di sti ngui shed and disclained in the PTO' and that was
contrary to the "error" requirenment of 8 251). As wll be
next expl ai ned, we conclude that the asserted reissue
clainms violate the recapture rule and that the sunmary
judgnment ruling is appropriately affirnmed on this ground.

"Under [the recapture] rule, clains that are
"broader than the original patent clains in a manner
directly pertinent to the subject matter surrendered
during prosecution' are inpermssible.” denent, 131 F. 3d
at 1468, 45 USPRd at 1164 (quoting Mentor, 998 F.2d at
996, 27 USPQ2d at 1525). Application of the recapture
rule begins with a determ nati on of whether and in what
respect the reissue clains are broader than the origina
patent clains. See id. A reissue claimthat does not
include a limtation present in the original patent
clainms is broader in that respect. See id. Here, it is
undi sputed that the asserted reissue clains are broader
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than the original patent clains in that the reissue
clainms do not include the "solely with stean and "two
sources of steanf limtations found in each of the
ori gi nal patent clains.

Havi ng determ ned that the reissue clains are
broader in these respects, under the recapture rule we
next exam ne whet her these broader aspects relate to
surrendered subject matter. See id. at 1468-69, 45 USPQd
at 1164. "To determ ne whether an applicant surrendered
particul ar subject matter, we |l ook to the prosecution
hi story for argunents and changes to the clains nade in
an effort to overcone a prior art rejection.” 1d. at
1469, 45 USPQRd at 1164 (enphasis added). This statenent
in Clenent indicates that a surrender can occur by way of
argunments or cl ai m changes nade during the prosecution of
the original patent application. To date, the cases in
which this court has found an inperm ssible recapture
have invol ved cl ai m anendnents or cancel |l ati ons. See,
e.qg., id. at 1469-70, 45 USPQ2d at 1164-65; Mentor, 998
F.2d at 995-96, 27 USPQ@d at 1524-25. However, in
addition to the suggestion in denent that argunent al one
can effect a surrender, this court expressly left open
that possibility in Ball Corp. v. United States: "If
rei ssue i s sought where clains have not been previously
cancel ed, anal ysis becones nore difficult. In that case
relative claimscope is not available to illumnate the
all eged error. W are not faced with that situation in
this proceeding."” 729 F.2d 1429, 1436 n.19, 221 USPQ 289,
295 n.19 (Fed. Cr. 1984). Prior to this case, this court
has not squarely addressed the question.

Thus we conclude that, in a proper case, a surrender
can occur through argunments al one. W next eval uate
whet her such a surrender occurred here with respect to
the "solely with steanf and "two sources of steant
limtations, the pertinent aspects in which the asserted
rei ssue clainms are broader than the original patent
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clains. The obvious conclusion is that there has been a
surrender.

Havi ng concl uded that there has been a surrender, we
must next determ ne whether the surrendered subject
matter has crept back into the asserted reissue clains.
See Cenent, 131 F.3d at 1469, 45 USPQ2d at 1164. When
the surrender occurs by way of clai manendnent or
cancel lation, "[c]onparing the reissue claimwth the
canceled claimis one way to do this." See id. This
anal ysis is not avail able when the surrender is made by
way of argunent alone. Instead, in this case, we sinply
anal yze the asserted reissue clains to determne if they
were obtained in a manner contrary to the argunents on
whi ch the surrender is based.

Clearly they were. None of the asserted reissue
clainms include either the "solely with steanf limtation
or the "two sources of steanmt |imtation. Thus, this
surrendered subject matter -- i.e., cooking other than
solely with steamand wth at | east two sources of steam
-- has crept into the reissue clains. The asserted
rei ssue cl ainms are unm stakably broader in these
respects.

Finally, because the recapture rule nay be avoi ded
in sone circunstances, we consider whether the reissue
claims were materially narrowed in other respects. See,
e.qg., Mentor, 998 F.2d at 996, 27 USPQ2d at 1525
("Reissue clains that are broader in certain respects and
narrower in others may avoid the effect of the recapture
rule."); Cdenent, 131 F.3d at 1470, 45 USPQR2d at 1165.
For exanple, in Ball the recapture rule was avoi ded
because the reissue clains were sufficiently narrowed
(descri bed by the court as "fundanental narrowness")
despite the broadened aspects of the clainms. 729 F.2d at
1438, 221 USPQ at 296. In the context of a surrender by
way of argunent, this principle, in appropriate cases,
may operate to overconme the recapture rule when the
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reissue clains are materially narrower in other
over | ooked aspects of the invention. The purpose of this
exception to the recapture rule is to allow the patentee
to obtain through reissue a scope of protection to which
he is rightfully entitled for such overl ooked aspects.

However, this is not such a case. The asserted
rei ssue clains are not materially narrower, despite
Hester's argunents to the contrary. Hester argues that
the clains are materially narrower by the addition of the
"spiral conveyance path" and "high humdity steant
limtations. The term"high humdity steamt is included
in each of the asserted reissue clains except reissue
claim 30 of the '259 reissue patent. However, the term
"high humdity steamt is actually the sanme as or broader
than the limtation in original claim1 that this term
replaced. Original claim1l specifies a steam at nosphere
"at near 100% humidity 100 degrees C. and a pressure
above atnospheric."” '047 patent, col. 6, |Il. 3-4. Hester
concedes that the term"high humdity steant is not
narrower than this limtation in original claiml. In
fact, with respect to the claimconstruction issue,
Hester argues that the limtation in original claiml is
but one exanple of "high humdity steam" Accordingly,
the use of the term"high hum dity steant does not save
the reissue clains fromthe recapture rule.

The term "spiral conveyance path" is al so not
materially limting. This termappears explicitly in
asserted reissue clains 28, 32, 75, and 76 of the '259
rei ssue patent; it does not appear explicitly in the
ot her reissue clains asserted. Original claim1l includes
a corresponding |limtation, nanely, "means passing said
conveyor belt through said housing. . . ." This is a
so-cal | ed neans-plus-function clause drafted pursuant to
35 UUS.C § 112 § 6 (1994). According to §8 112 | 6, the
clause is to be construed to "cover the correspondi ng
structure . . . described in the specification and
equi val ents thereof." The only corresponding structure
described in the specification (nore properly, the
witten description of the patent) passes the conveyor
belt through a spiral path. See '047 patent, col. 4, |I.
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64 to col. 5, |. 8. Thus, the explicit recitation of a
"spiral conveyance path" in sonme of the asserted reissue
claims does not materially narrow those clains. |ndeed,
Hest er does not explain how the explicit recitation of a
spiral conveyance path--which is present in prior art
cookers cited by the exam ner during the prosecution of
the original patent--materially narrows these clains. In
sum neither alone nor together do the terns "high

hum dity steant and "spiral conveyance path" materially
narrow t he cl ai ns.

Furthernore, the "spiral conveyance path" and "high
hum dity steant limtations are not aspects of the
i nvention that were overl ooked during prosecution of the
original patent. To the contrary, as just explained,
t hese aspects were included in original claim1l.
Additionally, with regard to the "spiral conveyance path"
limtation, original dependent claim 12 explicitly
recites "a spiral path." '047 patent, col. 6, |. 60. In
prosecuting the original patent, WIIlianms pointed out
these features in an attenpt to overcone the Exanminer's
obvi ousness rejection. Hester cannot now argue that
Wl lianms overl ooked these aspects during the prosecution
of the original patent application. In conclusion, this
Is not a case which involves the addition of material
limtations that overcone the recapture rule.

In effect, Hester, through eight years of reissue
proceedi ngs, prosecuted WIlians' original patent
application anew, this tine placing greater enphasis on
aspects previously included in the original patent clains
and renoving limtations repeatedly relied upon to
di stinguish the prior art and described as "critical" and
"very material” to the patentability of the invention.
The reissue statute is to be construed |iberally, but not
that liberally. The real mof corrections contenpl ated
wi t hin
8§ 251 does not include recapturing surrendered subject
matter, wthout the addition of materially-narrow ng
limtations, in an attenpt to 'customfit' the reissue
clainms to a conpetitor's product.
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No doubt if two patent attorneys are given the task
of drafting patent clains for the sane invention, the two
attorneys will in all Iikelihood arrive at sonewhat
different clains of sonewhat different scope. And such
di fferences are even nore |likely when, as here, the
second attorney drafts the new clains nearly a decade
| ater and with the distinct advantage of having before
hi mt he exact product offered by the now accused
infringer. This reality does not justify recapturing
surrendered subject matter under the mantra of "failure
to appreciate the scope of the invention." The
ci rcunst ances of the case before us sinply do not fit
within the concept of "error" as contenplated by the
rei ssue statute. See Mentor, 998 F.2d at 996, 27 USPQd
at 1525 ("Error under the reissue statute does not
i nclude a deliberate decision to surrender specific
subject matter in order to overcone prior art, a decision
which in light of subsequent devel opnents in the
mar ket pl ace m ght be regretted.").

Wth respect to the recapture issue, there are no
underlying material facts as to which there is a genuine
I ssue in dispute. The original patent's prosecution
hi story, on which we rely, is before us and undi sput ed.
Al'l that remains is the ultinate |egal conclusion as to
whet her the asserted reissue clains fail to neet the
"error" requirenment because the clains inpermssibly
recapture surrendered subject nmatter. See id. at 994, 27
USPQ2d at 1524 (stating that whether the "error"”
requi renent has been net is a |legal conclusion). For the
reasons expl ai ned above, we conclude as a nmatter of |aw
that the asserted reissue clains fail in this regard.
Summary judgnent of invalidity of the asserted reissue
clainms under 8 251 is called for. Accordingly, we affirm
the district court's entry of sunmary judgnent.

OPI NI ON
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In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, and to the respective positions articulated by the
appel l ant and the exam ner. As a consequence of our review,

we make the determ nations which foll ow

Section 251, 11, provides in pertinent part:

Whenever any patent is, through error w thout any
deceptive intention, deenmed wholly or partly inoperative
or invalid, by reason of a defective specification or
drawi ng, or by reason of the patentee clainmng nore or

| ess than he had a right to claimin the patent, the
Director shall . . . reissue the patent for the

i nvention disclosed in the original patent, and in
accordance with a new and anended application, for the
unexpired part of the termof the original patent.

Section 251, Y4, provides:
No rei ssued patent shall be granted enlarging the scope

of the clains of the original patent unless applied for
within two years fromthe grant of the original patent.

Qur findings above clearly denonstrate that this reissue
application was applied for within two years fromthe grant of
the original patent. Thus, the appellant is not barred by the

fourth paragraph of 35 U S.C. 8 251 fromenlarging the scope
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of the clains of the original patent. However, under the
error requirenment of the first paragraph of 35 U . S.C. § 251,
the appellant may not enl arge the scope of the patent clains
SO as to recapture subject matter that was surrendered during

prosecution of the patent.

In our view, the cases cited above in the PRECEDENT
section of this decision establish the follow ng three
categories with respect to the recapture rule:

(1) if the reissue claimis as broad as or broader than

the surrendered subject matter (i.e., a claimcanceled or

anmended® in an effort to overcone a prior art rejection)
in all aspects, the recapture rule bars the claim

(2) if it is only narrower than the surrendered subject

matter, the recapture rule does not apply, but other

rejections are possible;

¢ By anended claimit is nmeant the claimin its formprior
to it being anended, not the claimas anended. Thus, for
exanpl e, when original claiml is rejected over prior art
under 35 U.S.C. § 102 or 35 U.S.C. § 103 and then is replaced
by amended claim 1, which anended claiml is allowed by the
exam ner, the surrendered subject matter is original claim1,
not anmended and now al |l owed claim 1.
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(3) if the reissue claimis broader than the surrendered

subject matter in sone aspects and al so narrower than the
surrendered subject matter in others, then the recapture

rule may bar the claim See, e.q., Ball, Mentor, d enent

and Hester. In our view, for recapture purposes,
anal ysis of the patent claimis only required when the

reissue claimfalls under this category.

We find reissue claim15 before us in this appeal to be
narrower in scope than the surrendered subject matter (i.e.,
original claim1 in Application No. 08/917,772) for the
reasons set forth by the appellant (brief, pages 3-6)[category
(2) above]. W do not find, and the exam ner has not
asserted, that reissue claim15 is as broad as, or broader in
any aspect, than the surrendered subject matter of origina

claim1l in Application No. 08/917,772.

The recapture rule does not bar a reissue claimapplied
for within two years fromthe grant of the original patent
that is only narrower in scope than the surrendered subject

matter. See Ball 729 F.2d at 1436, 221 USPQ at 295;
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Wiittaker, 911 F.2d at 713, 15 USPQd at 1745; denent, 131
F.3d at 1470, 45 USPQRd at 1165. Since reissue claim1l5 was
applied for within two years fromthe grant of the origina
patent and is only narrower in scope than the surrendered
subject matter, the recapture rule does not apply. Thus, the
decision of the examner to reject claim15, and clains 16 to

18 dependent thereon, under 35 U . S.C. 8§ 251 is reversed.

The examiner's error in this case was in conparing
reissue claimi15 with patent claiml1l to see what |imtations
may have been deleted fromthe patent claim instead of
determining if the proposed reissue claimwas as broad as or
broader than the surrendered subject nmatter of original claim
1 in Application No. 08/917,772. In this regard, we note the
cl ear | anguage of
35 US.C. 8§ 251 allows a patentee to obtain through reissue

clains that are broader than the patent clai ne whenever

through error without any deceptive intention the patentee has

claimed |l ess than the patentee had a right to claimin the
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patent and the patentee has applied for such reissue within

two years fromthe grant of the original patent.?®

In addition, it is our opinion that the recapture
rejection made by the examiner in this application is
I nappropri ate because the evidence before us in this appea
fails to indicate that the appellant intended in the
originally filed Application No. 08/ 917,772 to abandon
subject matter of the scope of reissue claim1l5. On the
contrary, the subm ssion of new claim 16 in the "Suppl enent al
Amendnent” filed on Septenber 30, 1998, in Application No.
08/917,772 indicates precisely the opposite. Thus, we agree
with the appellant's argunment (brief,
pages 6-8) that the subject matter of reissue claim1l5 was
never intended to be abandoned and therefore cannot now be

subject to a rejection based upon reissue recapture estoppel.

CONCLUSI ON

° O course, if the reissue application is applied for by
the assignee of the entire interest instead of the patentee
the third paragraph of 35 U . S.C. 8§ 251 bars enlarging (i.e.,
br oadeni ng) the scope of the clains of the original patent.
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To summari ze, the decision of the exam ner to reject
clains 15 to 18 under 35 U. S.C. § 251 is reversed.

REVERSED

JEFFREY V. NASE
Adm ni strative Patent Judge

CHARLES E. FRANKFORT )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
LEE E. BARRETT ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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