The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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ON BRI EF

Bef ore STAAB, MCQUADE, and BAHR, Administrative Patent Judges.

MCQUADE, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

Elliot W Lee appeals fromthe exam ner’s rejection
(Paper No. 15) of clains 1, 2, 6, 9 and 11. dCains 10 and 19,
the only other clains pending in the application, stand
al | oned.

THE | NVENTI ON

The invention relates to “adhesive-type traps for
catching . . . insects, particularly cockroaches”
(specification, page 2). Representative claim1l reads as

foll ows:
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1. An adhesive roach trap conprising:
a first horizontal planar base nenber for supporting a
plurality of adhesive roach traps;

a plurality of pairs of stanchions fornmed on the first
hori zontal planar nenber, each pair of the plurality of pairs
of
stanchions defining a plurality of horizontally adjacent
spaces for accepting a corresponding plurality of adhesive
roach traps placed between adjacent pairs of the plurality of
stanchions, the plurality of adhesive roach traps being placed
on the first horizontal planar nenber, horizontally adjacent
to one another so as to forma continuous |inear horizontal
array of horizontally adjacent adhesive roach traps; and

a plurality of adhesive roach traps, each of the
plurality of adhesive roach traps being slidably placed
bet ween adj acent pairs of the plurality of stanchions so as to
forma continuous linear array of horizontally adjacent
adhesi ve roach traps, each adhesive roach trap being | ocated
to one horizontal adjacent side of an adjacent adhesive roach
trap.

THE PRI OR ART

The references relied on by the exam ner to support the

prior art rejections on appeal are:

Alier 1, 293, 894 Feb. 11, 1919
Sni der 1,792,774 Feb. 17, 1931
McQueen 4,815, 231 Mar. 28, 1989

THE REJECTI ONS

Clains 1, 2, 6, 9 and 11 stand rejected under 35 U S. C

8 112, second paragraph, as failing to particularly point out
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and distinctly claimthe subject matter the appellant regards
as the invention.
Clains 1, 2, 6 and 9 stand rejected under 35 U S.C. 8§

103(a) as being unpatentable over Snider in view of MQueen.

Claim 11 stands rejected under 35 U S.C. 8§ 103(a) as
bei ng unpatentabl e over Snider in view of McQueen and A lier.
Attention is directed to the appellant’s briefs (Paper
Nos. 19 and 21) and to the action appealed fromand the
exam ner’ s answer (Paper Nos. 15 and 20) for the respective
positions of the appellant and the exam ner with regard to the
nmerits of these rejections.?

DI SCUSSI ON

! Al though the exam ner’s answer did not restate the 35
US C 8§ 112, second paragraph, rejection, the coments on
page 8 thereof indicate that the om ssion was inadvertent.

Al so, contrary to the assertions nade throughout the
appellant’s reply brief, the above 35 U.S.C. § 103(a)
rejections are not new grounds of rejection entered for the
first tinme in the exam ner’s answer. These rejections have a
clear basis in the action appeal ed from (Paper No. 15).
Finally, the action appealed fromalso contains a 35 U S.C 8§
102(b) based on U S. Patent No. 4,709,503 to McQueen and a 35
U S. C 8 103(a) rejection utilizing the McQueen ‘503 patent as
the primary reference. Upon reconsideration (see page 4 in
the answer), the exam ner has w thdrawn these rejections.
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|. The 35 U.S.C. § 112, second paragraph, rejection

The exam ner considers claim1, and clains 2, 6, 9 and 11
whi ch depend therefrom to be indefinite because

[i]n reference to claim 1, the phrase “for
accepting a corresponding plurality of adhesive
roach traps ... the plurality of adhesive roach
traps being placed ...” renders the clai mvague and
indefinite since later in the claim“a plurality of
adhesi ve roach traps, each of the plurality of
adhesive roach traps being slidably ...” is set
forth later in the claim
It is unclear whether applicant is attenpting to
functionally recite the |location of the adhesive
traps in the former phrase or positively recite the
structure and | ocation of the adhesive traps. 1In
addi tion, both phrases attenpt to claimthe sane
subject matter and is sonmewhat redundant [ Paper No.
15, page 2].

A fair reading of claim1l indicates that the adhesive
roach traps are nentioned first in the context of defining the
stanchi ons and the associ ated spaces in terns of their
i ntended function or use,? and then in the context of being
set forth in a positive manner as part of the clainmed
conbination. Wile this sequencing may be sonmewhat unusual,

it does not render the claim read as a whole and in |ight of

2 There is nothing intrinsically wong with the use of
functional language in a claimto define sonething by what it
does rather than by what it is. 1n re Hallmn, 655 F.2d 212,
215, 210 USPQ 609, 611 (CCPA 1981); In re Swi nehart, 439 F.2d
210, 213, 169 USPQ 226, 228 (CCPA 1971).
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t he underlying specification, redundant or otherw se
indefinite.
Accordingly, we shall not sustain the standing 35 U.S. C
8§ 112, second paragraph, rejection of clains 1, 2, 6, 9 and
11.

[I. The 35 U.S.C. 8§ 103(a) rejections

Sni der di scl oses a nouse trap assenbly conprising a frane
1 formed of a horizontal base plate 2 and a vertical wall 3
extending upwardly therefrom a plurality of horizontally
spaced apertures 4 in the wall, pairs of guides 16 on the base
pl ate
respectively aligned with the apertures, a trap 6 received
bet ween each pair of guides, and a resilient clip 24 nounted
adj acent one end of the vertical wall for |atching engagenent
with an adjacent frame. The traps 6 have spring-biased jaws
adapted to be triggered by rodents passing through the
apertures in the vertical wall of the frane.

According to the exam ner (see page 5 in the answer),
Sni der responds to all of the limtations in claim1l except
for the one requiring the traps to be “adhesive” traps. The

exam ner turns to McQueen for this feature. MQueen discl oses
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a trap assenbly conprising a housing and a plurality of panels
renmovabl y di sposed therein, with the panels having sticky glue
on their surfaces. |In proposing to conbine Snider and
McQueen, the exam ner concludes that it would have been
obvious to one of ordinary skill in the art

to substitute the adhesive traps, as taught by

McQueen, for the spring operated traps of Snider to

utilize traps that operate on the sinple principle

of adhesive entrapnment and which do not require

manual setting of the traps so as to be able to

catch pests at all tines versus spring operated

traps which may becone accidentally tripped w thout

capturing a pest or may injure a user’s hand when

attenpting to set the trap [answer, page 5].

The exam ner’s position here is reasonable on its face
and has not been specifically challenged by the appellant.
The
appel | ant does contend, however, that the rejection is unsound
because the conbi ned di scl osures of Snider and McQueen do not
teach and woul d not have suggested a trap neeting the
[imtation in claiml requiring “a continuous |linear array of
hori zontal | y adj acent adhesive roach traps.”

As shown in Figures 1 and 2, Snider’s traps are spaced

apart by horizontal distances appreciably greater than the

wi dths of the traps. Wile these traps m ght be horizontally
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“adjacent” in a broad sense, they do not forma “continuous
linear array” due to the relatively |arge spacing
t herebetween. Hence, even if nodified in view of McQueen in
t he manner proposed by the exam ner, Snider would still [ack
response to the claimlimtation argued by the appellant.
Therefore, we shall not sustain the standing 35 U S. C
8§ 103(a) rejection of claim1, and dependent clains 2, 6 and
9, as being unpatentable over Snider in view of MQueen.
As A lier does not cure the foregoing deficiencies of the
Sni der - McQueen conbination relative to parent claiml, we
shal |l not sustain the standing 35 U.S.C. § 103(a) rejection of
dependent claim 11 as bei ng unpatentabl e over Snider in view

of McQueen and dlier.

I[11. New ground of rejection

The followng rejection is entered pursuant to 37 CFR
§ 1.196(b).
Appeal ed clainms 1, 2, 6, 9 and 11 and all owed claim 10

are rejected under 35 U. S.C. §8 112, second paragraph, as



Appeal No. 2001-2288
Application 09/175,570

failing to particularly point out and distinctly claimthe
subj ect matter the appellant regards as the invention.

The recitations in claiml that “each pair of the
plurality of pairs of stanchions [defines] a plurality of
hori zontally adjacent spaces for accepting a correspondi ng
plurality of adhesive roach traps” and that “each of the
plurality of adhesive roach traps [is] slidably placed between
adj acent pairs of the plurality of stanchions” do not nake
sense. As shown and described in the underlying disclosure,
each pair of stanchions defines a single space for accepting a
si ngl e adhesi ve roach trap and each adhesive roach trap is
slidably placed between the stanchions of a single pair of
stanchions. The recitations in independent claim 10 that
“each pair of the plurality of stanchions [defines] a
plurality of spaces for accepting a corresponding plurality of
roach traps” and that “each of the plurality of roach traps
[is] slidably placed between adjacent pairs of the plurality
of stanchions” pose simlar problens. Cdains 2, 6, 9 and 11

are indefinite by virtue of their dependency fromclaim1l.?3

3 Interestingly, since clains 2 and 3 accurately recite
the relationship between the stanchions and traps, they
conflict wwth parent claim1l which does not.
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SUMVARY

The decision of the examner to reject clains 1, 2, 6, 9
and 11 is reversed, and a new rejection of clains 1, 2, 6 and
9 through 11 is entered pursuant to 37 CFR 8§ 1.196(Db).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR
§ 1.196(b) provides that, “A new ground of rejection shall not
be considered final for purposes of judicial review”

37 CFR 8 1.196(b) also provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI QN, nust exerci se

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings
(8 1.197(c)) as to the rejected clains:

(1) Submt an appropriate anendnent of the
claims so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
I nterferences upon the sanme record.
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).
REVERSED; 37 CFR § 1.196(b).
LAWRENCE J. STAAB )
Adm ni strative Patent Judge )
)
) BOARD OF PATENT
)
) APPEALS AND
JOHN P. MCQUADE )
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
)
)
JENNI FER D. BAHR )
Adm ni strative Patent Judge )
JPM ki s

ROBERT P. BELL
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