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t he Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 4, all of the clains pending in
this application.

Appel lant’s invention relates to a utility knife, the

details of which can be discerned by reference to i ndependent
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claiml1, which claimis representative of the subject matter

before us on appeal. A copy of claim1l can be found in the
Appendi x to appellant’s brief.
The prior art references of record relied upon by the
examner in rejecting the clains on appeal are:
G | bert 5,121, 544 Jun. 16, 1992
Gi nger 5,813,121 Sept. 29,
1998
(filed Jun. 17, 1996)
Claims 1 through 4 stand rejected under 35 U.S.C. §
103(a) as being unpatentable over Glbert in view of Ginger.
Rat her than reiterate the exam ner's specific statenents
regardi ng the above-noted rejection and the conflicting
Vi ewpoi nt s advanced by the exam ner and appel | ant regardi ng
that rejection, we nake reference to the exam ner's answer
(Paper No. 12, mailed July 6, 2001) for the reasoning in
support of the rejection, and to appellant’s brief (Paper No.
11, filed April 23, 2001) and reply brief (Paper No. 13, filed
August 28, 2001) for the argunents thereagainst.

CPI NI ON

In reaching our decision in this appeal, we have given
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careful consideration to appellant’s specification and cl ai s,
to the applied prior art references, and to the respective
positions articul ated by appellant and the exam ner. As a

consequence of

our review, we have nade the determ nation that the exam ner’s
above-noted rejection under 35 U.S.C. § 103(a) will not be
sustai ned. CQur reasons follow.

W agree with the exam ner’s assessnent of G| bert set
forth on page 3 of the answer and with the assertion that
Gringer discloses a projecting tab or lip (46) and
| ongi tudinal slot (32) proximate the front end of respective
first and second plastic handle portions of a utility knife
(Figs. 11-14, 25 and 29), which lip and sl ot are cooperatively
engaged wi th one anot her upon assenbly of the knife to limt
or prevent any |ateral novenent between the first and second
handl e portions (Ginger, col. 5, lines 15-23). However,
after an assessnent of the conbi ned teachings of the applied

patents, we nust agree with appellant’s position (brief, pages
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7-9 and reply brief, pages 3-4) that absent the use of

i nper m ssi bl e hindsight, there exists no suggestion or
notivation to selectively pick and choose certain el enents
(i.e., the tab/lip 46 and slot 32) that assist in providing
the “generally perpendicul ar” | ocking arrangenment of G inger
and install theminto the elenments of the utility knife of
G |l bert that provide for a entirely different |ongitudina
“sliding” | ocking arrangenent between the first and second

handl e porti ons.

Li ke appellant, we note that Ginger (col. 1)
specifically refers to the utility knife of Glbert (U S.
Patent No. 5,121, 544) and describes the interengagenent of the
handl e portions and | ocki ng arrangenent of Gl bert as being
“difficult to operate” (col. 1, line 63) because of the need
to push the actuating |lever of the |ocking nechani smand slide
t he separabl e handl e hal ves in opposite directions generally
parallel to the central axis of the knife to effect
di sengagenent of the separable handl e halves. Ginger goes on

to describe his invention as an alternative to the arrangenent
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in Glbert and indicates that his invention is inexpensive to
manuf acture and sinple to use. In colum 5, |ines 15-57,
Ginger describes the structure of his utility knife and
operation of the |ocking nechanismtherein and expressly notes
that the | ocking nechanismof his invention “nay be opened

wi thout the difficult novenent of the upper and | ower housings
required in prior art |ocking nmechani sns, such as that shown
in US Pat. No. 5,121,544 [Glbert].” Thus, we share
appellant’s view that one of ordinary skill in the art would
(1) have perceived Ginger as an alternative arrangenent to
that in Glbert, (2) have found no notivation for a

conbi nati on of these patents |like that urged by

the exam ner, and (3) have generally concluded that G nger
teaches away from a conbinati on such as that proposed by the
exam ner.

Since we have determ ned that the teachings and
suggestions found in Glbert and Ginger wuld not have made
the subject matter as a whole of claim1l on appeal obvious to

one of ordinary skill in the art at the tinme of appellant’s



Appeal No. 2002-0352
Appl i cation 09/374, 205

invention, we nust refuse to sustain the exanmner’s rejection
of that clai munder 35 US.C 8§ 103(a). It follows that the
examner’s rejection of 2 through 4 under 35 U.S.C. 8§ 103(a),
whi ch clainms depend fromclaim1l1, likewse will not be

sust ai ned.

In light of the foregoing, the decision of the exam ner
IS reversed.

REVERSED
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