THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte CURTIS LAJO E and PETER F. STROM

Appeal No. 94-1911
Application 07/662, 7351

ON BRI EF

Before WNTERS, WLLIAMF. SMTH, and GRON, Adm ni strative Patent

Judges.
GRON, Adninistrative Patent Judge.

DECI SI ON ON APPEAL UNDER 35 U.S.C. § 134

1. | nt r oducti on

This is an appeal froman examner’'s final rejection of

Claims 5, 6 and 11, all clains pending in this application.

! Application for patent filed February 28, 1991.
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Al clainms stand finally rejected under 35 U.S.C. § 112, first
par agraph, as based on a specification which would not have
enabl ed persons skilled in the art to make and use the ful
scope of the clained invention, and under 35 U.S.C. § 103 as
unpatentable in view of the conbined teachings of Drahos et al
(Drahos), “Tracking Reconbi nant Organisns in the Environnent:
B- Gal act osi dase as a Sel ectabl e Non-Anti biotic Marker for
Fl uorescent Pseudononads,” BI O TECHNOLOGY, Vol. 4, pp. 439-444
(May 1986); Wnter et al. (Wnter), “Efficient Degradation
of Trichl oroethyl ene by a Reconbi nant Escherichia coli,”
Bl O TECHNOLOGY, Vol. 7, pp. 282-285 (Mar. 1989); Sick et al.
(Sick), US. 4,996,155, patented February 26, 1991; and Blair,
U S. 4,483,923, patented Novenber 20, 1984. A new ground of
rejection under 35 U S.C. 8§ 101 which was entered at pp. 4-5 of
t he Exam ner’s Answer (Paper # 16) has been w thdrawn by the
exam ner (Supplenental Exam ner’s Answer, p. 1 (Paper # 21)).
Claims 5, 6 and 11 are said to stand or fall together with
Claim1ll under 35 U.S.C. 8§ 112, first paragraph (Brief on Appeal
(Br.), p. 4, first full para.). However, appellants state that
the clains do not stand or fall together under 35 U.S.C. § 103
(Br. 4). The exam ner agrees (Exam ner’s Answer (Ans.), p. 2).

Clainms 11 and 6 represent the nethods clainmed and read:
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11. The nethod of m crobiol ogically degradi ng
organic material in a mxed mcrobiologically conpetitive
envi ronment whi ch conprises introducing to said environnment
a reconbinantly nodified mcroorganismin the presence
of at |east one substance not normally utilized by m cro-
organi sns i ndi genous to said environnment but utilized
as a growth substrate by said reconbinantly nodified mcro-
organi sm said reconbinantly nodified m croorgani sm havi ng
been genetically nodified to express upon utilization of
said growth substrate at | east one enzyne operable in the
degradation of said organic material.

6. The net hod according to claim 11l wherein said
substrate is a surfactant.

2. Di scussi on

In re Cetiker, 977 F.2d 1443, 24 USPQRd 1443 (Fed. G

1992) instructs at 1445, 24 USPQ2d at 1444:
[ T] he exam ner bears the initial burden, on review of
the prior art or on any other ground, of presenting a
prima facie case of unpatentability.

Thi s burden should be no revelation to exam ners. In re Fine,

837 F.2d 1071, 5 USP@d 1596 (Fed. G r. 1988) teaches at 1074,
5 USP@@2d at 1598:
The PTO has the burden under section 103 to establish a
prima facie case of obviousness. . . . It can satisfy this
burden only by show ng sone objective teaching in the
prior art or that know edge generally available to one
of ordinary skill in the art would |ead that individual
to conbi ne the rel evant teachi ngs of the references.
Mor eover, “The first paragraph of 8 112 requires nothing nore
t han objective enablenent. . . . How such a teaching is set

forth, either by the use of illustrative exanples or by broad
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termnology, is irrelevant.” |In re Vaeck, 947 F.2d 488, 496

n. 23, 20 USPQRd 1438, 1444-1445 n.23 (Fed. Cr. 1991).
Accordingly, In re Marzocchi, 439 F.2d 220, 169 USPQ 367 (CCPA

1971) teaches at 223-224, 169 USPQ at 369-370, that statenents in
the specification shall be taken as true and will suffice for

obj ective enabl enent under 35 U . S.C. § 112, first paragraph,

unl ess the exam ner provides sufficient reasons to doubt the
objective truth of the statenents. A finding that the exanples
in the specification are not conmmensurate in scope with the

scope of the subject matter clained does not itself satisfy the
exam ner’s burden to show that the specification as a whole would
not have enabl ed one skilled in the art to make and use the
claimed invention. The exam ner’s doubts why the specification
as a whol e woul d not have been enabling to a person skilled in
the art nust be explained and backed by evidence. In re

Mar zocchi, 439 F.2d at 224, 169 USPQ at 370.

VWhat have we here? Here, the exam ner enphasizes first that
appel l ants’ specification would not have enabl ed persons skilled
inthe art to reconbinantly nodify genes of mcroorganisnms (1) to
produce an enzyne operable to degrade a target organic nateri al
present in a m xed mcrobiologically conpetitive environnment
while utilizing a growh substrate which is not normally utilized

by organi sns indi genous to the m xed m crobiol ogically
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conpetitive environnent, (2) wthout undue experinentation, and
(3) with reasonabl e expectati on of successfully degrading the
target organic material. W note that the Forman factors?
consi dered by the exam ner at pages 9-11 of the Exam ner’s Answer
relate to the facility with which heterol ogous gene expression
in any m croorgani smwoul d have been enabl ed by appel |l ants’
specification. 1In our view, the exam ner’s focus on the question
whet her the kind and anount of direction and gui dance provided in
appel l ants’ specification would have enabl ed persons skilled in
the art to performthe full scope of heterol ogous gene expression
contenplated by the clains in any mcroorganismis m spl aced.
The cl ains on appeal are not drawn to nethods for reconbinantly
nodi fyi ng m croorgani sns. Rather, the reconbinantly nodified
m croorgani sns to which appellants’ clains refer appear to be
either old or within the artisan’s skill to obtain w thout undue
experinmentation. Appellants expressly state (Reply Brief, pp. 4-
5, bridging para. and p. 5, first full para.; citations omtted):
Once discl osed, Appellants’ invention is so |ogical

and sinple that one has the tendency to say, “Wy didn't

| think of that?” Gven a natural site contamnated with

sone organic material, one need only start with an

organi sm whi ch uses a growh substrate not utilized by

t he i ndi genous m croorgani smin that environnment, what

one mght call an “uncommon substate”, and insert, by
wel | - known reconbi nant techni ques, genes produci ng an

2 Ex parte Forman, 230 USPQ 546, 547 (Bd. Pat. App. & Int.
1986) .
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enzynme whi ch degrades that organic material.

That reconbi nant technology is not arcane. It is
routine and is practiced by undergraduate students at
the University where one of the co-inventors teaches.
Appel  ants do not now and never have attenpted to claim
sone reconbi nant techni que which forecloses all research
in this area. They never have asserted to have found a
new t echnique for altering m croorgani sns. They do not
cl ai m sone novel DNA, a vector, or any process for
mani pul ati ng the genetic nakeup of a cell. They claim
only a method of degrading organic material.

It is axiomatic that patent specifications need not teach,

and preferably omt, what is known in the art. Hybritech Inc. v.

Monocl onal Antibodies, Inc., 802 F.2d 1367, 1384, 231 USPQ 81, 94

(Fed. Gr. 1986); Ln re Wands, 858 F.2d 731, 735, 8 USPQR2d 1400,

1402 (Fed. Cir. 1988). Appellants have asked the examner to
reconsi der the patentability of the clains on appeal with the
focal issue being whether persons skilled in the art woul d have
been able to make and use the clainmed nethod in |ight of the
description in the specification and the knowl edge in the art.
While the clainmed nethod utilizes reconbinantly nodified

m croorgani sns whi ch function in the specific manner indicated,
appel l ants presune that the public has the reconbinantly nodified
m croorgani sns in their possession or sufficient know edge to
make the reconbi nantly nodified m croorgani sns w thout undue

experinmentation. The exam ner clearly has not shown that persons
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skilled in the art are unable to nmake reconbi nantly nodified
m croorgani sns which function in the particular manner i ndicated
in the clains.

The prior art cited by the exam ner appears to be consi stent
w th appellants’ position that their specification would have
obj ectively enabled the clained invention. Nevertheless, while
t he conbined prior art teachings show that persons skilled in the
art had all the informati on necessary to successfully make and
use the invention clainmed, the references do not establish
unpatentability under 35 U S.C. 8§ 103. It is inproper to “pick
and choose anong the individual elenments of assorted prior art
references[, as the exam ner here has done,] to recreate the

claimed invention.” Snmithkline D agnostics, Inc., v. Hel ena

Labs. Corp., 859 F.2d 878, 887, 8 USPQR2d 1468, 1475 (Fed. Cr
1988). Rather, the exam ner nust “show sone teaching or
suggestion in the references to support their use in the

particul ar clainmed conbination.” 1d. 1n re Dow Chem cal Co.,

837 F.2d 469, 5 USPQ2d 1529 (Fed. Cir. 1988) instructs at 473,
5 USPQ2d at 1531:

The consistent criterion for determ nation of
obvi ousness is whether the prior art would have

suggested to one of ordinary skill in the art that
this process should be carried out and woul d have a
reasonabl e |ikelihood of success . . . . Both the

suggestion and the expectation of success nust be

-7 -
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founded in the prior art, not in the applicant’s
di scl osure.

We have considered the applied prior art teachings jointly
and severably. Wile we find the sumof all the bits and pieces
of appellants’ clainmed nethod in the collective teachings, we
find no reasonabl e suggestion that the clained nmethod should be
carried out and would have a reasonable |ikelihood of success.

In our view, the examner’s rejection of Clains 5, 6 and 11
under 35 U.S.C. 8 103 on the basis of the conbined teachings of
Drahos, Wnter, Sick, and Blair results froman inpermssible
hi ndsi ght reconstruction of the clained invention. See In re

Gorman, 933 F.2d 982, 987, 18 USP(2d 1885, 1888 (Fed. Cir. 1991):

It is inpermssible . . . sinply to engage in a

hi ndsi ght reconstruction of the clained invention,

using the applicant’s [invention] . . . as a tenplate
and selecting elements fromreferences to fill the gaps.

The exam ner appears to have added the general teachings of four
references, which nore specifically describe separate and
di stinct subject matter, into one pot; filtered the general
concepts through a screen constructed from appellants’ disclosure
to find selective concepts; and reassenbl ed the sel ective
concepts into the method first described by appellants. This is
hi ndsi ght, not obvi ousness within the neaning of 35 U S.C. § 103.
The Decl aration of Curtis A Lajoie, Ph.D., filed April 23,

1992 (Paper No. 7), was designed to “confirm. . . what is

- 8 -
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disclosed in the . . . application, nanely, that non-adaptive
proteins, here the PCB degradi ng enzynes, can be expressed by
exogenous DNA in a m xed m crobi ol ogically conpetitive
environment in the presence of a selective substrate, here
detergent” (p. 11, final para.) As stated by the exam ner, the
Second Declaration of Curtis A Lajoie, Ph.D., filed June 4, 1993
(Attachnent to Paper No. 19), and appellants' argunents and
supporting extrinsic evidence (Paper No. 20, including Exhibits
A, B, and C “overcone the exam ner’s assertion that the
invention is inoperative and therefore lacks utility”
(Suppl enental Exam ner’s Answer, p. 1 (Paper No. 21)).

The exam ner was wlling to conclude on the basis of the
l[imted showng in the specification that the clainmed invention
possessed utility under 35 U.S.C. § 101, presunably throughout

its scope. See In re Langer, 503 F.2d 1380, 1391-92, 183 USPQ

288, 297 (CCPA 1974). Thus, it is not clear why that

determ nati on does not also extend to the Section 112 rejection.
Therefore, what remains of the examner’s rejection under

Section 112 is the nerits of the exam ner’s argunent that a

speci fication which contains a statenent of the clained

invention, a limted nunber of prior art citations which reflect

t he know edge and skill in the art, and a |limted nunber of
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wor ki ng exanpl es, woul d not have enabled one skilled in the art
to performthe full scope of the invention clainmed because of
the unpredictability and difficulty persons skilled in the art
woul d have faced in making reconbinantly nodi fied m croorgani sns.
Interestingly, the examner’s rejection under Section 103 is
based on a simlar conbination of prior know edge and skill in
the art even though that rejection is also inpermssibly based on
t he hi ndsi ght.

Accordingly, we reverse the examner’s rejections of
Claims 5, 6, and 11 under 35 U. S.C. 8§ 112, first paragraph,

and 8 103.

REVERSED

Teddy S. G on
Adm ni strative Patent Judge

Sherman D. Wnters )
Adm ni strative Patent Judge )
)
)
WlliamF. Smth ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
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Bruce M Collins

Mat hews, Wbodbridge & Collins, P.A
100 Thanet Circle - Suite 306
Princeton, New Jersey 08540



