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DECI S| ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s
refusal to allowclains 1, 2, 5 and 32 which are all of the
clainms pending in this application.

The subject natter on appeal is directed to a toner

conposition. The critical features of the toner conposition

! Application for patent filed May 20, 1991.
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are the enpl oynent of about 30%to about 60% by wei ght of a
m xture of soft and hard magnetite, with the hard magnetite
accounting for about 10% of the total weight of the toner
conposi tion.
See specification, page 15 and 16. This toner conposition is
adequately illustrated in claim1 which is reproduced bel ow
1. A toner conposition conprising:
a) about 30% to about 70% by wei ght of a resin;

b) about 30% to about 60% by wei ght of a m xture of
soft magnetite and hard nmagnetite; and

c) up to about 10% by wei ght of a lubricating
conponent ;

wherein said hard magnetite accounts for about 10% of the
total weight of the toner conposition, and wherein the
retentivity of said toner conposition is fromabout 3.0 enu/g
to about 8.0 emu/g.

The sole reference of record relied upon by the exam ner
IS

Unno et al (Unno)? H2- 181757 July 16,
1990
(Japanese Kokai Patent Publication)

2 Qur reference to this publication is to the
correspondi ng English translation of record.

2



Appeal No. 94-2794
Application No. 07/702,533

Claims 1, 2, 5 and 32 stand rejected under 35 U.S.C. §
102 (a) as anticipated by or, in the alternative under 35 U S. C
§ 103 as unpatentabl e over, the disclosure of Unno.
W reverse.
Appel | ant does not dispute that the Unno reference
descri bes or woul d have suggested the clainmed toner
conposition within the neaning of 35 US.C. § 102 (a) or 8§
103. Appellant, however, argues that the Rule 131 decl aration
of record executed by Grushkin, the sole inventor in this
application, is sufficient to renove Unno as a prior art
reference under 35 U.S.C. § 102(a) and § 103. The dispositive
guestion is, therefore, whether the Rule 131 declaration is
sufficient to establish that the clained invention was nade
prior to the publication date of the Unno reference. W
answer this question in the affirmative.
37 CFR § 1.131 states in relevant part:
(a)(1) Wen any claimof an application . . . is
reje
cted
unde
r 35
u. S
C 8§

102(
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Here, the Rule 131 declaration evinces conpletion of a
toner conposition having about 53% by wei ght of styrene/n-
butyl acrylate copolyner resin, 30% by wei ght of soft

magnetite, 10%
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by wei ght of hard nmagnetite, 1% by wei ght of a charge control
agent and 6% by wei ght of a polywax (lubricant). The Rule 131
decl aration also indicates the criticality of enploying a

m xture of soft and hard magnetite, with the hard magnetite
accounting for about 10% of the total weight of the toner
conposition. This toner conposition, including its specific
critical features, is included in the appealed clains. See,

e.q., In re Strvker

435 F. 2d 1340, 168 USPQ 372 (CCPA 1971). Accordingly, we
conclude that the Rule 131 declaration does show sufficient
facts which establish conpletion of the clained subject nmatter
prior to the publication date of the Unno reference. It then
follows that the Unno reference cannot be qualified as prior
art under

35 U.S.C. § 102(a) or 35 U S.C. § 103.
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In view of the foregoing, we reverse the exam ner’s

decision rejecting clains 1, 2, 5 and 32 under

102(a) or 35 U.S.C. § 103.

REVERSED

ANDREW H. METZ
Adm ni strative Patent Judge

JOHN D. SM TH
Adm ni strative Patent Judge

CHUNK K. PAK
Adm ni strative Patent Judge
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Wlliam K Wells, Jr.
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