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THES OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte RICHARD E. CAMPBELL, JR

Appeal No. 94-3878
Appl i cation 07/740, 529

ON BRI EF

Bef ore SOFOCLEQUS, GARRI S and OWNENS, Adm ni strati ve Patent Judges

SOFOCLEQUS, Administrative Patent Judge

DECI SI ON_ON_APPEAL

This appeal is fromthe final rejection of clains 1 to 12,
all the clainms remaining is the application.

Claimlis illustrative and reads as follows:

1. A process for preparing polyners of vinyl aromatic

mononer s having a high degree of syndiotacticity conprising
contacting at | east one polynerizable vinyl aromatic nononer

! Application for patent filed August 5, 1991
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under polynerization conditions with a catal yst conprising
a netal conplex corresponding to the fornula:

L.MX,* RBY;, wherein:

L is a delocalized B-bonding group or substituted group
containing up to 50 nonhydrogen atons;

mis 0 or 1;
Mis a netal of G oup 4 of the Periodic Table;

X each occurrence is an inert, anionic |ligand containing
up to 20 nonhydrogen at ons;

nis an integer greater than or equal to 1 and the sum of
mand n is one |ess than the val ence of M

R is hydrocarbyl, silyl, a conbination thereof or a
substituted derivative thereof having up to 20 nonhydrogen atons;

B is boron; and

Yis an inert covalently bound group having up to 40 atons
and BY; is a stable borane conpound able to abstract an R group
froma conmpound of the formula LMR

Clains 1 to 12 stand rejected under 35 U.S.C. 8§ 112, first
par agraph, as being broader than the enabling disclosure.

W will not sustain this rejection.

An application disclosure which contains a teaching of the
manner and process of nmaking and using an invention in ternms which
correspond in scope to those used in describing and defining the
subject matter sought to be patented nust be taken in conpliance

with the enabling requirenent of the first paragraph of 35 U S. C
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8 112 unless there is reason to doubt the objective truth of

statenents contained therein. Fiers v. Revel, 984 F.2d 1164,

1171-72, 25 USPQ2d 1601, 1607 (Fed. Cir. 1993). It is incunbent
upon the exam ner to explain why he doubts the truth or accuracy
of any statenent in a supporting disclosure and to back up his

assertions with acceptabl e evidence or reasoning which is incon-

sistent with the contested statenent. 1n re Marzocchi, 439 F. 2d

220, 224, 169 USPQ 367, 370 (CCPA 1971). That sone experinen-
tation is necessary does not preclude enabl enent; the anount of
experimentation, however, nust not be unduly extensive. Atlas

Powder Co. v. E.I. Du Pont de Nenpburs & Co, 750 F.2d 1569, 1576,

224 USPQ 409, 413 (Fed. Cir. 1989). The fact that a claim
enbraces sone conbi nati ons which are inoperative does not
necessarily make the claiminoperative so | ong as the nunber of

i noperative enbodi nents does not becone significant. Atlas Powder

Co. v. E.1. Du Pont de Nenpburs & Ca, supra.

Here, the exam ner contends that the disclosure is enabled
only for clains limted to netal conplexes substituted with a
del ocal i zed B-bondi ng group, i.e., where m= 1 in the fornula
depicted in claim1l. The exam ner urges that it would require
undue experinentation to ascertain which of appellant's netal

conpl exes | acki ng a del ocal i zed B-bondi ng group, i.e., where
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m=0in the fornmula, would be operative in the clai med process,
and that froma structural and steric standpoint, those conpl exes
within the claimed fornula where m= 0 are so different fromthose
conpl exes where m= 1 (the cycl opentadi enyl nmetal conpl exes
di sclosed in the exanples of the appellant's disclosure) as to
precl ude any reasonabl e prediction concerning their activity in
the clainmed process. Referring to the limted disclosure of
nmet al | ocycl opent adi enyl catal yst precursors, the exam ner urges
that the notoriously high level of unpredictability and enpiricism
associ ated with catal ytic phenonena woul d render the disclosure
enabling only for those catal ysts where m=1

The exam ner, however, has failed to substantiate his
position with persuasive objective evidence or scientific
reasoning. He has not cited any evidence to show that one
skilled in the art would not have been enabl ed by the disclosure
coupled with informati on known in the art to practice the clained
i nvention w thout undue experinmentation. The exam ner has not
expl ai ned how t hose conpl exes where m= 0 are so different from
those where m= 1 such that one skilled in the art, armed with
t he supporting disclosure, would not be able to practice the

cl ai mred i nventi on.
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Accordingly, the examner's rejection of the appeal ed clains

is reversed.

REVERSED

M CHAEL SOFOCLEQUS

Adm ni strative Patent Judge )
)
)
)

BRADLEY R. GARRI S ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
| NTERFERENCES

)
)
TERRY J. OWENS )
Adm ni strative Patent Judge )
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