Paper No. 17

THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today

(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK COFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ROGER L. SOWERBY

Appeal No. 94-4429
Appl i cation 07/910, 967

ON BRI EF

Bef or e WEI FFENBACH, PAK, and OWENS, Adm ni strative Patent Judges.

OVENS, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe examner’s refusal to allow
clainms 1, 2, 5-8 and 11-36 as anended after final rejection.

These are all of the clains remaining in the application.

! Application for patent filed July 9, 1992. According to applicant,
this appliation is a continuation-in-part of Application 07/640,173, filed
January 11, 1991.
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THE | NVENTI ON

Appel | ant cl ai s processes for form ng conbi nati ons of
trithi anes and phosphorous acid and/or thiophosphorous acid
derivatives which, appellant states (specification, page 37,
line 33 - page 38, line 3), are useful as additives for
| ubricants and other functional fluids such as automatic
transm ssion fluids and hydraulic fluids. Caimlis
illustrative and is appended to this decision.

THE REFERENCES

Hook et al. (Hook) 2,531,129 Nov. 21, 1950
Bartlett 3, 159, 664 Dec. 1, 1964
Le Suer 3,197, 405 Jul . 27, 1965
Braid 3, 644, 206 Feb. 22, 1972
Mei nhar dt 4,123, 370 Oct. 31, 1978
Wat son et al. (Watson) 4,328, 111 May 4, 1982

THE REJECTI ONS

Clainms 1, 2, 5, 6 and 33-35 stand rejected under 35 U. S. C
8 103 as being unpatentable over Braid or Hook. Cdains 7, 8 and
11- 36 stand rejected under 35 U.S.C. 8§ 103 as bei ng unpatentabl e
over Braid or Hook, each in view of Meinhardt, Watson, Bartlett
or Le Suer.

OPI NI ON
We have carefully considered all of the argunents advanced

by appellant and the exam ner and agree with appellant that the
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af orementioned rejections are not well founded. Accordingly,
these rejections will be reversed.

Each of appellant’s clainms requires that the al dehyde have
at | east one al pha-hydrogen atom That is, in the al dehyde,
which is represented by RCHO the R group nust have at |east
one hydrogen on the carbon atom adjacent to the -CHO. Braid
states that the al dehyde used to make his conposition has no
al pha- hydrogen atons (col. 1, lines 39-40; col. 2, lines 8-10).
Hook uses only fornmal dehyde or “a fornmal dehyde yi el di ng subst ance
such as paraf or mal dehyde, trioxynethylene and the |ike” (col. 1,
line 46 - col. 2, line 2).?

The exam ner points out this difference and argues that
appellant’s clainmed invention clearly woul d have beenprima facie
obvious to one of ordinary skill in the art based on the
rationale inIn re Durden, 763 F.2d 1406, 226 USPQ 359 (Fed. Cr.
1985) .

The exam ner reached her concl usion of obviousness of
appel lant’s clainmed i nvention based on aper se rule that use
of a new starting material in a prior art process would have been
obvious to one of ordinary skill in the art. As stated by the

Federal Circuit inln re Chiai, 71 F.3d 1565, 1572, 37 USPQd

2 The remmi ning references are relied upon by the exam ner only for
notivation to use a neutralizing agent in the Braid and Hook processes
(answer, page 4).
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1127, 1133 (Fed. Cir. 1995), “reliance onper se rules of
obvi ousness is legally incorrect and nust cease.” The court
further stated:
Mere citation of Durden, Al bertson, or any other
case as a basis for rejecting process clains that
differ fromthe prior art by their use of
different starting materials is inproper, as it
sidesteps the fact-intensive inquiry nmandated by
section 103. In other words, there are not
“Durden obvi ousness rejections” or “Al bertson
obvi ousness rejections,” but rather only section
103 obvi ousness rejections. 71 F.3d at 1570,
37 USPRd at 1132.

When an exami ner is determ ning whether a claimshould be
rejected under 35 U . S.C. § 103, the clained subject matter as a
whol e nust be considered. See Cchiai, 71 F.3d at 1569, 37 USPQd
at 1131. The subject matter as a whole of process clains
i ncludes the starting materials and product nmade. \Wen the
starting and/or product materials of the prior art differ from
those of the clainmed invention, the exam ner has the burden of
explaining why the prior art would have notivated one of ordinary
skill in the art to nodify the materials of the prior art process
so as to arrive at the clainmed invention. See Cchiai, 71 F.3d at
1570, 37 USPQ2d at 1131. |In the present case, the exam ner has
not carried this burden.

The exam ner further argues that appellant’s specification

i ncludes sonme of the prior art al dehydes (answer, page 5). This
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argunent is not well taken because the exam ner has not
established that it was known in the art that al dehydes havi ng

al pha- hydrogen atons were suitable. The exam ner has used

appel l ant’s own teaching against him which is inproper. See
In re Zurko, 111 F.3d 887, 889, 42 USPQ2d 1476, 1479 (Fed. Cir.
1997).

For the above reasons, we conclude that the exam ner has not
carried her burden of establishing aprina facie case of
obvi ousness.

DECI SI ON

The rejections under 35 U.S.C. 8§ 103 of clains 1, 2, 5
6 and 33-35 over Braid or Hook and of claims 7, 8 and 11-36
over Braid or Hook, each in view of Meinhardt, Watson, Bartlett
or Le Suer, are reversed.®

REVERSED

5 We note that in claim7, it appears that in the first structure “D",
the “P" should be double bonded to “S” instead of “O’, and that in the second
structure “D’, the “P” should be double bonded to “O" instead of “S". See the
specification, page 6, line 16 - page 7, line 18.

5
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1. A process for the preparation of an extreme pressure additive comprising:
reacting (A) R'CHO, and

r2 (xb s
R3 (Xz)n / \

at an (A):(B) meoelar ratio of 1:1 and at a temperature of from ambient up to about 150°C

B)

forming
S
rl r1 r2x1 )n\
and
S\lii,ls R3(X2) / \ OH as a

product
(D)

or at an (A):(B) molar ratio of 2:1 and at a temperature of from ambient up to about

150°C forming

1 1 rR2xy,
R R
and \
T R3KPn \ OH as a

product
D)

wherein R' is
CH3CH2—, CH3CH2CH2— » CH3(fH—’ CH3(CH 2)3 —
- CH3 -
CH 3CH2(:lH', CH 3(:|HCH2—' » CH 3(CH2)4 "

CH CH 5

3
CH 3(CH2)109—, CH3(CH32) 32—, CH3(CH2)14—, CH 3(CH2) 16 =

or CHLCH,CH,CH,CH —
C2Hs

R? and R3?® are each independently a hydrocarbyl group containing from 1 to about 30

carbon atoms, X! and X? are each independently oxygen or sulfur and n is independently

Zero or one.
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