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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of
claims 1 through 3.
The di scl osed invention relates to a pressure sensor
for sensing a pressure within a cylinder of an internal

conbustion engine. According to the appellant, cracks and breaks

! Application for patent filed February 2, 1993.
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in the flexible diaphragm portion of the sensor are avoi ded by
use of a diaphragmthat has a resonance frequency above the
oscillation frequency range of the pressure to be detected in the
cylinder of the engine.

Caim1l is the only independent claimon appeal, and it
reads as foll ows:

1. A pressure sensor for sensing a pressure within a
cylinder of an internal conbustion engine, conprising:

a holl ow mai n body defining a bore extending
t her et hrough and adapted to be nmounted to an engi ne cylinder;

a pressure sensing assenbly di sposed within said bore
of said main body and dividing said bore into a detection cavity
for transmtting therethrough the pressure to be detected at a
pressure receiving end thereof disposed in comunication with an
interior of the cylinder and an output cavity through which an
out put signal fromsaid pressure sensing assenbly is to be
suppl i ed;

a flexible netal diaphragm attached to said mai n body
at said pressure receiving end of said detection cavity for
sealing said detection cavity;

a pressure transmtting nediumfilled within said
detection cavity; and

means for preventing resonant vibrations of the
flexi ble nmetal diaphragmdue to oscillations of the pressure
bei ng detected, said preventing nmeans conpri sing

said flexible netal diaphragm being configured and
di rensi oned to have a resonance frequency above an oscillation
frequency range of the pressure to be detected.

The reference relied on by the exam ner is:
Kodama et al. (Kodama) 5,161, 415 Nov. 10, 1992
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Clains 1 through 3 stand rejected under 35 U.S.C. § 103

as bei ng unpatentabl e over Kodana. 2

2 In the grounds of the rejection (Answer, page 3), the
exam ner indicated that the "rejection is set forth in the prior
O fice action paper nunber 8." A review of paper nunber 8 (final
rejection, page 3), reveals that two additional Kodama patents as
wel | as pages 1 through 3 of the BACKGROUND OF THE | NVENTI ON, and
Figure 2 are listed as "suitable references.” 1In view of the
vagueness of this latter phrase, and the failure of the exam ner
to di scuss the additional Kodama references in the Answer, we do
not consider the two additional references to Kodama as prior art
properly applied against the clains on appeal. A reference
shoul d be positively included in the listed prior art of record
and the grounds of rejection to put the appellant on notice as to
what references are being applied against the clains. See
footnote 3 in In re Hoch, 428 F.2d 1341, 1342, 166 USPQ 406, 407
(CCPA 1970). Wth respect to the disclosure in the BACKGROUND CF
THE INVENTION, it is well settled that during the exam nation of
a patent application, adm ssions by an applicant nay be
considered as prior art for any purpose, including use as
evi dence of obviousness under 35 U.S.C. 8§ 103. See In re Nom ya,
509 F.2d 566, 570-71, 184 USPQ 607, 611 (CCPA 1975). Unlike the
additional references to Kodama, appellant is on notice as to the
contents of the specification. A declaration (paper nunber 9)
under 37 CFR 8 1.132 was submtted by appellant to retract the
adm ssion in the specification. The declaration indicated that
the pressure sensor of Figure 2 was "'in-house' know edge," and
that "[t]he description of Fig. 2 as being 'known' or
‘conventional' was not intended to nmean that it was known by or
conventional to the general public, or to represent its
avai lability or qualification as citeable prior art against this
application under any of the sub-paragraphs of 35 U S.C. § 102."
The exam ner correctly decided (final rejection, page 2) that the
decl aration "cannot repeal the statenent" because a nere
statenent in a declaration that Figure 2 should not have been
descri bed as known or conventional in the art will not support a
retraction of that which has been acknow edged in the
specification as known in the art. The factual basis underlying
t he erroneous description of Figure 2 as known or conventional is
conpletely absent fromthe declaration. Thus, the acknow edged
prior art is available as prior art under 35 U S.C. § 102(a).
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Ref erence is nmade to the brief and the answer for the

respective positions of the appellant and the exam ner.
OPI NI ON

We have carefully considered the entire record before
us, and we wll reverse the obviousness rejection of clainms 1
t hrough 3.

According to the exam ner (final rejection, page 3),
"[i]t is commbn engineering practice to change a dinmension of a
conponent to change its resonance frequency,”" and "[i]t woul d
have been obvious to one of ordinary skill in the art at the tine
the invention was made to size the diaphragmto raise its
resonance frequency to safe |levels."

We agree with appellant's argunment (Brief, page 4)
t hat :

[T]here is no nention or recognition
what soever in Kodana of the problem of
preventing resonant synpathetic

vi brations due to oscillations of a
pressure being detected, or of solving
t he probl em by configuring and

di mensioning a flexible netal diaphragm
to have a resonance frequency above the
oscillation frequency range of the
pressure to be detected. This is the
probl em which is addressed and sol ved by
the present invention and the problem
whi ch Kodama fails to even nention
(enmphasis in original).

Appel lant is correct when he argues (Brief, pages 4 and 5) that
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[t]he Exam ner has failed to cite any
reference which woul d suggest preventing
resonant synpathetic vibrations and has
failed to cite any reference which would
suggest di nensioning the diaphragmto
have a resonance frequency above the
oscillation frequency range of the
pressure to be detected .

and t hat

: t he Kodana reference cited by the

Exam ner does not even nention the

source of trouble resolved by the

clainmed invention | et al one provide the

remedy of the clained invention.

The exam ner's |line of reasoning does not contain any
di scussi on of whether the skilled artisan woul d have appreci at ed
t he di aphragm probl em caused by the oscillation frequency of the
pressure to be detected, and woul d have solved that problemin
t he manner disclosed and cl ai ned by appellant. The obvi ousness
rejection is, therefore, reversed because "a patentable invention
may lie in the discovery of the source of a problem even though

the remedy nay be obvious once the source of the problemis

identified." See In re Sponnoble, 405 F.2d 578, 585, 160 USPQ

237, 243 (CCPA 1969).
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DECI SI ON
The decision of the examner rejecting clains 1 through
3 under 35 U.S.C. § 103 is reversed.

REVERSED

JAVES D. THOVAS
Adm ni strative Patent Judge

BOARD OF PATENT
KENNETH W HAI RSTON

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

M CHAEL R FLEM NG
Adm ni strative Patent Judge
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