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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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Bef ore CAROFF, METZ and WEI FFENBACH, Adnini strative Patent
Judges.

CAROFF, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

Thi s decision on appeal relates to the final rejection of
claims 1-2, all the pending clains in the involved application.

The clains relate to a “clay-like” conposition including a
di or ganopol ysi | oxane, a synthetic resin powder and a liquid

paraffin.

! Application for patent filed May 12, 1993.
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Appel  ants acknow edge on page 3 of their brief that the
clainms stand or fall together for purposes of this appeal.
Accordingly, we will limt our consideration to claiml, the
sol e i ndependent claim which reads as foll ows:

1. day-like organopol ysil oxane conposition having a
WIllians Plasticity within the range of 100 to 200 consi sting

essentially of

(A) 100 weight parts of a diorganopol ysil oxane having a
viscosity of at |east 300,000 centistokes at 25<C,

(B) 5 to 500 weight parts of a synthetic resin powder,
and

(© 10 to 100 weight parts of a liquid paraffin.

The exam ner relies upon the follow ng reference of record
as prior art:

Sterling 4,578, 413 Mar. 25, 1986
The following rejections are before us for consideration:
|. dains 1-2 stand rejected under 35 U.S.C. § 112, first

par agraph, for |ack of enabl enent.

1. Cains 1-2 stand rejected under 35 U. S.C. § 102(b) as
anticipated by or, in the alternative, under 35 U.S.C. §8 103 as
bei ng obvi ous over Sterling.

1. Cains 1-2 stand rejected under 35 U.S.C. § 112,

second paragraph, as being indefinite.
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We reverse each of the aforenentioned rejections essentially
for the reasons advanced by appellants in their brief, reply
brief and supplenental reply brief. W add the follow ng
coments for enphasis.

L.

The exam ner’s case for nonenabl enent is based on an
assertion that determ nation of whether a synthetic resin powder,
ot her than one specifically disclosed by appellants, is suitable
for inclusion in the clainmed conposition wuld involve undue
experinmentation. Thus, according to the exam ner, the involved
specification is enabling only for the particular resin powders
exenplified in the disclosure on page 4, lines 6-12. W
di sagr ee.

As indicated by appellants, the exam ner has failed to
establish that undue experinentati on would be involved in
choosing a particular resin powder capable of producing a clay-
i ke conposition having a Wllianms Plasticity value within the
claimed range, especially in view of the fact that the instant
specification includes a nunber of specific exanples of suitable
resin powders. A broad assertion of a need for undue

experinmentation, unsupported by factual evidence and/or cogent
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technical reasoning, is insufficient to establish a case for

nonenabl enent. Cf. Ex parte Forman, 230 USPQ 546, 547 (Bd. Pat.

App. & Int. 1986).
|
We agree with appellants that Sterling neither anticipates
nor renders obvious the clainmed subject matter. \Wat the
exam ner apparently has failed to appreciate is that the nmaxi num
anmount of polysiloxane in the Sterling conposition is about 12

percent by weight; whereas present claim1l1l in effect requires

t hat over 14 percent by wei ght of polysiloxane be included in the

conposition at a mnimum Thus, it cannot be said that Sterling
antici pates the clained conposition.

Moreover, with regard to obvi ousness, the exam ner has not
expl ained nor are we aware why it woul d have been obvious to
i ncrease the percentage of polysiloxane in the Sterling
conposition beyond the maxi num percentage taught by Sterling.
In this regard, we have little doubt that the properties of the
Sterling conposition necessary for production of nedical grade
tubings (the utility taught by Sterling) would be significantly
af fected by any adjustnent of conponent proportions.

Accordi ngly, we see absolutely no reason why a person of
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ordinary skill in that art would have found any need to use a
greater amount of polysiloxane than taught by Sterling. On the
ot her hand, we note that the presently clai ned conposition has
been fornul ated by appellant for an entirely different purpose,
i.e., for use as a clay-like handworking material for manual arts
and crafts.
|

In rejecting the clains under 35 U.S.C. § 112, second
par agr aph, the exam ner asserts that the term*“clay-like” is
indefinite. Wth regard to that assertion we adopt as our
own the position taken by appellants in their reply brief and
suppl enental reply brief. To effectively restate that position,
we note that within the context of the instant specification and
claims the term*“clay-like” is reasonably construed as defining a
conposition which is “freely defornmabl e and nol dabl e at | ow
stresses while being capable of retaining its induced shape when
allowed to stand after nolding” (specification: paragraph
bridgi ng pages 5-6). This is what we understand to be the
commonly accepted attributes of a nolding clay. In essence,
“clay-like” as used in the clains is equivalent to a statenent of

i ntended use or function and, as such, is not indefinite per se.
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For the foregoing reasons,

rever sed

REVERSED

MARC L. CAROFF
Adm ni strative Patent Judge

ANDREW H. METZ
Adm ni strative Patent Judge

CAMERON WEI FFENBACH
Adm ni strative Patent Judge
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