THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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Bef ore WNTERS, METZ and WALTZ, Adm nistrative Patent Judges.

WALTZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal under 35 U.S.C. 8§ 134 fromthe examner’s
final rejection of clains 1, 4 and 5, which are the only clains

remaining in this application.

! Application for patent filed Septenber 9, 1991.
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The subject matter on appeal is directed to the antibiotic
LL- E19020 Ganma (hereafter “Ganma”), its conposition and nethod
of use for treating bacterial infections. The subject matter on
appeal is adequately illustrated by appealed claim1l, which is
reproduced and attached to this decision as an Appendi X.

The references relied upon by the exam ner are:
Naito et al. (Naito) 3,872,079 Mar. 18, 1975
Carter et al. (Carter) 4,705, 688 Nov. 10, 1987
Carter et al. (Carter I1), “LL-E19020"™ and $, Novel G owth
Pronoti ng Agents: Isolation, Characterization and Structures”, 41
The Journal of Antibiotics, no. 10, 1511-1514 (COctober 1988).

Clains 1, 4 and 5 stand rejected under 35 U . S.C. § 103 as
unpat ent abl e over Carter Il in viewof Naito. Caim1 stands
rejected under 35 U.S.C. 8§ 102(b) as anticipated by Carter2 W
reverse both stated rejections.

OPI NI ON

A. The Rejection under 35 U.S.C. § 103

The cl ai ned anti biotic conmpound Gamma i s concededly produced
by fernmentation of the sane strain of m croorganismas Carter |

uses to produce LL-E19020 al pha and beta (hereafter “al pha” and

“beta”, see the brief, page 3). The clained conpound Ganma

2 This rejection was a new ground of rejection nade for the
first tinme on page 5 of the exam ner’s answer.
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differs fromal pha by having a hydroxyl group |ocated at the 4-
position of the phenyl acetate ester group of position C 23 (see
the brief, page 4, and the answer, page 4).

The exam ner finds that the Ganma conpound is structurally
simlar to the conpounds al pha and beta of Carter Il (answer,
page 6). The exam ner cites Naito as a secondary reference which
“di scl oses various groups which can be substituted on antibiotic
gl ycosi di ¢ conpounds and i ncl udes phenyl noieties which can have
substituents such as -OH" (answer, page 7). The exam ner
concludes that this reference (Naito) teaches the equival ence
between H and -OH groups, “notivating one of ordinary skill in
the art to substitute art-recogni zed equivalent noieties” to
screen for greater antibacterial potency (answer, pages 7 and
11) .

The exam ner states that “the courts have consistently held
that if the claimed invention is structurally simlar to the
prior art conpound, non-obviousness can exist only if this novel
structure produces results unexpectedly different fromthose of
the prior art” (answer, page 7).

Contrary to this assertion by the exam ner, the court has
held that, irrespective of any close structural simlarity, it is

essential that the prior art applied by the exam ner disclose or
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render obvious a nethod for nmaking the clai ned conpounds. As
stated by the court in In re Hoeksemm®:
Thus, upon careful reconsideration it is our viewthat
if the prior art of record fails to disclose or render
obvi ous a nethod for making a cl ai ned conpound, at the
time the invention was nmade, it may not be legally
concl uded that the conpound itself is in the possession
of the public [footnote omtted]. |In this context, we
say that the absence of a known or obvi ous process for
maki ng the cl ai med conpounds overconmes a presunption
t hat the conpounds are obvi ous, based on cl ose
rel ati onshi ps between their structures and those of
prior art conpounds.
See also In re Payne, 606 F.2d 303, 314-15, 203 USPQ 245, 255
(CCPA 1979), and In re Brown, 329 F.2d 1006, 1011, 141 USPQ 245,
249 (CCPA 1964). References relied upon to support a rejection
under 35 U.S.C. 8 103 nust provide an enabling disclosure, i.e.,
t hey must place the clainmed invention in the possession of the
public. 1In re Payne, 606 F.2d at 314, 203 USPQ at 255.
Appel l ants argue that there is no known way to make the
substitution proposed by the exam ner (brief, page 7).
Appel lants cite evidence fromCarter Il and U S. Patent No.
5,077,277 (of record) that the proposed nethods of preparing the
cl ai mred conpounds, as suggested by the exam ner, would not result

in the clainmed conpounds (see page 8 of the brief).

3 399 F.2d 269, 274, 158 USPQ 596, 601 (CCPA 1968).
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The exam ner concl udes that “preparing the clainmed invention
is considered to be within the purview of the skilled artisan
because hydroxyl ation of the conpound disclosed by Carter (I11)
woul d yield the clainmed conpound” (answer, page 11). The
exam ner further concludes that “[A]ssum ng arguendo, that this
synthetic route is not feasible the nethod of preparing
appel l ant’ s conpound does not inpart patentability to the
conpounds because both the clained and prior art conpounds are
obtained by the fernentation of the sane Streptonyces |ydicus
sp.” (answer, page 11). The exam ner has not established that,
at the tinme appellants' invention was made, the prior art
di scl osed or rendered obvious a nethod for making the clained
conpound (either chemcally or by fernentation). As seen from
Hoeksenma, the nmethod of preparation is essential if the reference
is relied upon to support a rejection under section 103.

The exam ner argues that isolation and purification
techni ques are considered “to be within the purview of the
skilled artisan” and that Carter |1 teaches the purification and
i sol ation of the al pha and beta conpounds (answer, page 11).
However, Carter |l does not teach or suggest the further
isolation and purification to produce the Gamma conpound as per

appel l ants’ procedure on page 13 of the specification. Carter
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1, in producing al pha and beta, does not enploy the sanme nethod
as appellants, using a different nutrient system a different
nunber of fermentations, purifying certain fractions, etc.
(conmpare page 1511 of Carter Il with pages 10-13 of the

speci fication).

Nai t o does not cure the deficiency in the enabl enent of
Carter Il. Naito is directed to a different famly of
antibiotics prepared by a totally different sem -synthetic
met hod.

G ven the disclosures of Carter Il and Naito, we hold that
conpound Gamma was not placed in the possession of the public at
the tinme appellants’ invention was made. Accordingly, the
rejection of claims 1, 4 and 5 under 35 U. S.C. § 103 as
unpat entabl e over Carter Il in view of Naito is reversed.

B. The Rejection under 35 U . S.C. § 102(b)

The exam ner has rejected appealed claiml, directed to the
Gamma conpound, as being anticipated by Carter since “[T]he
i nstant conpound is obtained fromthe sane strain, by the sane
process and as such is inherently present in the prior art
concentrate” (answer, page 6).

Appel l ants’ response to this new ground of rejection is that

the lawis clear that for a rejection based upon inherency to be
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sust ai ned, the inherency nust be an inevitable result and not
merely a probability or possibility (reply brief, page 2).
Appel l ants argue that Carter has no teaching or suggestion that
materi als other than al pha and beta were produced.

For a reference to anticipate a claim “the disclosure need
not be express, but may anticipate by inherency where it would be
appreci ated by one of ordinary skill in the art.” daxo Inc. v.
Novopharm Ltd., 52 F.3d 1043, 1047, 34 USPQ2d 1565, 1567 (Fed.
Cr. 1995), cert. denied, 116 S. C. 516(1995). As correctly
stated by appellants, the inherency nust be an inevitable result
and not nerely a possibility. See In re Celrich, 666 F.2d 578,
581-82, 212 USPQ 323, 326 (CCPA 1981).

As noted by appellants on page 2 of the reply brief, the
process of preparing conpounds al pha and beta of Carter is
mar kedly different than the process of preparing Gamma di scl osed
by appellants (as specifically set forth on pages 10-13 of the
specification). Appellants’ process does not use the sane
nutrient nmediumas Carter nor the sanme air flow rate.

Appel  ants’ process does not use a silica colum purification as
set forth by Carter at colum 8, lines 31-42, and uses further
purification wwth a reverse phase colum that Carter neither

recogni zes or enploys (see the specification, page 13).
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The exam ner concludes that “inherency is a certainty”
because both the prior art and the instant process use the
identical mcroorganismstrain and “subject it [to] substantially
identical fermentation procedures” (examner’'s response to reply
brief, page 1). However, it is clear fromthe above conpari son
of the processes of Carter and appellants that the fernentation
and purification procedures are not “substantially identical” and
it has not been shown by the exam ner that it is inevitable that
t he sanme products woul d be produced by each process. Therefore,

t he exam ner has not shown that the conpound of appealed claiml
is inherently produced by the prior art process.

Rej ection for anticipation requires, as noted above for
section 103 rejections, that a reference nust describe the
applicants’ clainmed invention sufficiently to have placed a
person of ordinary skill in the art in possession of it, i.e.,
the reference nust contain an enabling disclosure. See Inre
Spada, 911 F.2d 705, 708, 15 USPQ2d 1655, 1657 (Fed. G r. 1990).
However, the exam ner has not presented any evidence that a

skilled artisan woul d have expected any conpounds ot her than
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al pha and beta to be produced by the nethod of Carter, nuch |ess
know how to isolate and purify a conpound such as Ganma. See In
re LeGice, 301 F.2d 929, 936, 133 USPQ 365, 372 (CCPA 1962) (A
reference anticipates a claimif it discloses the clainmed

i nvention “such that a skilled artisan could take its teachings
in conbination with his own know edge of the particular art and
be in possession of the invention.”, enphasis in original).

Even assum ng arguendo that the Gamma conpound was produced
by Carter, there was no recognition by Carter that any fraction
cont ai ned a useful product other than the al pha and beta
conmpounds in fractions 7 and 11-13, respectively (see colum 8,
lines 47-49). Carter does not recognize or appreciate that there
was a 4-hydroxy derivative of alpha, that it was produced by the
Carter process, or howto isolate and purify any such conmpound if
present.

The exam ner states that “unrecogni zed and unappreci ated co-
production of a chem cal by a process does not bar a patent on
the later invention of the same product”, citing Silvestri v.
Gant4 but limts this principle of law to duplications of an

invention that are “both accidental and unappreci ated” (enphasis

4 496 F.2d 593, 596, 181 USPQ 706, 708 (CCPA 1974).
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exam ner’s, answer, page 6). The exam ner concludes that the
production of the clainmed Ganma conpound, though unappreci at ed,
is “by no neans accidental”, and the conpl ex of conpounds was
clearly intended to be nade (answer, page 6).

Contrary to the examner’s interpretation, any production of
Gamma by Carter woul d be considered acci dental and unappreci at ed.
Carter never recogni zed that 4-hydroxy derivatives of al pha
existed or howto isolate and purify them As conceded by the
exam ner, any production of Gamma by Carter was unappreci at ed
(answer, page 6). This result may al so be consi dered
“accidental”, i.e., not intended and not appreciated. See Ei bel
Process Co. v. Mnnesota & Ontario Paper Co., 261 U. S. 45, 43 S
Ct. 322 (1923). A prior achievenent of a product may be
considered accidental if it was a consistent though unintended or
i nci dental consequence of what was deliberately intended®. It is
cl ear that any production of Gamma by Carter was uni ntended or

incidental to the deliberate production of al pha and beta.

> Chisumon Patents, Vol. 1, § 3.03[2], p. 3-37 (Matthew
Bender, 1997).
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For the foregoing reasons, the rejection of claim1l under 35
US C 8 102(b) as anticipated by Carter is reversed.

REVERSED

SHERMAN D. W NTERS
Adm ni strative Patent Judge

ANDREW H. METZ
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS
AND
| NTERFERENCES

THOVAS WALTZ
Adm ni strative Patent Judge

N N N N N N N N N N N N N
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THOVAS S. SZATKOWSKI

AMERI CAN CYANAM D COVPANY
PAT. LAW DEPT.

ONE CYANAM D PLAZA

WAYNE, NJ 07470-8426
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APPENDI X

1. A conmpound LL-E19020 Ganma conpri si ng

(a) the structure

(b) an elenental analysis: C 62.22; H7.77; N 0.92;

(c) a nolecular weight of 1241 (FABMS = M Z 1264
corresponding to [ MtNa] +) ;

(d) a specific optical rotation:
["IDPSE = 7E(1.001, MeQH)

(e) a characteristic ultraviolet absorption spectrum as
shown in Figure | of the attached draw ngs;

(f) a characteristic infrared absorption spectrumas shown
in Figure Il of the attached draw ngs;

(g) a characteristic proton nuclear magnetic resonance
spectrumas shown in Figure |1l of the attached draw ngs;

(h) a characteristic carbon-13 nucl ear nmagnetic resonance
spectrum as shown in Figure IV of the attached draw ngs.
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