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TH S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a | aw journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte CHARLES F. MANKER

Appeal No. 95-1064
Application 07/995, 3471

ON BRI EF

Bef ore McCANDLI SH, Senior Adm nistrative Patent Judge, COHEN and
ABRAMS, Administrative Patent Judges.

McCANDLI SH, Seni or Adnmi ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s final
rejection of clainms 10 through 19 and 32 under 35 U S.C. § 103.

No other clains are pending in the application.

! Application for patent filed Decenber 22, 1992. According to
applicant, this application is a continuation of Application 07/824,045, filed
January 23, 1992.
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The subject matter here clainmed is a warm ng devi ce of
the type having a heat-producing fluid in a fluid tight chanber.
The device is disclosed as a heat pack adapted to be wapped
around an infant’s heel to warmthe heel just prior to renoving a
bl ood sanpl e by pricking the heel.

Clains 10 and 32, the only independent clains on appeal,
are directed to the enbodi nent shown in Figures 5 and 6 of
appel l ant’ s drawi ngs. According to this enbodinent, a pre-
attached flexible strip (14) is provided with adhesive (29, 30)
at its ends for securing the heat pack in place around the
infant’s heel. The adhesive is disposed on only one side of the
strip in the formof patches. Prior to wapping the heat pack
around the infant’s heel, the flexible strip is folded around a
seal ed edge of the heat pack such that the adhesive patches
cont act opposed, chanber-defining walls of the pack to rel easably
secure the ends of the strip to the walls of the pack, whereby
the strip is adapted to be detached fromeither one of the
opposed wal Il s of the pack and then reattached to the opposite
wal | of the pack after the pack is wapped around the infant’s

heel to secure the pack in place.
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Appeal ed claim 10 is representative of the clained
subject matter. A copy of this claim as it appears in the
appendi x to appellant’s brief, is appended to this decision.

The follow ng references are relied upon by the exam ner
as evi dence of obviousness in support of his rejections under
35 US.C § 103:

Dam co 4,500, 316 Feb. 19, 1985
Snmith 5, 188, 103 Feb. 23, 1993
(Filed July 29, 1991)

war mzel Brochure, “The PrismInfant Heel Warnmer with WarnGel ",
Pri sm Technol ogi es (1991).

Clainms 10, 12, 13, 15, 17 and 19 stand rejected under

35 U.S.C. §8 103 as bei ng unpat entabl e over the Warnygel
publication in view of the Dam co patent, and clains 11, 14,
16, 18 and 32 stand rejected under 35 U S.C. §8 103 as being
unpat ent abl e over Warngel in view of Damco and Smith. 2 In
support of these rejections, the exam ner concludes that the
teachi ngs of Dam co woul d have nmade it obvious to provide the
War ngel heat pack with a fol ded adhesive tape, and that the

teachings of Smth would have nmade in obvious to provide the

2 In addition to rejecting claim 11 on the conbi ned teachings of
Warngel , Danico and Smith, the exami ner inadvertently included claim11l
with claim10 in the rejection based only on Warngel and Damico. It is
apparent, however, that the exani ner considered the Smith patent
necessary to support the rejection of claim1l.
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folded tape wth an adhesive-free central portion. Reference is
made to the examner’s answer for further details of these
rejections.

I n support of patentability, appellant argues, inter alia,

that the Dam co reference i s non-anal ogous art because it rel ates
to diapers rather than warm ng devices, that the Smth reference
al so i s non-anal ogous art because it relates to wound dressings
rat her than warm ng devices and that, in any event, the

exam ner’ s proposed conbi nation of reference teachi ngs does

not neet the terns of the appeal ed cl ai ns.

We have carefully considered the issues raised in this
appeal together with the exam ner’s remarks and appellant’s
argunents. As a result, we conclude that the rejections of the
appeal ed clains cannot be sustained. Qur reasons for this
concl usi on fol |l ow.

It is well settled that a rejection under 8 103 nmust rest on

a factual basis. See In re Warner, 379 f.2D 1011, 1017, 154 USPQ
173, 178 (CCPA 1967), cert. denied, 389 U S. 1057 (1968).

Furthernore, the nodification suggested by the prior art nust

arrive at the clained i nvention. See In re Lalu, 747 F.2d 703,

705, 223 USPQ 1257, 1258 (Fed Gir. 1984).
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In the present case, the exam ner concedes that the \arngel
heat pack has no pre-attached tape or securing el enent of any
type. |Instead, a strip of conventional adhesive tape is
apparently cut froma roll and is applied to the heat pack only
after the heat pack is wapped around the infant’s heel. The
Dam co patent, on the other hand, does disclose pre-attached
adhesi ve strips on a garnent, nanely a diaper, for securing the
di aper in place. Dam co’'s adhesive strips, however, do not
correspond to the flexible strips defined in independent clains
10 and 32 in that they are not releasably secured to both the
i nner and outer sheets of the diaper to enable the strips to be
detached fromeither sheet and then attached to the other sheet.
In fact, such an arrangenent appears to be undesirable in
Dam co’s diaper to avoid the possibility of putting the diaper
on inside out.

Thus, even if we were to agree that the Dam co reference

constitutes anal ogous art under the second part of the test set

forth in In re Cay, 966 F.2d 656, 658, 23 USPQ2d 1058, 1060
(Fed. Cir. 1992)(A reference is analogous if it is reasonably
pertinent to the particular problemw th which the inventor was
involved.) and even if we were to agree that there is a prior art
suggestion to substitute one of Dami co’s pre-attached tapes for
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t he conventional adhesive tape enployed with the Warngel heat
pack, the nodification still would not arrive at the clained
invention. The exam ner has presented no factual basis for
concluding that, after nodifying Warngel to incorporate one of
the pre-attached adhesive tapes of Dam co, it would have been
obvious to one of ordinary skill in the art to further nodify
Warngel in order to neet the terns of appealed clains 10 and 32.
For this reason alone, the 8 103 rejection of independent clains
10 and 32 and, hence, dependent clainms 11 through 19 cannot
st and.

The exam ner’s decision rejecting the appealed clains is
t herefore reversed.

REVERSED

HARRI SON E. McCANDLI SH, Seni or)
Adm ni strative Patent Judge )
)
|
| RWN CHARLES COHEN ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
|
NEAL E. ABRANS )
Adm ni strative Patent Judge )
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