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! Application for patent filed January 21, 1992. Accord-
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Bef ore MElI STER, ABRAMS and FRANKFORT, Adm nistrative Patent
Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's
final rejection of clains 1 through 24, 27 through 34 and
37 through 41. At that time, clains 25 and 26 were objected
to as bei ng dependent upon a rejected base claimand were
indicated to be "allowable if rewitten in independent form
including all of the limtations of the base claimand any
i ntervening clains” (final rejection, page 8). Cains 35 and
36 were allowed. In the examner's answer (Paper No. 29), the
exam ner entered new grounds of rejection against clainms 25,
26, 37 and 39 through 41. In addition, the exam ner indicated
that appellant's argunents in the brief were persuasive with
regard to clains 23, 24, 28, 29, 31 and 32. dains 25, 26 and
39 were subsequently anmended by appellant in Paper No. 36 and
this anendnent was entered by the exam ner (see Paper No. 37).
In light of the foregoing, the current status of the clains in

this application is as foll ows:
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Clainms 1 through 22, 27, 30, 33, 34 and 38 stand

rejected and are before us on appeal;

Cainms 23 through 26, 28, 29, 31 and 32 are objected
to as bei ng dependent upon a rejected base claimand are
indicated to be allowable if rewitten in independent form
including all of the limtations of the base claimand any

I nterveni ng clains; and

Clainms 35 through 37 and clains 39 through 41 stand

al | owed.

Appel lant's invention is directed to an inproved
propul sion systemfor a power boat. Caim1l is representative
of the subject matter on appeal and a copy of that claim as
It appears in the Appendix to appellant's brief, is attached

to this decision.

The prior art references of record relied upon by

the examner in rejecting the appealed clains are:
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Sher man 3, 793, 980 Feb. 26, 1974
Smal | 4,689, 026 Aug. 25, 1987

The cl ains renmai ni ng on appeal stand rejected under

35 US.C. 8§ 103 as foll ows:

a) claims 1, 3, 6, 7, 10, 12, 15, 18, 21, 27, 30, 33

and 38 under 8 103 as bei ng unpatentable over Small; and

b) clains 2, 4, 5, 8, 9, 11, 13, 14, 16, 17, 19, 20,
22 and 34 under § 103 as being unpatentable over Small in view

of Sher man.

Rat her than reiterate the examner's full expl ana-
tion of the above-noted rejections and the conflicting view
poi nts advanced by the exam ner and appel |l ant regarding those
rejections, we nmake reference to the final rejection (Paper
No. 24, mailed January 7, 1993), the exam ner's answer (Paper
No. 29, nmuiled February 22, 1994) and to the suppl enental
exam ner's answer (Paper No. 32, nmailed Novenber 16, 1994) for
the exami ner's conplete reasoning in support of the rejec-
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tions, and to appellant's brief (Paper No. 28, filed Decenber
7, 1993) and reply brief (Paper No. 30, filed April 22, 1994)

for appellant's argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have
gi ven careful consideration to appellant's specification and
clains, to the applied prior art references, and to the re-
spective positions articulated by appellant and the exam ner.
As a consequence of our review, we have nmade the determ na-

tions which foll ow

Turning first to the examner's rejection of clains
1, 3, 6, 7, 10, 12, 15, 18, 21, 27, 30, 33 and 38 under § 103
as bei ng unpatentable over Small, we note that independent
claim1 on appeal sets forth, inter alia, a tunnel |ocated on
the exterior of the hull of a powerboat and a surface-piercing
propeller within the tunnel (see particularly Figures 1 and
12), with the height of the tunnel forward of the vicinity of

the propeller dimnishing to a point approximtely one inch
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above the bottom of the hull, the tunnel having "a forward
vertical wall being approximtely one inch in height.” In
applying the Snmall patent in his rejection of claim1, the
exam ner has taken the position that Small discloses a tunne
(20) with a forward wall (24). 1In the answer (page 9), the
exam ner urges that appellant has not limted his wall to a
perfectly vertical position (i.e., 90 degrees) and concl udes
that the wall (24) of Small "has a vertical conponent, and

thus is considered a vertical wall.” W do not agree.

G ven the express description by appellant of the
wall (26) in the specification (page 10) and the show ng of
the wall (26) in Figures 3, 9, 10 and 12 of the application
drawi ngs, as well as the conmon dictionary definition of
"vertical,"? we nust conclude that the "forward vertical wall"
of the tunnel set forth in claim1l on appeal would have been

under st ood by one of ordinary skill in the art as being

2 See Webster's New Wrld Dictionary, Second Coll ege
Edition, Prentice Hall Press, 1986, wherein "vertical" is
defined as " 2. a) perpendicular, or at a right angle, to the
pl ane of the horizon; upright; straight up and down b) at a
right angle to the plane of the supporting surface.”

6



Appeal No. 95-2081
Application 07/825,778

straight up and down at a right angle to the plane of the

bott om of the powerboat, as seen in Figures 3, 9, 10 and 12 of

the application drawings. Thus, a wall, such as the wall (24)
seen in Figures 4-6 of Small, which nerely has "a vertica
conmponent™ is not the same as appellant's "vertical wall" set

forth in claim1 on appeal.

Pointing to colum 3, lines 45-50 of Small, the
exam ner further urges that Small teaches nmaking the angl e of
the wall (24) relative to the keel line (13) "past 30 degrees”
and thus encourages experinmentation, with the result being
t hat "the result that appellant has clainmed is only a result
of this experinentation, and not a novel approach to the
probl enf (answer, page 9). As for the height of the wall in

Smal | not

bei ng "approxi mately one inch" as clained, the exam ner has
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contended that given the disclosure in Snmall that the m ni num
recommended wal I hei ght should be "25 percent of the propeller
di aneter” (col. 3, lines 49-50), and that a four inch
propeller is "a usual size" (answer, page 10), one foll ow ng
the sizing of the wall suggested in Snall would arrive at a
wal | (24) having a height of one inch. The exam ner further
urges that the size of the wall in Small is a nmatter of design
choi ce, and that nodifications thereof nerely involve a change

in size, which is within the level of skill in the art.

Even if we were to accept the exam ner's reasoning

that a vertical wall may be suggested by Small at colum 3,
lines 45-50, we find that the exam ner's position with regard
to the height of the wall (24) in Small, seen best in Figures
4 and 6, is based on total speculation. Nowhere in Snall is
there any indication of the possible size of the propeller
(25) there- in, and thus also of the mninmm height of the
wall (24) which is said to be 25 percent of the propeller

dianeter. 1In addition, we note that the exam ner has provided
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no evidence that "a usual size" for a propeller such as (25)

of Small is four inches, as is

urged in the exam ner's answer. Appellant contends (reply
brief, page 9) that a four inch propeller "is only used on the
smal | est

of outboard notors and is not suitable for power boats to

whi ch the present invention would be applied.”™ The exam ner

has not responded to this argunent.

Wth regard to the position that the size of the
wal | (24) of Small is nerely a matter of design choice and
within the level of skill in the art, we ook to Figure 6 of
Smal | and note that with the passage of the propeller shaft
(26) through the wall (24) at the stuffing box (29), it is
highly unlikely, if not inpossible, that one of ordinary skill
in the art would have been led to size the wall (24) of Snall
with a vertical height of approximtely one inch, as the

exam ner urges.
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In light of the foregoing, we will not sustain the
examner's rejection of clains 1, 3, 6, 7, 10, 12, 15, 18, 21,

27, 30, 33 and 38 under 8 103 based on Snall.

We next review the examner's rejection of clainms 2,
4, 5, 8, 9, 11, 13, 14, 16, 17, 19, 20, 22 and 34 under § 103

as

bei ng unpatentable over Small in view of Sherman. Even if we
accept the examner's position that it would have been obvi ous
to one of ordinary skill in the art to provide a plurality of
tunnels in the powerboat of Small based on the teachings of
Sherman (Figure 8), we find nothing in the conbi ned teachings
of these references which provides for the deficiencies of
Smal | as noted above in our treatnment of independent claim 1.
Si nce i ndependent claim2 includes the sane limtations as
I ndependent claim 1, except that in claim2 each tunnel has a
forward vertical wall being approxi mtely one inch in height,

it follows that the examner's rejection of claim2, and the

10
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cl ai ms whi ch depend therefrom under 35 U.S.C. 8§ 103 also will

not be sustai ned.?®

To summari ze, we note that the exami ner's decision
rejecting clains 1 through 22, 27, 30, 33, 34 and 38 under

35 U.S.C. § 103 has been reversed.

REVERSED

® Wth respect to the examner's rejection of claim34
under 35 U. S.C. 8 103, we note that claim34 depends from
claim 28 and that the exam ner has indicated that claim 28
contai ns all owabl e subject matter (see the suppl enental
exam ner's answer, page 2). It thus appears that claim 34
shoul d al so have been objected to by the exam ner, instead of
bei ng rej ect ed.
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JAMES M MEI STER
Adm ni strative Patent Judge

NEAL E. ABRANMS
Adm ni strative Patent Judge

CHARLES E. FRANKFORT
Adm ni strative Patent Judge
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APPENDED CLAI M

1. An inproved propul sion systemfor a powerboat of
the type having a tunnel |ocated on the exterior of the hul
of the powerboat and a surface-piercing propeller within the
tunnel, the inprovenent conprising:

said tunnel including a roof elenent imovably fixed
thereto, said roof elenent having a substantially sem -
circular cross-section at least in the vicinity of the
propel |l er, said roof elenent having an upper surface and a
| ower surface;

means for drawing air fromthe exterior of the
power boat external to the tunnel and conveying it to the
tunnel, said air flowing forwardly above the upper surface of
said roof elenent by reduction of pressure created by said
propel |l er;

nmeans for admitting said air to the tunnel forward
of the propeller; and

the height of said tunnel forward of the vicinity of
the propeller dimnishing to a point approximtely one inch
above the bottomof the hull, the tunnel having a forward
vertical wall being approximately one inch in height, air
being admtted into the tunnel by an air outlet |ocated
rearward of said vertical wall and forward of said propeller

-Al-



