TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 17

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte WLLIAM H WOLLER and DAVID P. JONES

Appeal No. 95-2179
Application No. 07/994, 536

HEARD: Novenmber 2, 1998

Bef ore WNTERS, WLLIAMF. SMTH and WALTZ, Adninistrative
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W NTERS, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

Thi s appeal was taken fromthe exam ner's deci sion
rejecting clains 1 through 13, which are all of the clains in

this application.

! Application for patent filed Decenber 21, 1992.
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Caiml, whichis illustrative of the subject natter on
appeal , reads as foll ows:
1.
A wound dressing conposition consisting essentially of:

from about 40 percent to 80 percent by wei ght of bl ended
gl ycerin polyacrylate clatharate [sic, clathrate], and;

fromabout 10 percent to 50 percent of glycerin as a
conpati bl e,

non toxic [sic, nontoxic] polyhydric al cohol.

The reference relied on by the exam ner is:

Georgal as et al. (Georgal as) 4,837,019 June 6, 1989

The issue presented for review is whether the exam ner
erred inrejecting clains 1 through 13 under 35 U.S.C. § 103
as unpat ent abl e over Ceorgal as.

CPI NI ON

We shall not sustain this rejection.

First, 35 U S.C. § 103 authorizes a rejection where to
neet the claim it is necessary to nodify a single reference
or to conmbine it wth one or nore other references. After
indicating that the rejection is under 35 U S.C. 8 103, the

exam ner should set forth (1) the rel evant teachings of the

prior art relied on, (2) the difference or differences in the
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claimover the applied reference, (3) the proposed

nodi fication of the applied reference

necessary to arrive at the clained subject matter, and (4) an
expl anation why a person having ordinary skill in the art at
t he

time the invention was nmade woul d have been notivated to nmake
the proposed nodification. See Manual of Patent Exam ni ng
Procedure (MPEP) 8§ 706.02(j) (7th ed., July 1998), setting
forth the contents of a 35 U S.C. 8 103 rejection. The

exam ner has not followed that format here.

According to the exam ner, Ceorgal as di scl oses each
conponent of appellants' wound dressing conposition but does
not di scl ose appellants' percentages of ingredients. As
stated by the exam ner,

Ceor gal as does not disclose applicant's [sic,

appl i cants'] percentages of ingredients, however,

one of ordinary skill in the art would have been

notivated to experinent with varying ratios of

ingredients in order to optim ze expected benefi ci al

;fsults. [ Exam ner's Answer, page 3, lines 4 through
Mani festly, that statenent of rejection does not conply with
MPEP 8§ 706.02(j). The statenent does not explain how a person

having ordinary skill in the art would have been |l ed from

"here to there,"” i.e., fromthe skin treatnent conposition and
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nmet hod for treating burned skin disclosed by Georgalas to the
wound dressing conposition and nethod of treating superficial
wounds

clai med by the appellants. Therefore, on procedural grounds

al one, we reverse the rejection under 35 U S. C. § 103.

Second, the exam ner discounts appellants' contribution,
stating that "one of ordinary skill in the art would have been
notivated to experiment with varying ratios of ingredients in
order to optim ze expected beneficial results.” This appeal,
however, is not about "optim zation.”" The portion of
Georgalas relied on by the exam ner discloses at nost about 20
percent by wei ght of Lubrajel, whereas independent clains 1
and 12 recite "about 40 percent to 80 percent by weight" or
"40 to 80 percent by weight” of blended glycerin polyacrylate
clathrate. Independent claim7 recites "about 40 to 80
percent by wei ght of blended glycerin polyacrylate.”? This
| eaves a significant difference between the upper Iimt
di scl osed by the prior art (about 20 percent by wei ght of

Lubrajel) and the lower |limt recited in the appeal ed clains

2 For the purposes of this appeal, the exam ner argues,
and appellants do not disagree, that "blended glycerin
pol yacryl ate cl atharate"” or "bl ended gl ycerin polyacryl ate”
reads on Lubrajel.
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(about 40 percent by wei ght of blended glycerin polyacrylate
clathrate recited in claim1l; about 40 percent by wei ght of
bl ended gl ycerin polyacrylate recited in claim7; and 40
percent by wei ght of blended glycerin

pol yacrylate clathrate recited in claim12). |In this appeal,
t he

exam ner has not accounted for that difference and cannot do
so nerely by referring to "optim zation." The exam ner has
not established that the cited prior art provides guidelines
or direction which would have | ed a person having ordinary
skill to the clainmed subject matter, including the anount of
bl ended gl ycerin polyacrylate clathrate or bl ended glycerin
pol yacrylate. For this reason too, we reverse the rejection

under 35 U S.C. 8 103. C. In re Sebek, 465 F.2d 904, 907,

175 USPQ 93, 95 (CCPA 1972) (while it may ordinarily be the
case that the determ nation of optinmumvalues for the
paraneters of a prior art process would be at |east prim
faci e obvious, that conclusion depends on what the prior art
di scl oses with respect to those paraneters. Were the prior
art disclosure suggests the outer limts of the range of

sui tabl e values, and that the optinumresides within that
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range, the determ nation of optinmum val ues outside that range
may not be obvious).
Were, as here, the exam ner has not established a

prima facie case of obviousness, we find it unnecessary to

di scuss the Rule 132 Declaration of David P. Jones, executed
Sept enber 10, 1993, or the Supplenental Rule 132 Declaration
of David P. Jones, executed February 1, 1994.

OTHER | SSUES

On return of this application to the Exam ning Corps, we
recommend that the exam ner step back and reeval uate
patentability in light of the follow ng issues.

First, it would not appear that clains 5, 6 and 10
particularly point out and distinctly claimthe subject matter
whi ch the applicants regard as their invention. 35 U S C

§ 112,
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second paragraph. Dependent claim5 does not recite a wound
dressi ng conposition of claim4 wherein the preservative
conponent is selected fromthe group consisting of

nmet hyl par aben, propyl paraben, i m durea, diazolidnyl urea, and

quaterium 15. Rather, claim5 recites "[t]he preservative

conponent of claim4 wherein said conponent is selected from

the group consisting of: nethyl paraben, propyl paraben,

i m durea, diazolidnyl urea, and quaterium 15" (enphasis

added). The difference in the preanble "a wound dressing

conmposition” and "the preservative conmponent™ is significant

because it woul d appear that claimb5 defines only one

conmponent of the overall conposition, nanely, the preservative

conponent. The sane infirmty applies to clains 6 and 10.
Second, as a matter of claiminterpretation, it is

uncl ear

whet her appell ants' glycerin polyacrylate reads on Lubrajel.

Based on our review of the specification, it appears that

gl ycerin polyacrylate is a clathrate derived fromglycerin and

acrylic acid polyner (specification, page 6, |ast paragraph).
Lubrajel is a clathrate fornmed by the reaction of glycerin and
nmet hyl net hacryl ate (Georgal as, colum 2, lines 52 and 53). It

woul d appear, therefore, that (1) appellants' glycerin
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pol yacrylate is based on acrylic acid whereas Lubrajel is

based
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on nmethacrylic acid, and (2) these conponents are rel ated but
mutual |y exclusive. On return of this application to the
Exam ni ng Corps, we reconmmend that the exam ner determ ne
whet her gl ycerin polyacryl ate does or does not include
Lubr aj el .

Third, if glycerin polyacrylate reads on Lubrajel, it
woul d appear that the exam ner has overl ooked anticipatory
prior art. W refer to the Georgal as disclosure of Blend I
cont ai ni ng approxi mately 62 percent by weight Lubrajel and
approxi mately 38 percent by weight glycerin (Georgalas, colum
7, lines 20 through 25). The Blend Il ingredients are
apparently m xed together first, before they are added to
Blend | during preparation of the skin treatnent conposition
I n EXAMPLE 1 of
Georgalas (colum 7, lines 64 and 65). W also refer to U S.
Patent No. 4,781,923 issued Novenber 1, 1988, to Pellico.
EXAMPLE 4 of that patent contains 5.6 parts by wei ght
Lubrajel, 5.6 parts by weight glycerin, and 1.0 parts by
wei ght hydrogen peroxide. |n other words, in EXAMPLE 4,
Pellico discloses a conposition containing approxi nately 46

percent by wei ght Lubrajel, approximately 46 percent by wei ght
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gl ycerin, and approxi mtely 8 percent by wei ght hydrogen

per oxi de.

On return of this application to the Exam ning Corps, we

recommend that the exam ner reevaluate patentability of the
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cl ai med subject matter in light of the Georgal as di scl osure of
Blend Il and the Pellico disclosure of an antiseptic gel in
EXAMPLE 4.

Fourth, if the exam ner determ nes that glycerin
pol yacryl ate does not read on Lubrajel, nevertheless, it would
appear that these ingredients are closely related. Again, we
recommend that the exam ner reevaluate patentability of the
cl ai med subject matter in light of the CGeorgal as di scl osure of
Blend Il and the Pellico disclosure of an antiseptic gel in
EXAMPLE 4. |If the exam ner determ nes that glycerin
pol yacryl ate and Lubrajel are structurally related, but not
i dentical, the
foregoi ng passages of Ceorgalas and Pellico would neverthel ess
be relevant in evaluating the patentability of clains 1
through 13 even if those passages do not constitute
anticipatory prior art within the neaning of 35 U S.C. § 102.

CONCLUSI ON

In conclusion, we reverse the examner's rejection of
clains 1 through 13 under 35 U . S.C. 8 103. On return of this
application to the Exam ning Corps, we recomrend that the
exam ner step back and reeval uate patentability of the clained

subject matter in light of the issues outlined above.

-11-



Appeal No. 95-2179
Application No. 07/994, 536

We express our concern and di smay that an exam ner in the
United States Patent and Trademark O fice would forward to
appeal a case in this state of disrepair. The single
rejection presented on appeal is clearly erroneous. A nunber
of substantive issues have not been addressed. W point out
that the Board of Patent Appeals and Interferences is an
appel l ate tribunal, not charged with the responsibility of
exam ni ng patent applications de novo. On these facts, we can
only reverse the single rejection presented and return this
case to the Exami ning Corps with a recomendati on that the
appl i cation be thoroughly
and properly exam ned, taking into account the "other issues”
outlined in this opinion.

The exam ner's decision is reversed.

REVERSED

SHERVAN D. W NTERS
Adm ni strative Patent Judge

WLLIAMF. SM TH
Adm ni strative Patent Judge
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