THISOPINION WASNOT WRITTEN FOR PUBLICATION

The opinion in support of the decision being entered today (1) was not written for publicationin a
law journal and (2) is not binding precedent of the Board.
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Before WEIFFENBACH, ELLIS and OWENS, Administrative Patent Judges.

WEIFFENBACH, Administrative Patent Judge.

DECISION ON APPEAL
Thisisadecision on apped under 35 U.S.C. § 134 from the examiner'sfinal reection of clams

1, 2and 4-14, which areal of the clamsremaining inthe gpplication. We reverse and enter anew ground

! Application for patent filed February 5, 1993. According to appellants, the application is a continuation of
Application 07/715,738, filed June 18, 1991, now abandoned, which is a continuation of Application 07/275,724 , filed
November 23, 1988, now abandoned.
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of rejection pursuant to the provisions of 37 CFR § 1.196(b).
The Claimed Subject Matter
The clamson gpped are directed to amagneto-optic memory medium. Clam 1is representative
of the claimed subject matter and reads as follows:
A magneto-optic memory medium consisting essentially of:
afirg didectric film, amagneto-optic memory film, asecond dielectricfilmand a
reflectivefilm, wherein said films are superposed in layers on alight trans-mitting substrate,
the magneto-optic memory film being arare earth-transition meta aloy film havng the
composition formula:

(deT bl—x)yFe.L—y

whereinx is0.58t0 0.62, andy is 0.27 to 0.33, and wherein said magneto-optic
memory film has a thickness of 20-50 nm.

Refer ences of Recor d?

The following references of record are relied upon by the examiner as evidence of obviousness:

Takahashi et al. (Takahashi) 4,610,912 Sep. 9, 1986
Tanakaet al. (Tanaka) 4,814,238 Mar. 21, 1989
Gardner 4,833,043 May 23, 1989
Denwaet al. (Denwa)® 2071696 A Sep. 23,1981

2 In their brief, appellants refer to attached documents A, B and C attached to the brief. In our review, we did
not find the documents identified as A, B and C attached or included with the brief. We further note that in the answer,
the examiner made no comment about the documents. Since we are reversing the examiner’'s rejection, we find it
unnecessary to remand this case to the examiner.

® The document lists the first named applicant as “Kokusai Kenshin Kenwa’ and the first named inventor as

“Kokusali Kenshin Denwa.” These first named applicant and first named inventor appear to be same person, but the
spelling of the last name of one of the names is must be incorrect.
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(UK Patent Application)
Imamuraet a. (Imamura), “ Magneto-Optical Recording On AmorphousFilms,” IEEE
Transactions On Magnetics, Vol.-Mag. 21, No. 5, pages 1607-12, September
1985.
The Rejection

Claims 1, 2 and 4-14" stand rejected under 35 U.S.C. § 103 as being unpatentable over Denwa

in view of Gardner, Tanaka and Imamura, and further in view of Takahashi.
Opinion

Wehave carefully considered the respective positions advanced by appellants and the examiner.
For the reasons set forth bel ow, we reverse the examiner's rejection and enter anew ground of rejection
under 35 U.S.C. § 112, fourth paragraph.

While Takahashi discloses amagneto-optic memory medium comprising afirst dieectric film,
GdTbFe magneto-optic memory filmwhichis 35 nm thick, asecond dielectric film and areflectivefilm
(col. 4, lines 21-23, Examplel) as superimposed layers on atransparent substrate, we do not find that the
prior art relied upon by the examiner, taken asawhole, presents aprima facie case of obviousnessfor
the claimed medium having the GdTbFe composition set forth inthe claims. Wefind that the examiner’s

analysisof theprior art would not haveled aperson having ordinary skill inthe art to therecited GdThFe

* Inthefinal Office action, the examiner stated that claims 1, 2 and 4-14 were rejected. However, in the answer,
the examiner stated that claims 1 and 3-14 were rejected. Since claim 3 was cancelled by amendment “C” (paper no. 11)
which was filed before the final Office action (paper no. 23), we consider the examiner’s statement in the answer of the
claimsrejected isin error and should have been claims 1, 2 and 4-14.
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composition.

Appdlantsclamvery limited rangesfor x and y inthe GdTbFe composition. They further disclose
afilmthat the claimed ranges are critical (specification: p. 8, lines8-16). Denwadisclosesa(Gd,Tb,,),Fe,
y filmwherein 0.00# x # 1.00 and 0.15# y# 0.35. The examiner acknowledgesthat whilethese broad
ranges overlap the claimed ranges, the reference does not disclosethe limited rangesfor x andy set forth
inappellants claims. The examiner refersto two examples set forth on page 2, lines 77 and 78 of the
Denwawherein the following alloy compositions are disclosed: Gd,,,Th, ,F€&,,, and Gd,,,Tb, ;F€, 75
The first formula appearsto be in error since the amounts of the components do not add up to 100. We
will presume, as apparently did the examiner and appellants, that the amount of Fein thefirst formula
should be 69, and not 79.

According to Denwa, his GdTbFe dloy compostions are characterized by larger light reproduced
output (p. 2, lines44-53). Considering theincreased light output of Denwa’ s GdTbFe compositions, it
would have been obvious to use such compositions in Takahashi’ s magneto-optic memory element.
However, Denwa s alloy compositions Gd, ,,Th, ,,Fe, ¢ and Gd,,,Tb,,-Fe, -, do not come within the
scope of gppellants’ claimed alloy. Alloy composition Gd,,,Tb,;;F€&,.; hasay vaue of 0.27 whichis
within appellants claimed r ange, but an x value of 0.37 which is outside the claimed range. Alloy
composition Gd, ., T, ,,F&,¢ hasavaue of x of 0.55 and avaueof y of 0.31. Whilethevalueof yis
within gppellants clamed rangefory, thevaue of x isjust outside the claimed rangefor x of 0.58 to 0.62.

Appellants concede that aloy Gd,,,Th,,,Fe,4 isclosest to the claimed magneto-optic film alloy.
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Thevaue of x of Denwa s Gd, ;,Th, ,F&, ¢ aloy is o close to appellants claimed alloy that one
skilled in the art would have expected Denwa’ s alloy and appellants’ claimed alloy to have the same
properties. Titanium Metals Corp. v. Banner, 778 F.2d 775, 782, 227 USPQ 773, 779 (Fed. Cir.
1985). To show that the properties are not the same, appellant refers usto Table 1 on page 11 of the
specification. Appelant pointsto alloy composition 3inthe Tablewherein x hasavaueof 0.56 andy has
avaueof 0.27. Appdlantscontendthat thisdloy isthe closest dloy to Denwa saloy. Alloy compostion
3intheTableshowsaC/N valuewhichisat least 2.4 dB lessthan the C/N vauesfor aloy compositions
4,5 and 6 which arewithinthe scope of appellants clamed aloy. Appellantsaso pointtoFig. 1intheir
brief which comparesthe Curietemperature (Tc) and coerciveforce (Hc) of Denwa s Gd, ,, T, ,,F€, 4
aloy to compositionshaving y values of 0.20-0.35 and x vaues of 0.0 to lessthan 0.35 (specification: Fg.
2; p. 10, lines1-11). TheTcfor Denwa saloy composition is 190E C. which issignicantly higher than
appellants claimed aloy which isabout 160E C. while the Hc for Denwa s aloy composition is400 Oe
whichissgnificantly below that for the claimed aloy whichisover 1000 Oe. Wefindthat the evidence
presented by appd lantsissufficient to show that the Tc and He properties of Denwa sdloy and appellants
claimed alloy are not the same, but are significantly different.

We have considered the examiner’ sanalysis of the teachings of Gardner, Imamura and Tanaka
wherein the examiner concludesthat aperson having ordinary skill in theart would have been motivated
to optimize the amount of Gd to enhance the Kerr rotation angle. The examiner’sanalysisis asfollows:

Gardner <043 aso teaches an amount of GdTb at 31 at.%. (C.6: 29-33). Thus,
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it isknown that the amount of rare earth can be set at the high end of the range from .15
at.% to 35 at.% and still maintain perpendicular anisotrophy.

With respect to the value of “x” it is generally known that Gd contributes to
increasing the Kerr angleof rotation (resulting in higher S/N) but hasthe disadvantage of
increasing the curie[sic, Curig] point and depressing the coercelveforce. Th, on the other
hand, contributesto ahigh coerciveforce and low curie[sic, Curig] temperature, but has
the disadvantage of alow Kerr angle of rotation. For example, see Denwa<686 where
GdFe hasamuch higher SN ratio than Tb Feor DyFe, (Fig. 2); Tanakaet a <238 which
teaches that in “GdTbFe systems ... Gd or Co may [be] included for the purpose of
improvingtheir reproducing characterigtics...” (C.2: 53-55), and findly Imamura, N[ .] et
a (R) “[i]t isclear from these figures that Gd and Co have the remarkable effect of
increasing [Kerr rotation], mainly dueto the increasein Tc[sic, T].” (p. 1607-1608).

Thus, from the above citationsit is suggested that Gd and Tb relativeto each other
and to the amount of Fe are result effective parameters dependent upon the desired
coercivity, Kerr rotation angle, and curie[sic, Curie] temperature. Inlight of this, it would
have been obvious, [sic] to one skilled in the art of magetoopticsto adjust the amount of
each element to optimize desired recording properties. The motivation to optimizethe
proportion of each dloy rests with the broad teachings that the amunt of rare earth should
be between 15 at.% to 35 at.%, and the narrower disclosures teaching that Gd enhances
theKerr rotation angle. Thus, onewould be motivated to add asmuch Gd asis optimum
to enhance the Kerr rotation angle, even at the expense of reduced Hc [sic, H ] and
greater Tc[sic, T].

Wefind the examiner’ sanalysisto beinsufficient to present a prima facie case of obviousness.
While aperson skilled in the art may have been motivated to optimize the Kerr rotation angle by adding
Gd, theanalysisfailsto explain how optimization would have led such a person to the claimed range for
thevalue of x. Moreover, we do not find that Gardner, Imamuraand Tanakamake up for the deficiencies
of the combined teachings of Denwa and Takahashi.

For the foregoing reasons, the rgection of the claims under 35 U.S.C. § 103 as being unpatentable

over the teachings of Denwa, Gardner, Tanaka, Imamura and Takahashi is reversed.
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New Ground of Rejection

Under theprovisonsof 37 CFR 8§ 1.196(b), we enter thefollowing new ground of rgjection. Claim
2isrgected under 35 U.S.C. 8 112, fourth paragraph. Claim 2, which is dependent on claiml, does not
further limit clam 1. Clam 1 equatesthe magneto-optic memory film with arare earth-trangtion meta aloy
film. Claim 1 definesthe thickness of the magneto-optic memory film asbeing 20-50 nm while claim 2,
defines a broader thickness range the same film, namely, 5-100 nm.

Decision

For theforegoing reasons, the examiner’ srejection of claims 1, 2 and 4-14 under 35 U.S.C. §
103 as being unpatentable over Denwa, Gardner, Tanaka, Imamura, and Takahashi isreversed. This
decision contains new grounds of rejection pursuant to 37 CFR § 1.196(b) (amended effective Dec. 1,
1997, by fina rule notice, 62 Fed. Reg. 53,131, 53,197 (Oct. 10, 1997), 1203 Off. Gaz. Pat. &
Trademark Office 63, 122 (Oct. 21, 1997)). 37 CFR 8§ 1.196(b) provides that “[a] new ground of

rejection shall not be considered final for purposes of judicial review.”

37 CFR 8 1.196(b) aso providesthat the appellants, WITHIN TWO MONTHS FROM THE

DATE OF THE DECISION, must exercise one of the following two options with respect to the new

ground of rejection to avoid termination of proceedings (37 CFR 8 1.197(c)) asto the rejected clams:
(1) Submit an appropriate amendment of the claims so rejected or a showing of facts
relating to the claims so rejected, or both, and have the matter reconsidered by the

examiner, in which event the application will be remanded to the examiner....

(2) Request that the application be reheard under 8 1.197(b) by the Board of Patent
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Appeals and Interferences upon the same record....

Should the appellants €l ect to prosecute further before the primary examiner pursuant to 37 CFR
§1.196(b)(1), in order to preservetheright to seek review under 35 U.S.C. 88 141 or 145 with respect
to the affirmed rgjection, the effective date of the affirmanceis deferred until conclusion of the prosecution
before the examiner unless, as a mere incident to the limited prosecution, the affirmed rejection is
overcome.

If the appellants el ect prosecution before the examiner and this does not result in allowance of the
application, abandonment or asecond appedl, this case should bereturned to the Board of Patent Apped' s

and Interferencesfor find action on the affirmed rgection, including any timely request for rehearing thereof.

REVERSED and 37 CFR § 1.196(b)

CAMERON WEIFFENBACH )
Administrative Patent Judge )
)
)
) BOARD OF PATENT
JOAN ELLIS )
Administrative Patent Judge ) APPEALSAND
)
) INTERFERENCES
)
TERRY J. OWENS )
Administrative Patent Judge )
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CW/kis

Birch, Stewart, Kolasch & Birch
P.O. Box 747

Falls Church, VA 22040-0747
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