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DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134
fromthe examner's final rejection of clains 1, 3 and 7-22,
whi ch constitute all the clains remaining in the application.

Amendnents after final rejection were filed on Septenber 2, 1994

1 Application for patent filed July 17, 1992.
1
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and Septenber 25, 1996, and both anendnents were entered by the
exam ner. The former anmendnent resulted in the wthdrawal of
rejections under 35 U.S.C. 88 112 and 101 [ Paper #s 11 and 12].

The clained invention pertains to a conputer system and
conmput er inplenmented nethod for storing and searching a
multiplicity of dictionary entries. Specifically, each
dictionary entry is stored as a group of data structures. Each
data structure of the group is nade up of a plurality of
hierarchically related entries.

Representative claim1l is reproduced as foll ows:

1. A conputer systemfor storing a multiplicity of dictionary
entries, said system conprising:

a menory;

a group of data structures stored in said nmenory for each of said
dictionary entries, each of said data structures in each group
conprising a root entry comon for said group, a data segnent
entry for data, a |label entry which indicates a type of said data
and is a node in a |abel entry hierarchy, and a | abel sequence
entry indicating a path of [ abel entries in said | abel entry

hi erarchy between the | abel entry of said each data structure and
said root entry, sone of said data segnents in each group
collectively formng a word definition; and

means for searching said data structures.
The exam ner relies on the follow ng reference:

Si nonet ti 5, 295, 261 Mar. 15, 1994
(filed July 27, 1990)
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Clains 1, 3 and 7-22 stand rejected under 35 U. S. C
§ 103. As evidence of obviousness the exam ner offers Sinonetti
t aken al one.

Rat her than repeat the argunents of appellants or the
exam ner, we nmake reference to the brief and the answer for the

respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the evi dence
of obviousness relied upon by the exam ner as support for the
rejection. W have, |likew se, reviewed and taken into
consideration, in reaching our decision, the appellants’
argunents set forth in the brief along with the examner's
rationale in support of the rejection and argunments in rebuttal
set forth in the exam ner's answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in the
particular art would not have suggested to one of ordinary skil
in the art the obviousness of the invention as set forth in

claims 1, 3 and 7-22. Accordingly, we reverse.
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In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the examner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ@2d 1596, 1598 (Fed. G r. 1988).
In so doing, the exam ner is expected to nmake the factual

determ nations set forth in Gahamv. John Deere Co., 383 US. 1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been led to
nodi fy the prior art or to conbine prior art references to arrive
at the clained invention. Such reason nust stem from sone

t eachi ng, suggestion or inplication in the prior art as a whole
or know edge generally available to one having ordinary skill in

the art. Uniroval Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U S 825

(1988); Ashland G I, Inc. v. Delta Resins & Refractories, Inc.

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc. v.

Mont efiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the exam ner are an essential part

of conplying wwth the burden of presenting a prima facie case of

obvi ousness. Note In re QCetiker, 977 F.2d 1443, 1445, 24 USPQd

1443, 1444 (Fed. Gir. 1992).
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The only applied reference in this case is the patent to
Sinonetti. Sinonetti discloses a database search system and
met hod whi ch conbi nes features of rel ational database searching
and hi erarchi cal database searching. The exanple of a
hi erarchi cal database relationship disclosed in Sinonetti is the
relationship between states, counties and cities [colum 4].
Sinonetti has no di scussi on what soever of a database system for
storing data structures related to dictionary entries.

Wth respect to i ndependent claim1, the exam ner
basically found that Sinonetti teaches a hierarchical database
searching system According to the exam ner, although Sinonetti
does not teach the clained features of dictionary entries or
definitions of words, such [imtations do not affect the
functionality of the clainmed system and therefore, do not
structurally distinguish the clainmed invention fromthe Sinonetti
system[final rejection, pages 9-10]. Appellants argue that
Sinonetti does not disclose or suggest data structures of a
dictionary entry, and that the hierarchy and | abels of a
dictionary entry data structure nust be considered in the

determ nati on of obviousness. According to appellants, the



Appeal No. 95-2429
Appl i cation No. 07/916, 770

hi erarchy and | abel sequences for data structures of a dictionary
entry woul d not have been obvi ous over the teachings of Sinonetti
because the conponents of a dictionary entry are not hierarchical
by nature [brief, page 4]. Appellants also argue that Sinonetti
does not teach that sonme of the data segnments collectively forma
word definition as recited in claim1.

The exam ner has responded that the hierarchy that exists
bet ween streets, cities and states in Sinonetti is just as
natural as the hierarchy between the letters in the English
al phabet and t he al phabetical arrangenent of words in a
dictionary. Additionally, the exam ner argues that “the
hierarchy recited in the clainms in question |acks adequate
structure to distinguish over the prior art” [answer, page 4].
The exam ner al so asserts that the collection of data segnents to
forma word definition has not been given patentabl e weight
because the phrase is sinply a functional recitation wthout
supporting structure.

We nust first consider the examner’s inplicit position
that the recitation of specific data structures and | abel s cannot

be used to structurally distinguish one database search system
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fromanother. W do not agree with this position as broadly
applied by the exam ner. The examner’s position is essentially
the same position adopted by the examner in ln re Lowy, 32 F.3d
1579, 32 USPQR2d 1031 (Fed. Cir. 1994). There, the court

determ ned that a menory as a structure could be distinguished by
the nature of the data structures which are stored therein. The
court noted that the data structures in Lowy inposed a physical
organi zation on the data, 32 F.3d 1583, 32 USPQ2d 1034. W are
of the view that the data structures recited in the appeal ed
clains inpose a simlar physical constraint on the nmenory which
di stingui shes the clained nenory froma nenory whi ch does not
have these specific data structures.

We al so note that independent claim1, for exanple, also
recites a “nmeans for searching said data structures.” W fail to
see how such a neans coul d be suggested by the prior art unless
the particular data structures thensel ves were suggested by the
prior art. Thus, we conclude that the specific recitations of
the data structures nust be considered in determ ning whether the
appeal ed cl ains are unpatentable over the prior art.

Havi ng made this determ nation, we observe that the

exam ner has argued that hierarchical data structures of a
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dictionary entry woul d have been obvious in view of the database
system of Sinonetti. As noted above, appellants argue that the
artisan woul d not have appreciated that dictionary entries woul d
| end thenselves to hierarchical data structures of the type
clainmed. W agree. The clained hierarchical data structures
have nothing to do wth the “commonly known | exical order”
pointed to by the exam ner. The hierarchy in the clained
invention is established between the itens which nake up the
entry for a given dictionary entry (see Figures 2-5 which show
the relationship for a single dictionary entry). W agree with
appel l ants that such dictionary definitions are not normally
considered to be hierarchical in nature in the manner recited in
the clains. Therefore, the database of Sinonetti would not have
suggested the hierarchical data structure of a dictionary entry
as recited in the clains.

Since both i ndependent clains 1 and 22 recite the
specific features of data structures which are not taught or

suggested by the data structures of Sinonetti, we do not sustain



Appeal No. 95-2429
Appl i cation No. 07/916, 770

the rejection of the clainms under 35 U . S.C. 8§ 103. Therefore,
the decision of the examner rejecting clains 1, 3 and 7-22 is
reversed

REVERSED

JAMES D. THOVAS
Adm ni strative Patent Judge

BOARD OF PATENT
KENNETH W HAI RSTON APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

JERRY SM TH
Adm ni strative Patent Judge

N N N N N N N N N N N N

Arthur J. Sanodovitz

| BM Cor porati on/ 1 PLAW Dept .
N50/ 251- 2

1701 North Street

Endi cott, NY 13760



