Paper No. 23

THIS OPINION WAS NOT WRITTEN FOR PUBLICATION

The opinion in support of the decision being entered today (1) was not written for
publication in a law journal and (2) is not binding precedent of the Board.
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DECISION ON APPEAL

This is an appeal under 35 U.S.C. § 134 from the final rejection of claims
1 through 21. Subsequent thereto, claim 13 was canceled in Paper No. 12, filed
August 2, 1993 and claims 9 through 12, 14, 15, and 18 through 21 were canceled in
Paper No. 19, filed April 4, 1995. This leaves for our consideration claims 1 through 8, 16
and 17, all the claims remaining in the application.

The references relied upon by the examiner are:
Pedersen 4,699,785 Oct. 13, 1987
Montelaro et al. (Montelaro), “Isolation of Equine Infectious Anemia Virus Glycoproteins.

Lectin Affinity Chromatography Procedures For High Avidity Glycoproteins,” Journal of
Virological Methods, Vol. 6, pp. 337-346 (1983).

Morgan et al. (Morgan), “Evaluation of an Enzyme-Linked Immunosorbent Assay for the
Detection of Herpes Simplex Virus Antigen”, Journal of Clinical Microbiology, Vol. 19, No.
6, pp. 730-732 (June 1984).

Walsh et al. (Walsh), “Immunological Differences between the Envelope Glycoproteins of
Two Strains of Human Respiratory Syncytial Virus,” J. Gen Virol. Vol. 68, pp. 2169-2176
(1987).

Ray et al. (Ray '87), “Glycoproteins of Human Parainfluenza Virus Type 3: Affinity
Purification, Antigenic Characterization and Reconstitution into Lipid Vesicles,”
J. Gen. Virol., Vol. 68, pp. 409-418 (1987).

Ray et al. (Ray '88), “Role of Individual Glycoproteins of Human Parainfluenza Virus Type 3
in the Induction of a Protective Immune Response,” Journal of Virology, Vol. 62, No. 3, pp.
783-787 (Mar. 1988).
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Claims 1 through 8, 16 and 17 stand rejected under 35 U.S.C. 8§ 103. As evidence
of obviousness, the examiner relies upon Morgan, Pedersen, Ray 87,
Ray 88, Walsh and Montelaro. We reverse.

DISCUSSION

In arguing the rejection under 35 U.S.C. § 103 on pages 11-17 of the appeal brief,
appellants rely upon a declaration filed under 37 CFR § 1.132 by co-appellant Dr. Michel
Klein. See page 12 of the appeal brief. Therein appellants argue that the evidence
provided by Dr. Klein's declaration “has been ignored by the examiner.”

In reviewing the examiner's answer (Paper No. 16, January 4, 1994), we find the
examiner only discusses Dr. Klein's declaration at page 5 where the examiner states “[i]t is
further noted that the declaration filed under 37 CFR 8 1.132 of 9/8/92 is unpersuasive.”
No further explanation or analysis of the declaration appears in the answer.

As set forth in In re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. Cir.
1986):

If a prima facie case is made in the first instance, and if the applicant
comes forward with reasonable rebuttal, whether buttressed

by experiment, prior art references, or argument, the entire merits of

the matter are to be reweighed. In re Piasecki, 745 F.2d 1468, 1472,
223 USPQ 785, 788 (Fed. Cir. 1984).

Here, upon being presented with Dr. Klein's declaration, the examiner needed to

take a step back and reassess the entire merits of the rejection under 35 U.S.C. § 103.
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This was not done. Instead, we have only the examiner's conclusion that the declaration is
unpersuasive. The examiner's curt dismissal of Dr. Klein's declaration was improper and
constitutes legal error. By statute, this board functions as a board of review, not a de novo
examination tribunal. 35 U.S.C. 8§ 7(b)(“[t]he [board] shall . . . review adverse decisions of
examiners upon applications for patents . . .”). Here, the examiner has not presented a
position which is amenable to a meaningful review. Rather than speculate as to reasons
why the examiner found the declaration to be “unpersuasive”, we will simply reverse the
rejection as the examiner did not meet her initial burden of providing reasons of
unpatentability. In re Oetiker, 977 F.2d 1443, 1446, 24 USPQ2d 1443, 1445 (Fed. Cir.
1992).

The decision of the examiner is reversed.

REVERSED

BRUCE H. STONER, JR., Chief )
Administrative Patent Judge )

~— s —

SHERMAN D. WINTERS ) BOARD OF PATENT
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