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The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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On BRIEF

Before WINTERS, WEIFFENBACH and WARREN, Admi ni strati ve Patent Judges.
WARREN, Adm ni strative Patent Judge.

Deci si on on Appeal
This is an appeal under 35 U.S.C. ' 134 fromthe decision of
the examner finally rejecting clains 1 through 11. dains 1 and
92 are illustrative of the clains on appeal:

! Application for patent filed January 21, 1993,

2 Appellants state in their brief (page 3) that “[n]o grouping
of the clainms is necessary” and argues the clains as grouped in
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1. A processfor treating contaminated aqueous hydrochloric acid to remove silicon-containing materials, the
process comprising

() contacting said hydrochloric acid with activated carbon for a time sufficient to allow any silicon-containing
materials contained in said hydrochloric acid to adsorb on the activated carbon thereby treating said
hydrochloric acid and the activated carbon having adsorbed silicon-containing materials thereon; and

(11 separating the treated aqueous hydrochloric acid from the activated carbon.

9. Hydrochloric acid when treated by the process of claim 1.

The appealed claims as represented by claim 1 are drawn to processes of treating aqueous hydrochloric acid which
has been contaminated with silicon-containing materials with activated carbon and separating the treated hydrochloric
acid from the activated carbon. We note that appealed claims 3 through 8 further include the steps of refurbishing the
activated carbon while appealed claims 9 through 11 are drawn to hydrochloric acid produced by the claimed processes.

The referencesrelied on by the examiner are:

Benzaria et al. (Benzaria) 3,720,626 Mar. 13, 1973

Vanlautem 5,202,106 Apr. 13, 1993

Blyumet al. (Blyum)® 1, 183, 454 Aug. 22, 1983
(Soviet Union)

The examiner has rejected appealed claims 1 through 11 under 35 U.SC." 112, second

par agraph; appealed clains 1 and 2 under 35 U . S.C. ' 103 as being
unpat ent abl e over Bl yum or Vanlautem either one in view of the
admtted stated of the art on page 1, et seq. of appellants’
specification; and appealed clains 3 through 11 under 35 U S.C '
103 as bei ng unpatentabl e over Blyumor Vanlautem either one in
view of the admtted stated of the art on page 1, et seq. of
appel l ants’ specification, as applied to appealed clains 1 and 2,
further in view of Benzaria. W affirmthe decision of the

the grounds of rejection (brief, page 3).

* We have considered a translation of Bl yum prepared for the
PTO by Di pl onati c Language Services, Inc., July, 1994, and attach
a copy thereof to our decision.
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exam ner only to the extent of the rejection of appealed clains 9
through 11 in the last stated rejection under 35 U.S.C. ' 103.

Rat her than reiterate the respective positions advanced by the
exam ner and appellants, we refer to the examner’s answer and to
appel lants’ brief for a conplete exposition thereof.

Opi ni on

W reverse the examner’s rejection of appealed clains 1
t hrough 11 under 35 U.S.C. ' 112, second paragraph, since it is
clear to us that clains 1, 3 and 6 conply with the requirenents
of this section of the statute. |Indeed, in appealed claim1, the
| anguage “thereby treating said hydrochloric acid and the
activated carbon having adsorbed silicon-containing materials
t hereon” nmerely summarizes that in process step “(1)” (1) the
hydrochl oric acid has been treated, and (2) the silicon-
containing materials have been adsorbed onto the activated
carbon. Wth respect to appealed clains 3 and 6, the |anguage
“any silicon-containing materials contained in said hydrochloric
acid to adsorb on the activated carbon thereby ... the activated
carbon havi ng adsorbed silicon-containing material s” of process
step “(1)” of appealed claim1l (enphasis added) expressly
i ndi cates how the activated carbon contains the silicon-
containing material, thus providing antecedent basis for the
| anguage “the activated carbon containing silicon-containing
materials” in appealed clains 3 and 6.

We further reverse the grounds of rejection under 35 U S. C
103 of appealed clains 1 and 2 and of appeal ed clains 3 through
8. As a matter of claimconstruction, it is apparent to us that
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in the present case the purpose of the clained processes is the
removal of silicon-containing materials which contam nate aqueous
hydrochloric acid as recited in the preanble of appealed claim1,
whi ch purpose when considered with process step “(1)” of that
claimlimts the clained processes to the treatnent of

hydrochl oric acid contam nated with silicon-containing material .
See, e.g., Inre Stencel, 828 F.3d 751, 754, 4 USPQ2d 1071, 1073
(Fed. Cir. 1987). Thus, it is clear that the claimed processes
as a whole differ fromthe references and admtted prior art as
applied by the examner in that this prior art, as admtted by

t he exam ner (answer, pages 6 and 12), fails to disclose any
teaching that silicon-containing materials are present in and/or
adsorbed on activated carbon in the processes of the applied
references. Even so, the exam ner alleges that since activated
carbon is used to decontam nate aqueous hydrochloric acid
containing organic nmaterials (see, e.g., Vanlautem col. 3), it
woul d have been obvious to use activated carbon to decontam nate
“[ hydrochl oric acid] by-products of the hydrolysis of basic

chl orosil anes” which is contam nated by organic materials in
addition to silicon-containing materials, since such a process
“woul d i nherently renmove the silicon-containing materials in the
[ hydrochl oric acid] by-products” (answer, page 6).

The exam ner nust establish that one of ordinary skill in the
art woul d have recogni zed that silicon-containing materials would
i nherently be renoved by adsorption on activated carbon by a
showi ng of fact or scientific reasoning in order to make out a
prima facie case of obviousness on this basis. See generally In
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re Napier, 55 F. 3d 610, 613, 34 USPQ2d 1782, 1784-85 (Fed. G r
1995); In re Shetty, 566 F.2d 81, 86, 195 USPQ 753, 756-57 (CCPA
1977); Ex parte Levy, 17 USPQ2d 1461, 1462-64 (Bd. Pat. App. &
Int. 1990), and cases cited therein. As we noted above, the
exam ner has admtted that the applied prior art does not

di scl ose any teaching that silicon-containing naterials are
present in and/or adsorbed on activated carbon in the processes
of the applied references. W also do not find in the record
before us any reasonabl e scientific explanation why one of
ordinary skill in this art would have known or woul d have
reasonably expected that silicon-containing materials can be
adsorbed onto activated carbon per se or any evidence that
silicon-containing materials are a routine contam nant of
hydrochl oric acid containing process streans. |ndeed, the

exam ner has further admtted that no simlarity between

hydr ocarbons and silicon-containing materials with respect to
adsorption on activated carbon was assunmed in nmaking the
rejection (answer, page 13, lines 11-12). Thus, by the

exam ner’s own adm ssions, inherency has not been established in
this case and, accordingly, the exam ner has not carried his
burden of making out a prima facie case of obviousness of the
claimed invention of appealed clains 1 through 8 as a whol e.

| ndeed, the question of why one of ordinary skill in this art
woul d have used activated carbon to clean up a silicon-containing
mat eri al s contam nated process stream of hydrochloric acid or
ot herw se, regardless of other contam nants present, has neither
been asked nor answer ed.
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The rejection of appealed clains 9 through 11 under 35 U S. C
103 stands on a different factual foundation. It reasonably
appears to us fromconsideration of the disclosures of Bl yum and

Vanl autem t hat the aqueous hydrochloric acid recovered in the
Exanpl es thereof is the sane as or substantially the sane as the
hydrochl oric acid defined by appealed clains 9 through 11. Thus,
the burden falls upon appellants to establish by objective
evidence that the clained invention patentably distinguishes over
t hese references, whether the rejection is considered to be based
on 35 US. C ' 102 or 35 US.C ' 103. 1In re Spada, 911 F.2d
705, 708-09, 15 USP2d 1655, 1657-58 (Fed. GCr. 1990); In re
Thorpe, 777 F.2d 695, 697, 227 USPQ 964, 966 (Fed. G r. 1985); In
re Best, 562 F.2d 1252, 1255-56, 195 USPQ 430, 433-34 (CCPA
1977); In re Wertheim 541 F.2d 257, 271, 191 USPQ 90, 103-04
(CCPA 1976); In re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688
(CCPA 1972). Furthernore, while the issue here has been framed by
t he exam ner as one of obviousness under 35 U . S.C. ' 103, it is
clear to us that if the hydrochloric acid is in fact the sanme as
t hat defined by appealed clainms 9 through 11, this is indeed

evi dence of a lack of novelty of the clained invention which is,
of course, “the ultimate of obviousness.” |In re Fracal ossi, 681
F.2d 792, 794, 215 USPQ 569, 571 (CCPA 1982); Wertheim 541 F.2d
at 271, 191 USPQ at 103-04. Thus, to the extent that these
references anticipate the clainmed hydrochloric acid, the case of
obvi ousness is irrebuttable. Fracal ossi, supra.
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Accordingly, since the exam ner has established a prima facie
case of obviousness as to appealed clains 9 through 11, the
burden of going forward has shifted to appellants to submt
argunment or evidence in rebuttal. |In view of the argunent in
rebuttal presented in appellants’ brief, the patentability of the
clainmed invention as a whol e nust again be assessed based on the
record as a whole, including all the evidence of obviousness and
of nonobvi ousness, giving due consideration to the wei ght of
appel l ants’ argunents. See generally In re Cetiker, 977 F.2d
1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cr. 1992), In re Johnson,
747 F.2d 1456, 1460, 223 USPQ 1260, 1263 (Fed. G r. 1984), In re
Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cr
1984), and In re Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147
( CCPA 1976) .

We have carefully considered all of appellants’ argunents and
the evidence presented in the specification. Wiile we agree with
appel l ants that the clainmed processes of appealed clains 1
through 8 are patentable over the prior art as applied by the
exam ner for the reasons we have set forth above, those reasons
do not extend to the decontam nated hydrochloric acid products
enconpassed by appealed clains 9 through 11. It is well settled
by the authority we have cited above that the patentability of
clai med products is determ ned based upon the products per se and
not upon the process limtations by which the clainmed products
are defined. |Indeed, this principle of patent law is axiomatic
even where process limtations in a product-by-process claimhave
been presented as a process clai mwhich has been held to be
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pat ent abl e over the sane prior art applied to said product- by
process claim See, e.g., Wertheim 541 F.2d at 271, 191 USPQ at
103- 04.
Accordi ngly, based on our consideration of the totality of

the record before us, we have wei ghed the evi dence of
obvi ousness found in Bl yumand Vanl autem wi th appel |l ants’
countervailing evidence of and argunent for nonobvi ousness and
concl ude that by a preponderance of the evidence the clained
i nventi on enconpassed by appealed clains 9 through 11 as a
whol e woul d have been obvious as a matter of |aw under 35
US C § 103.

The exam ner’s decision is affirnmed-in-part.

No tinme period for taking any subsequent action in connection
with this appeal may be extended under 37 CFR " 1.136(a).

Affirmed-in-Part

SHERMAN D. W NTERS
Adm ni strative Patent Judge

CAMERON WEI FFENBACH
Adm ni strative Patent Judge
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