TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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Bef ore McCANDLI SH Seni or Administrative Patent Judge and
KRASS and STAAB, Adninistrative Patent Judges.

McCANDLI SH, Seni or Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe examner’s fi nal
rejection of clains 1 and 3 through 8. No other clains are

pending in the application.

! Application for patent filed Septenber 14, 1992.
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Appellant’s invention relates to a magnetic head for a tape
recordi ng/ reproduci ng apparatus. Appealed claim1l recites that
the head conprises a “slidable surface” (which we interpret as
being a tape sliding surface inasnuch as this surface of the head
is not “slidable” in a literal sense) and first and second
magnetic gaps (1A, 2A).2 The first nmagnetic gap is recited to
correspond to a first running direction of the nagnetic tape, and
the second nagnetic gap is recited to correspond to a second
running direction of the tape. According to claim1l, each of the
magneti c gaps lies between a head peak (9, 10) of the slidable
surface and a tape departure point (7, 8) downstreamfromthe
head peak so that it is effectively offset fromthe peak.

A copy of the appealed clains, as these clains appear in the
appendi x to appellant’s brief, is appended to this decision.

The follow ng references are relied upon by the examner in

support of his rejections under 35 U S.C. 8 102(b) and 35 U. S. C

§ 103:
Takanohashi et al. (Takanohashi) 4,387,410 Jun. 07, 1983
Favrou et al. (Favrou) 4,875,129 Cct. 17, 1989

2 Al t hough the nagnetic gaps are not specifically defined or
described in appellant’s specification, U S. Patent No. 4,849, 841
i ssued to Edmund Sokolik states that a magnetic gap in a tape
recordi ng/ reproduci ng head of an el ectromagnetic transducer core
structure |ies between confronting pole faces of the core. This
patent was cited in the first office action in this application.
See Paper No. 4.
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Toshimitsu 3 JP 57-176521 Cct. 29, 1982

Claim1l stands rejected under 35 U.S.C. 8 102(b) as being
anticipated by Favrou, clains 3 and 4 stand rejected under 35
U S.C. 8§ 103 as bei ng unpatentable over Favrou in view of
Toshimtsu, clains 5 and 6 stand rejected under 35 U S.C. § 103
as being unpatentable over Toshimtsu alone and clains 7 and 8
stand rejected under 35 U.S.C. 8 103 as bei ng unpatent abl e over
Toshimtsu in view of Favrou or Takanohashi

Wth regard to the rejection of clains 3 and 4, the exam ner
concl udes that the teachings of Toshimtsu would have nmade it
obvious to provide Favrou’'s head device with a pad for pressing
the tape against a predeterm ned portion of the tape sliding
surface. Wth regard to claim5, the exam ner concludes that it
woul d have been obvious to enlarge Toshimtsu's pad 5 to cover
the offset magnetic gap 2a in Figures 3-5 of the drawi ngs of the
reference to cause the tape to run over the head surface “in a
nore accurate and precise manner” (answer, page 4). Reference is
made to the exam ner’s answer for further details of the standing
rejections.

Considering first the 8 102 rejection of claiml, it is well

3 Acopy of atranslation of this reference is attached.
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settled that for a reference to be properly anticipatory, each

and every elenment of the rejected claimnmust be found either
expressly described or under the principles of inherency in the

applied reference. See, inter alia, RCA Corp. v. Applied Digital

Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed.

Cr. 1984).

In the present case, appellant does not take issue with the
exam ner’s finding that each of Favrou's el enents or
configurations 148 and 149, which constitute the nagnetic gaps
according to the examner, |lie between a head peak of a tape
sliding surface and a tape departure point downstream fromthe
head peak as recited in appealed claim1l. Appellant al so does not
specifically challenge the examner’s finding on page 6 of the
answer that a magnetic gap is an inherent part of each of
Favrou’ s transducers 140 and 142. Indeed, it is noteworthy that
appellant’s illustration of the magnetic gaps 1A and 2A (Figure
1) and al so nagnetic gaps 1 and 2 (Figure 3) closely resenbles
t he configurations designated by the reference nunerals 148 and

149 in the Favrou patent. In any case, we are satisfied that
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the magnetic gaps are inherently disclosed in the Favrou

pat ent inasnmuch as one of ordinary skill in the art would have
recogni zed from Favrou’s specification and drawi ngs, as well as

the prior art as shown in Figure 3 of appellant’s draw ngs, that

the Favrou’'s transducers are each of the type incorporating a

magneti c gap. See Continental Can Co. v. Mnsanto Co., 948 F.2d

1264, 1268, 20 USPQ2d 1746, 1749 (Fed. Cr. 1991). This viewis
reinforced by the fact that in illustrations of the prior art,

such as Figure 3 of appellant’s draw ngs, the magnetic gap in the

core structure is sinply illustrated as a relatively thick line
bet ween pole pieces simlar to the illustration in the Favrou
pat ent .

Furthernore, appellant’s argunents in the second ful
par agraph on page 4 of the brief are unpersuasive. As stated by

our reviewing court inInre Zletz, 893 F. 2d 319, 321, 13 USPQRd

1320, 1322 (Fed. Cr. 1989), “[d]uring patent exam nation the
pendi ng clains nmust be interpreted as broadly as their terns
reasonably all ow.”

Appl ying the foregoing principle to the present case, the
recitation of a magnetic head in appealed claim1l is broad enough
to read on what appears to be non-unitary head structures
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desi gnated by the reference nunerals 140 and 142 in the Favrou
patent. Neither claim1l nor any of the other appeal ed clains
recites that the head incorporating the two magnetic gaps is a
unitary structure. In fact, appellant’s head as illustrated in

Figure 3 of the patent application drawi ngs appears to be two

si de-by-side structures lying al ong what appears to be a central
dividing Iine extending vertically between the chain link |ines
7B and 8B.

For the foregoing reasons, we will sustain the examner’s
8 102(b) rejection of appealed claiml.

Wth regard to the 8 103 rejection of dependent clainms 3 and
4, the purpose of enploying a pressure pad for a tape is known in
the art as evidenced by the use of such a pad in the prior art
head device shown in Figure 1 of appellant’s own draw ngs.
Mor eover, Toshimtsu expressly teaches the art that the pad 5
provi des cl ose contact between the tape and the head space as
shown, for exanple, in Figure 3 and noted on page 3 of the
acconpanying translation. Contrary to appellant’s argunents, such
a teachi ng woul d have been anple notivation for one of ordinary
skill in the art to provide Favrou’s head device with a
correspondi ng pad. Admttedly, Toshimtsu's pad in Figures 3-5
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does not cover the nmagnetic gap. However, unlike appeal ed claim
5 clainse 3 and 4 do not require the pad to press the tape

agai nst the head portion containing the magnetic gap. For these
reasons we wll also sustain the examner’s 8§ 103 rejection of

clains 3 and 4.

We cannot, however, sustain the 8 103 rejection of appeal ed
claims 5 and 6. In contrast to the invention defined in claimb5,
Toshimtsu expressly teaches the art to | ocate the pad renotely
fromthe head portion containing the offset nagnetic gap 2a as
shown, for exanple, in Figure 3 of Toshimtsu' s draw ngs so that
the pressure exerted by the pad is not applied directly over the
of fset gap to avoid the problens di scussed on pages 2 and 3 of
t he acconpanying translation of the Toshimtsu reference. As
such, the teachings of Toshimtsu points away from not toward,
the invention defined in appealed claimb5. The exam ner’s
specul ative reason why one of ordinary skill in the art would
ignore this express teaching in Toshimtsu |lacks the requisite
factual basis to support a conclusion of obviousness. See In re
Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967).
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Finally, we also cannot sustain the 8§ 103 rejection of
dependent clains 7 and 8 inasnuch as neither Favrou nor
Takanosashi rectifies the deficiency of Toshimtsu as discussed
supra.

In summary, the exam ner’s decision rejecting the appeal ed
clains is affirmed with respect to clains 1, 3 and 4, but is

reversed with respect to clains 5 through 8.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

8§ 1.136 a.

AFFI RVED- | N- PART

HARRI SON E. McCANDLI SH )
Seni or Adm ni strative Patent Judge )
)
) BOARD OF PATENT
ERROL A. KRASS ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
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Janmes E. Ledbetter, Esq.

Wat son, Cole, Stevens & Davis, P.L.L.C
Suite 1000

1400 K Street, NW

Washi ngt on, DC 20005- 2477
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