TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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This is a decision on an appeal fromthe final rejection
of clainms 4 through 20 which are all of the clains renaining
in the application.?

The subject nmatter on appeal relates to a process for the
treatnent of a plant which conprises introducing into a sap
conduction path of the plant a solid shaped treatnent article
conprising a treatnent agent contained in a carrier naterial.
Further details of this appeal ed subject nmatter are set forth
in illustrative independent clainms 4 and 16 which read as
fol | ows:

4. A process for the treatnent of a plant which conprises
i ntroducing into the region of a sap conduction path of the
plant a solid shaped treatnment article conprising a treatnent
agent contained in a carrier material as a matrix, the carrier
materi al being selected fromthe group consisting of a solid
degr adabl e organi c substance and a polyneric carrier nmaterial.

16. A material for the treatnment of a plant which
conprises a treatnent agent contained in a solid shaped
carrier material as a matrix, the carrier material being

selected fromthe group consisting of a solid degradabl e
organi ¢ substance and a polyneric carrier material.

2 W consider the section 112, first paragraph,
rejection set forth in the final office action to have been
wi t hdrawn by the exam ner since it has not been repeated in
the answer. See Manual of Patent Exam ning Procedures section
1208, page 1200-14 (7th edition, July 1998).
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The references relied upon by the exam ner

rejections before us are:

Renner et al. 1, 661, 577
(Renner)
Bahadir et al. 4,743, 448
(Bahadir)
Shi okawa et al . 5,034,524
( Shi okawa)
Carl son et al. 5, 157, 207
(Carl son)
Itzel et al. 0, 254, 196

(Eur opean ' 196) (EP)

Mar .

Jul .

Jan.

in the

6, 1928

May 10, 1988

23, 1991

Cct. 20, 1992

27, 1988

Clainms 4, 6 and 8 through 10 stand rejected under the

second paragraph of 35 U.S.C. 8§ 112 for failing to

particularly point out and distinctly claimthe subject matter

whi ch the appellants regard as their

i nventi on.

Clains 4, 6, 8 12, 15 and 16 stand rejected under 35

U S.C. 8§ 102(b) as being anticipated by Renner.

Finally, clains 4 through 20 stand rejected under 35

U S.C. 8 103 as bei ng unpat ent abl e over

Renner

or

Renner in

vi ew of European '196 or Renner in view of Carlson and Bahadir

and Shi okawa.

As a prelimnary matter, we observe that the appellants

have grouped the cl ainms on appea
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groupings in the above noted rejections; see page 5 of the
brief and 37 CFR § 1.192(c)(5)(1993). Accordingly, in our
assessnent of the prior art rejection before us, we wll focus
upon i ndependent clainms 4 and 16 (the sol e i ndependent cl ai ns
on appeal) with which all other rejected clains will stand or
fall.

OPI NI ON

For the reasons which follow, we will sustain the above
noted prior art rejections but not the section 112, second
par agr aph, rejection.

On page 3 of the answer, the exam ner expresses his
section 112, second paragraph, position in the follow ng
manner ;

Degr adabl e organi c and polyneric are indefinite

terms, as is "derivative" wthout specification of

type i.e. - ester, etc. Caim®9; or terns do not

clearly nodify polyether diamne. Caim110 is not

clear as to the Markush species - are all

pol yesters?

It is well settled that the definiteness of claim
| anguage nust be anal yzed, not in a vacuum but, always in
light of the teachings of the prior art and of the particular
application disclosure as it would be interpreted by one

possessing the ordinary level of skill in the pertinent art.

4



Appeal No. 95-2976
Application No. 08/041, 077

In re Moore, 439 F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA
1971). On this record, the exam ner has not so anal yzed the
| anguage of the appealed clainms and thus has not carried his

burden of establishing a prima facie case of indefiniteness.

For exanpl e, the exam ner has advanced utterly no rationale,
and we di scern none

i ndependently, for his position that claimterns such as
"degradabl e", "organic" and/or "polyneric" are indefinite
terns. It follows that we cannot sustain the exam ner's
section 112, second paragraph, rejection of clainms 4, 6 and 8
t hr ough 10. However, we will sustain the section 102(b)
rejection of clainms 4, 6, 8, 12, 15 and 16 as being

antici pated by Renner. This is because we perceive no
distinction in process claim4 or material claim16 relative
to the process and material described in the Renner patent
particularly at lines 4 through 16 in the right hand col um on
page 2. Specifically, the solid shaped treatnent article of
claim4 and the nmaterial of claim 16 appear to be

i ndi stingui shable fromthe solid shape descri bed on page 2 of

Renner .
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Mor eover, since anticipation is the epitonme of

obvi ousness (ln re Fracal ossi, 681 F.2d 792, 794, 215 USPQ

569, 571 (CCPA 1982)), we will also sustain the examner's
section 103 rejection of clainms 4 through 20 as being
unpat ent abl e over Renner or Renner in view of European '196 or
Renner in view of Carlson and Bahadir and Shi okawa.

The decision of the exam ner is affirned.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under
37 CFR § 1.136(a).

AFFI RVED

John D. Smith )
Adm ni strative Patent Judge )
)
)
)
Bradley R Garris ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
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)
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Charles F. Warren )
Adm ni strative Patent Judge )
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