TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.
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BEFORE THE BOARD OF PATENT APPEALS
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Ex parte OLEG WERBI TZKY and PHI LI PP STUDER

Appeal No. 1995-3054
Appl i cation No. 08/059, 3841

ON BRI EF

Bef ore DOANEY, HANLON and LI EBERMAN, Admi ni strative Patent
Judges.

HANLON, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal under 35 U S.C. § 134
fromthe final rejection of clains 1-16, all of the clains
pending in the application. The clains on appeal are directed

to a process for producing 2-chl oro-5-chl oronethyl-pyridine.

! Application for patent filed May 11, 1993.
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Claim1 illustrative of the clains on appeal and reads as

foll ows:
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The references relied upon by the exam ner are:?

Li ndel et al. (Lindel) 4,927,938 May 22,
1990
Jelich 4,958, 025 Sep. 18,
1990

Hendri ckson et al. (Hendrickson), “Oxidation and Reduction in
Synthesis Sec. 18-8", Organic Chem stry, Third Edition, (1970)
page 782.

1.

The sole issue® in the appeal is whether clains 1-16 were
properly rejected under 35 U.S.C. 8§ 103 as unpatentabl e over
t he conbi nati on of Hendrickson, Lindel and Jelich. W reverse
this rejection.

D scussi on

2 In the "Response to argunent” (Answer, pp. 7-24),
the exam ner nentions three additional references. As stated
inln re Hoch, 428 F.2d 1341, 1342 n. 3, 166 USPQ 406, 407 n.3
(CCPA 1970) ("[wW here a reference is relied on to support a
rejection, whether or not in a 'mnor capacity,' there would
appear to be no excuse for not positively including the
reference in the statenent of the rejection”). Since these
ref erences have not been included in the statenent of the
rejection, we have not considered themin reaching our
decision in this appeal.

3 In the Answer, claim2 was the subject of a "new
ground of rejection" based on 35 U.S.C. § 112, second
par agr aph (Answer, pp. 5-6). However, that rejection was
wi t hdrawn by the exam ner in the Suppl enental Exam ner's
Answer (see Paper No. 20, p. 1).
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The clains on appeal are directed to a process for

produci ng 2-chl oro-5-chl oronet hyl - pyri di ne conprising four

di sti
parti

7-8):

nct steps carried out with specific reactants in a

cul ar sequence. According to the exam ner (Answer,

Hendri ckson teaches all four steps. Lindel shows an
exanple of the instantly clained step A The

Exam ner does not rely upon nore of the Lindel
reference. Jelich shows the instantly clainmed steps
C and D (being conducted under simlar conditions).

. The product is known and has a val uabl e
utility. The starting reactants are known. Steps
A, B and C are taught in one-half of the diagramin
Hendri ckson (see the right half of figure 18-3).
Steps C and D are taught in the left-half of the
Hendri ckson diagram Due to this, it is the

Exam ner's position that the instantly clai med
process i s obvius [sic, obvious] over the

conbi nati on of Hendrickson, Lindel and Jelich.

Appel I ants argue (Brief, p. 15):

[T]here is not any basis in the prior art of record
for conbining and nodi fying Hendri ckson et al.

Li ndel et al. and Jelich in the manner suggested by
the Exam ner in her search for appellants'
invention. In In re CGeiger, 815 F. 2d 686, 688, 2
USPQ 2d 1276, 1278 (Fed. G r. 1987), it was stated
that, "[o]bviousness cannot be established by

conbi ning the teachings of the prior art to produce
the clained invention, absence sone teaching,
suggestion or incentive supporting the conbination.
ACS Hospital Systens, Inc. v. Montefiore Hospital
732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. GCr
1984)." Wth regard to appellants' invention, the
Exam ner nust have pointed to one or nore sections

7

Pp.-
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of the cited references which suggest or teach the

conmbi nation of references and nodifications thereof

asserted by the Exam ner in her search for

appel l ants' invention. The Exam ner has not done

this in the record.

Whil e we recogni ze that the reactions disclosed in
Hendri ckson are known reactions, we agree with appellants that
there is no suggestion in Hendrickson to performthe disclosed
reactions in the order clained by appellants to produce 2-
chl oro-5-chl oronet hyl - pyridine. Furthernore, the teachings in
Li ndel and Jelich fail to cure the deficiencies of
Hendri ckson. Wthout the benefit of appellants' disclosure
there woul d have been no notivation to conbine the teachi ngs

of Hendrickson, Lindel and Jelich as suggested by the exam ner

to arrive at appellants' clainmed process. See In re Gornman,

933 F.2d 982, 987, 18 USPRd 1885, 1888 (Fed. Cir. 1991) (in a
determ nation under 35 U.S.C. 8 103 it is inpermssible to
sinply engage in a hindsight reconstruction of the clained

i nvention, using the applicant's structure as a tenplate and
selecting elenents fromreferences to fill the gaps; the

ref erences thensel ves nust provide sone teachi ng whereby the

applicant's conbi nati on woul d have been obvi ous).



Appeal No. 1995- 3054
Application No. 08/059, 384

The exam ner argues that appellants have failed to
establ i sh unexpected results of the clained invention (Answer,
p. 22). However, the exam ner has inproperly shifted the
burden to appellants. The exam ner bears the initial burden

of presenting a prinma facie case of unpatentability. ln re

Cetiker, 977 F.2d 1443, 1445, 24 USPRd 1443, 1444 (Fed. Cr.
1992). Based on the record before us, the exam ner has failed

to satisfy that burden.
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For the reasons set forth above, the rejection of clains
1-16 under 35 U.S.C. 8§ 103 as unpatentable over the
conbi nati on of Hendrickson, Lindel and Jelich is reversed.

REVERSED

PAUL LI EBERVAN
Adm ni strative Patent Judge

MARY F. DOMNNEY )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
ADRI ENE LEPI ANE HANLON ) APPEALS
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