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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina

rejection of clainms 1, 3-19, 21-23, and 26-32, which are al

of

! Application for patent filed April 29, 1993. According
to appellant, this application is a continuation of
Application 07/542,673, filed June 22, 1990, now abandoned,
which is a continuation of Application 07/188,773, filed Apri
29, 1988, now abandoned.
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the remaining clainms pending in this application on appeal.?

CLAI MED SUBJECT NMATTER

The appellant's invention relates to a nethod and
apparatus for capillary el ectrophoresis which may be
automated. An understandi ng of the invention can be derived
froma reading of exenplary clains 5 and 23, which are
r epr oduced bel ow.

5. A process of electrophoresis conprising the steps of:

providing a capillary having distal ends;

provi di ng a nodul ar, portable and interchangeabl e
cartridge having a bottom

nounting said capillary to said cartridge so that the
di stal ends of the capillary protrudes fromthe bottom of said
cartridge at two spaced apart first and second exits;

provi di ng a conveyor for conveying a series of vials
cont ai ni ng sanple or electrolyte under said first and second
exits;

supporting the cartridge in a manner to all ow the distal
ends of the capillary to be accessible by the vials and to
allow the cartridge to be easily detached for interchanging
Wit h anot her cartridge;

2 See pages 1 and 3 of the brief. Also, we note the
February 11, 1993 anmendnent that was filed after final action
in prior application No. 07/542,673 requested cancel |l ati on of
clainms 24 and 25. Applicant requested entry of that amendnent
as a matter of right in the instant file wapper continuation
application (FWC) under 37 CFR 8 1.62. See item No.3 of the
transmttal letter filed April 29, 1993.
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registering a vial containing said sanple to the end of
said capillary at said first exit to inmerse said end in
sanple to inject a quantity of sanple to said capillary;

registering vials containing electrolyte to the distal
ends of said capillary to inmerse the ends of said capillary
in electrolyte;

and applying an el ectropotential across the vials
cont ai ning el ectrol yte whereby the sanpl e el ectrophorese al ong
the length of said capillary.

23. An el ectrophoresis apparatus conpri sing:

first and second containers for hol ding sanple or
el ectrol yte;

a portable capillary cartridge including a | ength of
capillary having two ends; and a body in which is defined a
space
in which the capillary is supported whereby the ends of the
capillary are positioned for fluid comunication with the
cont ai ners;

the cartridge being supported with respect to the
containers in a nmanner allowing the capillary to be in fluid
communi cation with the contents in the container; and

nmeans for applying electropotential to effect
el ectrophoretic separation within the capillary.

REJECTI ON
Clainms 1, 3-19, and 21-32 stand rejected under 35 U S. C
8§ 112, first paragraph, on the ground that the specification
i's non-enabling.

OPI NI ON
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Because the exam ner has failed to carry his initial

burden of establishing a prima facie case of non-enabl enent

based on the present record, the above-noted rejection cannot
be sustai ned.

The exam ner attacks the sufficiency of appellant's
specification urging, for exanple, that the specification is
i nconpl ete; does not adequately describe how "the el enents are
integrated into a whole" (answer, page 3); and does not teach
how a program controller is integrated (answer, page 4) and
how a capillary cartridge is constructed to be portable,
renovabl e, and interchangeabl e (answer, page 5). Appell ant
argues that the specification® and drawi ngs do provi de an
adequate and enabling witten description of the clained

nmet hod and appar atus concerni ng an automated capillary

®  While appellant refers to a substitute specification in
the brief, we note that our review of the application file
does not clearly indicate that the exam ner has consi dered
appel lant's prelimnary anendnent of April 29, 1993 requesting
entry of a previously filed non-entered anendnent after fina
that included a substitute specification that was filed
February 11, 1993 in parent application No. 07/542,673. W
note that our consideration of the propriety of the enabl enent
rejection under 35 U.S.C. § 112, first paragraph, is based on
the original disclosure of this continuation application.
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el ectrophoresi s device including a renovable, portable, and
i nt erchangeabl e capillary cartridge (brief, pages 3-8).

Wth respect to enabl enent, the predecessor of our
appel l ate reviewi ng court stated in In re Marzocchi, 439 F.2d
220, 223-24, 169 USPQ 367, 369-70 (CCPA 1971):

[A] specification disclosure which contains a
teachi ng of the manner and process of making and
using the invention in terns which correspond in
scope to those used in describing and defining the
subj ect matter sought to be patented nust be taken
as in conpliance with the enabling requirenent of
the first paragraph of 8 112 unless there is reason
to doubt the objective truth of the statenents
contai ned therein which nust be relied on for
enabl i ng support.

it 1s incunbent upon the Patent Ofi ce,
whenever a rejection on this basis is nmade, to
explain why it doubts the truth or accuracy of any
statement in a supporting disclosure and to back up
assertions of its own with acceptabl e evidence or
reasoni ng which is inconsistent with the contested
statement. O herw se, there would be no need for
the applicant to go to the trouble and expense of
supporting his presunptively accurate disclosure.

In addition, an analysis of whether the clains under
appeal are supported by an enabling disclosure requires a

determ nati on of whether one skilled in the art could make and

use the clainmed invention fromthe disclosure coupled with
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i nformati on known in the art w thout undue experinentation.

See United States v. Telectronics, Inc., 857 F.2d 778, 785, 8

USPQ2d 1217, 1223 (Fed. Cr. 1988), cert. denied, 109 S C.

1954 (1989); In re Stephens, 529 F.2d 1343, 1345, 188 USPQ

659, 661 (CCPA 1976).

Here, the exam ner's analysis did not take into account
i nformati on known in the art, nor doe the exam ner supply any
convi nci ng evi dence whi ch woul d cause doubt about the accuracy
of appellant's disclosure. Accordingly, in our view, the
exam ner has not carried his initial burden of setting forth
evi dence or sound technical reasoning which indicates that any
person skilled in the art woul d not have been enabl ed by
appel lant's specification to construct the clainmed apparat us
and carry out the clainmed process according to the guidelines
I n appel lant's specification.

For the above reasons, we do not sustain the rejection
under 35 U.S.C. 8§ 112, first paragraph.

OTHER | SSUES

This application is remanded to the exam ner to consider
the status of the proposed substitute specification and

amendnents filed February 11, 1993 in the parent application
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prior to final disposition of this application in Iight of the
request filed April 29, 1993 in the present FWC application
that the previously unentered anendnent fromthe prior
application be entered in the FWC application. See 37 37 CFR
§ 88 1.62, 1.125, and 1.126. O course, any anendnent(s) that
are entitled to entry should be reviewed for new natter and
obj ection(s) under 35 U S.C. 8 132 and/or rejection(s) under
35 U.S.C. 8§ 112, first paragraph, that are appropriate, if
any, shoul d be nade.

The decision of the examiner is reversed and the
application is remanded for consideration of the issues raised

above.

This application, by virtue of its special status

requires an i medi ate action. Manual of Patent Exam ning

Procedure 708.01(d)(7th ed., July 1998). It is inportant
that the Board be informed pronptly of any action affecting
this case.

REVERSED/ REMANDED
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