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DECI S| ON ON APPEAL

This is an appeal pursuant to 35 U S.C. 8§ 134 fromthe
final rejection of clainms 16 through 25.

The subject natter on appeal relates to a waterproof
conposition for covering eyel ashes (mascara) conposed of a wax

conmponent, a thickening agent, a volatile organic solvent, and

! Application for patent filed August 24, 1993.
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at | east one water-soluble filmform ng agent present in an
aqueous solution. Although the conposition does not contain
an emul sifying agent, it is neverthel ess stable. See the
specification, page 1, lines 17-25. Thus, the present
invention is said to be based on the discovery that when an
aqueous solution of a water-soluble filmformng polyner is
i ntroduced into an anhydrous wat er proof nascara comnposition,
it is possible to exclude enul sifying agents, which had been
required by the prior art when introduci ng aqueous sol utions
into a hydrophobi ¢ nmedi um Claim16 is representative and is
repr oduced bel ow

16. A waterproof conposition for covering the eyel ashes
consisting essentially of from2 to 40 percent by weight,
based
on the total weight of said conposition, of at |east one wax,
from5 to 15 percent by weight, based on the total weight of
said conposition, of at |east one thickening agent, from35 to
50 percent by wei ght, based on the total weight of said
conmposition, of at |east one volatile organic solvent and from
1 to 35 percent by weight of based on the total weight of said
conposition of an aqueous solution of at |east one water-
soluble filmform ng agent present in an agueous solution in
an anmount between approximately 0.1 to 55 percent, said
conposition not containing an emul sifying agent.

The references of record relied upon by the exam ner are:

Arraudeau (Great Britain) 2,216, 797
Cct. 18, 1989
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Rem ngton’ s Pharmaceuti cal Sciences, page unnunbered,
(publication date not provided)

A reference of record relied upon by appellants is:

Hawl ey’ s Condensed Chem cal Dictionary, Eleventh Edition,
Van Nostrand Rei nhol d Conpany, page 973, copyright 1987.
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The appeal ed clains stand rejected for obvi ousness
(35 U S.C. 8 103) over Arraudeau.

We cannot sustain the rejection.

The relied upon reference by the exam ner, Arraudeau,
di scl oses mascaras of anhydrous, suspension and enul sion
types. See page 6, lines 12 through 16 of the reference. The
exam ner has focused on working exanple 1 of this reference as
evi dence suggesting the cl ained conposition herein. Al though
this exanpl e describes a conposition substantially
corresponding to that clained by appellants, the water sol uble
filmformng agent in this exanple (a hydrolyzed keratin) is

provided in the formof a solution containing, inter alia,

propyl ene glycol. See the |ast paragraph of page 11 of
Arraudeau. Appellants argue that the propyl ene glycol
included in Arraudeau’ s keratin hydrolysate is an enul sifying
agent and appell ants have provi ded Hawl ey’ s Condensed Chem ca
Di ctionary as evidence that propylene glycol is a known
emul sifier.

On the other hand, the exam ner contends that the
propyl ene gl ycol conponent used in Arraudeau’s exanples
functions as a cosolvent or a hunmectant. To support the
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exam ner’ s assertions, the exam ner has cited Rem ngton’s
Phar maceuti cal Sciences which indicates that propyl ene glycol
is used as a solvent, preservative and a hunectant.

The review of any prior art rejection, whether for
antici pati on or obviousness, requires first that the clains
have been correctly construed to define the scope and neani ng

the relevant limtations. Gechter v. Davidson, 116 F.3d 1454,

1457 43 USP@d 1030, 1032 (Fed. G r. 1997). As argued by
counsel for appellants at the oral hearing, the clains on
appeal herein expressly and literally exclude the presence of
an emul sifying agent by virtue of the clained | anguage “said
conposition not containing an enul sifying agent.” See the | ast
line of appealed claim16. Thus, whether or not the propyl ene
gl ycol added in the prior art conposition functions as an
emul sifying agent, this conmpound is excluded by the claim
| anguage “not containing an enul sifying agent.” Accordingly,
we cannot sustain the stated rejection of the appeal ed cl ains
for obvi ousness.

We further note that the exam ner has nmade no ar gunent
that it would have been obvious to a person of ordinary skil
inthis art to have omtted the propyl ene glycol conponent
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fromthe conposition described by Arrandeau. Mdreover, it is
al so significant that the relied upon prior art reference to
Arraudeau i s assigned to appellants’ assignee. Accordingly,
sone wei ght nust be given to appellants’ argunent that one
skilled in the art would recogni ze that the propyl ene glyco
actually functions as an enmulsifier in the prior art
conposi tion.

The decision of the exam ner is reversed.

REVERSED

CHUNG K. PAK
Adm ni strative Patent Judge

ANDREW H. METZ )
Adm ni strative Patent Judge )
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