THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 9

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte OIS L. FUNCHES, RANDALL D. HAMPSHI RE
and VLADI M R KOVNER

Appeal No. 95-3570
Application 08/215, 192

ON BRI EF

Bef ore MEI STER, ABRAMS and McQUADE, Admi nistrative Patent Judges.

McQUADE, Administrative Patent Judge.

DECI SI ON ON APPEAL

This appeal is fromthe final rejection of clains 5, 6 and
9. Cdains 7, 8 and 10, the only other clains pending in the

application, stand all owed.

1 Application for patent filed March 21, 1994. According
to appellants, the application is a continuation of Application
07/738,793, filed July 31, 1991, now U.S. Patent No. 5, 305, 160,
i ssued April 19, 1994.
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The invention relates to “a nmethod for conpensating for
variations in the torque constant of a voice coil driven actuator
for noving the read/wite heads in a hard disc drive data storage
device” (specification, page 1). Caim5 is illustrative and
reads as foll ows:

5. A nmet hod for conpensating for variations in
accel eration and decel eration capability of a voice coil actuator
notor, having a nomi nal torque capability, in a disc drive in
whi ch discs are rotated for data transfer at track |ocations
t hereon responsive to positioning of read/ wite heads supported
by the voice coil actuator notor, the nethod conprising the steps
of :

dividing the discs radially into a plurality of zones;

determ ning the actual torque capability of the voice coi
actuator nmotor in each zone;

determ ning a zone conpensation factor for each zone from
the actual torque capability of the voice coil actuator notor and
the nom nal torque capability for the voice coil actuator notor
and

thereafter, during track follow ng operations in a selected
zone, driving the voice coil actuator notor in proportion to the
zone conpensation factor for the sel ected zone.
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The reference relied upon by the exam ner as evidence of
anticipation is:

Al ber t 5, 150, 266 Sept. 22, 1992
(filed on Apr. 30, 1990)

Clains 5, 6 and 9 stand rejected under 35 U . S.C. § 102(e) as
bei ng antici pated by Al bert.

Reference is made to the appellants’ brief (Paper No. 7) and
to the exam ner’s answer (Paper No. 8) for the respective
positions of the appellants and the examner with regard to the
merits of this rejection.

Anticipation is established only when a single prior art
reference discloses, expressly or under principles of inherency,

each and every elenent of a clained invention. RCA Corp. V.

Applied Digital Data Sys., Inc., 730 F.2d 1440, 1444, 221 USPQ

385, 388 (Fed. GCr. 1984). In other words, there nust be no
difference between the clainmed invention and the reference
di scl osure as viewed by a person of ordinary skill in the field

of the invention. Scripps dinic & Research Found. v. Genentech

Inc., 927 F.2d 1565, 1576, 18 USPQ2d 1001, 1010 (Fed. Cr. 1991).
Under principles of inherency, when a reference is silent about
an asserted inherent characteristic, it nust be clear that the
m ssing descriptive matter is necessarily present in the thing
described in the reference, and that it would be so recogni zed by

- 3-



Appeal No. 95-3570
Appl i cation 08/ 215, 192

persons of ordinary skill. Continental Can Co. v. Monsanto Co.,

948 F.2d 1264, 1268, 20 USPQ2d 1746, 1749 (Fed. Gr. 1991).

In the present case, Al bert discloses a “nethod for
maxi m zi ng throughput of a hard disk drive by adaptively seeking
to a data track at which data is to be stored and adaptively
comrencing the reading or witing of data in accordance with the
novenent of the read/wite head in the proximty of the data
track” (Abstract). As summarized by Al bert,

[i]n one aspect of the present invention,
t hroughput is increased by adaptively varying the del ay
ti me between passage of the “on track” threshold and
commencenent of reading and witing to select, for each
seek, a mninumdelay tinme, consistent with the
velocity with which the head approaches the destination
track, that will not result ina wite fault. 1In a
second aspect of the invention, termnal portions of
the velocity demand profile are adjusted adaptively to
cause the read/wite heads to enter the fine control
regi ons about the tracks with velocities that wll
cause rapid settlenent of the heads on a sel ected
destination track [colum 3, lines 6 through 17].

A nore detailed summary of Albert’s invention, which is
relied upon by the exam ner to support the rejection on appeal,
appears in the reference at colum 3, line 18 through colum 4,

line 11 (see pages 2 and 3 in the answer).
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Each of the clainms on appeal recites a nethod for
conpensating for variations in the acceleration and decel erati on
capability of a disc drive voice coil actuator notor having a
nom nal torque capability. |In general, the clainmed nethods
require the steps of determning the actual torque capability of
the voice coil actuator notor, determ ning a conpensation factor
fromthe actual and nom nal torque capabilities, and driving the
nmotor in proportion to the conpensation factor.

Al t hough the disk drive disclosed by Al bert includes a voice
coil actuator notor (see colum 5, line 57 through colum 6, |ine
3), Albert makes no mention of determ ning the actual torque
capability of this notor or of using this paraneter in
conjunction with the notor’s nom nal torque capability to
determ ne a conpensation factor for driving the notor.
Nonet hel ess, the exam ner states that “Colum 3, lines 18 and 19,
of Al bert clearly discusses neasuring the approach tine for each
seek. In addition, Col. 3, lines 50-53, clearly discusses
measuring the velocity demand. Both of these operations would

seen [sic, seen] to be determ ning the torque” (answer, page 4).
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The exam ner’s position here is not well founded. Arguably,
t he approach time neasurenents and vel ocity demand profiles
utilized by Albert to control the voice coil actuator notor are
functions of the torque capability of the notor. Be this as it
may, it is not evident that persons of ordinary skill in the art
woul d recogni ze Al bert’s use of the approach tinme nmeasurenents
and/or velocity demand profiles as necessarily neeting the
particular Iimtations in the appealed clainms requiring the steps
of determ ning the actual torque capability of the notor,
determ ning a conpensation factor fromthe actual and nom nal
torque capabilities and driving the nmotor in proportion to the
conpensation factor. The examner’s finding to the contrary
| acks a sound factual basis, and is at best unduly specul ative.

Accordingly, we shall not sustain the standing 35 U. S. C
8 102(e) rejection of clains 5, 6 and 9 as being anticipated by
Al bert.

As a final matter, we note the substantial simlarities
bet ween the inventions defined by the clains in the instant
voluntarily filed continuation application and by the clains in
parent Application 07/738,793 which has nmatured into U S. Patent
No. 5, 305,160. Presumably, both the exam ner and the appellants

have given due consideration to the doubl e patenting issues
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rai sed by this circunstance.
The decision of the exam ner is reversed.

REVERSED

JAVES M MElI STER
Adm ni strative Patent Judge

NEAL E. ABRAMS
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge
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Bill D MCarthy

McCarthy & Associates, |Inc.

101 Park Avenue
Suite 250
Ckl ahoma Gity, OK 73102



